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Congress 8 November 2002 in Brussels
Working paper

(prepared by Prof. Dr. W. Tilmann)

WorkinQ Paper of the European Patent Lawvers Association (EPLA)

i. Reaional Courts - Central Courts
1. What are the reasons for centralization?

The Commission has not yet explained, why more than a central court in the second instance (appeal court) is needed and why it proposes a central court already
in the first instance, taking into account

a)

i:..
,_,

the comparable situation in the US (first instance courts in the states;
central court only in the second instance: CFC in Washington),

b) that in no member state civil

law cases (including civil

law patent cases)

are legally centralized in the first instance,
c) the fact, that the Community has opted to use the national court system

for
(1) the Community Trade Mark
(2) the Community Design Right
(3) the Community Plant Variety Right
d) the Resolution of the European Parliament of April 10, 2002 which pro-

posed, that the Community Patent should use the national court system
for the first instance
e) the fact, that the Commission is about to decentralize the application of

Art. 81 (3) EC to national courts and national antitrust-offces
f) that any decision of the first instance which the losing part does not ac-

cept may be appealed to the central appeal court giving industry the legal
security wanted
g) that a central appeal court can influence and govern the interpretation

and application of the Community Patent regulation by landmark decisions
2. Regional and/or Central Panels?

a) The Commission proposes to create regional panels, but only after 150
cases in a given year have been started with the central paneL.
b) If the reason for doing this would only be a workload too heavy for the

central panel (this is the reason put forward by the Commission), the
better and logical solution would be a second central paneL.
c) However, according to the Stockholm Common Approach, the reasons for

creating regional panels are, that the proceedings are conducted
(1) close to the parties,
(2) close to the infringing acts and to the means of proof (witnesses,

inspection of infringing objects) and
DUSLlB01 \DUST\61 065.1
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(3) in the language of the court and of the local parties, which consti-

tute the majority of litigation parties, especially from the group of
small and medium industry.
d) If the reasons c) are decisive for the creation of regional panels, these re-

gional panels should be instituted as soon as possible, i.e. already from
the beginning of the CPC. There would be no logical reason for the users
of the system to wait for the advantages of regionalization for a long time
(150 cases per year in the central panel).
i:~

e) This would, also, give the patent owner, who, after having got his patent

after a, in many cases, long and costly procedure before the EPO, the
possibilty to choose the panel with infringement-jurisdiction best qualified
for deciding the case. It would, at the same time, preserve a sort of competition for quality which has benefied the EP-Bundle-Patent court system.
f) The complete centralization (for a long period) would not exclude the

danger of a bottle neck in the central panel, which could arise especially

due to the language regime for the central paneL. 140 cases per year
coming into the central panel for several years could result in a work load
leading to very lengthy procedures. Therefore, the 150-cases-rule of Art.
5 of the Commission's proposal must - in any case - be amended by a
clause according to which a regional panel wil be instituted, if the central
panel was not able to decide on ten pending cases within less than two

years.
g) Since quality and speed are decisive for creating regional panels, those

locations should be selected to be the seat of a regional panel which have
shown quality and speed under the EPC-Bundle-Patent The number of
EP-decisions per year is one indicator, not excluding other indications
(large economies, high quality of judges, expertise in cross-border-

litigation).
3. Scope of review by Appeal-Court

a) EPLA approves of the proposal in the Commission's paper of August 30,
2002 according to which the CFE, acting as appeal court, should hear, in
certain cases, also new facts, but that this scope of review should be limited.
b) The cases to be envisaged for hearing new facts should be enumerated
in a non-exclusive manner taking over the reasons mentioned in the

Community in its commentary to Art. 4 in section 3 (changes to the stat-

ute of the Court of Justice relating to the Court of First Instance).
4. Isolated Invalidity-Actions, Negative Orders for Infringement
a) Isolated invalidity-actions should be brought before the central panel in

order to exclude forum shopping regarding invalidity, which industry
wants to avoid.
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- 3b) Negative actions for non-infringement should be brought before the panel

which is competent for a (positive) infringement action (domicile; place of
infringement).
c) If the patent owner starts a (positive) infringement action before another

panel, the panel dealing with the actions a) and b) should refer their case
to that court.

5. Civil Law Questions

a) The CPC (central or regional panel; CFI acting as an appeal court) may
decide on all questions of European Law, especially the provisions of the
Community Patent Regulation.
b) Patent infringement actions, however, are civil-law actions in which civil-

law questions may be raised for which there is no European civil-law solution.

c) EPLA advises against staying the procedure in order to let the parties
seek a decision by the competent civil-law court of a member state. This
would lead to an undesirable length of the patent infringement action and
could be creating the danger of abuse (raising civil-law defences in order
to stop the infringement action for some time).

d) The CPC should, by an express rule in the Community Patent Regulation,
be given the right to apply the civil-law of a member state, which, by the
applicable rules of international private law should govern the case. The
CPC should be expressly empowered to decide, the civil-law of which
member should be applied, even in those cases, in which the international private law of more than one member state would be applicable.

08 November 2002
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Congress 8 November 2002 in Brussels

Resolution

on a European Court System for Patents

08 November 2002

EPLA

Resolution on a European Court System for Patents
The European Patent Lawyers Association (EPLA) is the representation of lawyers with
long-time experience in Patent Litigation. EPLA wants to share the experience of its
members with the EC-institutions (Commission, Council, Parliament, ECJ) active in preparing a Community Patent with a Community Patent Court system. It also wants to give
any information or advice useful for the Working Group of the European Patent Convention (EPC) on a European Patent Litigation Protocol (EPLP).
During EPLA's 2. congress in Brussels on November 8, 2002, EPLA discussed questions
relevant for both possible systems.

Lawyers are representing claimants and defendants. Their only "interest" lies in a high
quality and a reasonably quick procedure, wpich, concerning the Community Patent,
convinces the inventors that they are well advised to use the Community Patent and not
to continue to use national patents or the EPC-bundle patent.
Regarding the Community Patent, the deliberations during the second congress form the
basis for the following Resolution:
1. EPLA had welcomed the Common Approach reached under the Swedish Presi-

dency in Stockholm stressing the importance, regarding the first instance, of
the parties,
courts using the language of the parties in its area of jurisdiction,
courts close to the conflict and to

quick and low-cost proceedings.
The Community Patent will not be accepted, and the EPC-bundle-patent wil continue to be used, if the solution for a central and regional Community Patent Court
does not follow these principles, on which the Council agreed.

2. EPLA welcomes the proposal accepted by the European Parliament on
April

1 0, 2002 regarding a court structure,
where the first instance decisions are rendered by national courts with long
experience in patent litigation and

where an appeal from these courts is available to a centralized second
instance.

This solution, which is implementing the principles of the Stockholm Approach
would leave more than 70 % of all patent litigation cases close to the parties. The
more difficult or the more disputed cases would, on appeal, be decided by the central appeal board, which would give, by its decisions, guidance for the courts of the

first instance. This solution is compatible with the relevant Articles of the
Nice Version of the EC.
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3. EPLA would, if the proposal NO.2 is not accepted, be in favour of a system,

where the central panel and a sufficient number of regional panel of the
Community Patent Court would decide in the first instance, and the court of
first instance of the European Court of Justice would act on an appeal from
these panels,

if the regional panels would be established where national courts with the
highest numbers of decisions on European Patents exist showing the confidence of the owners of European Patents in their jurisdiction,

! ~;

if the regional panels would start to work at the same time as the central
chamber
if the regional panels would, if they not otherwise agree, use the language of
their country, which would highly faciltate the procedure regarding diffcult
technical cases.
if the jurisdiction of the central chamber and the regional panels would follow
the rules of Regulation 44/2001 (ex Brussels Convention).

4. EPLA strongly advises against the latest proposal of the EC-Commission, which
would centralize all cases in the central panel, until this panel would decide 150
cases per year, starting only then with the establishment of regional panels. This
would remove patent litigation for a long time from the neighbourhood of the parties

and prove to be a strong deterrent against the use of the Community Patent. A
patent owner would feel much more comfortable under the present European Patent-system.

5. EPLA does not see a lack of competence of EC-member-states to conclude a
European Patent Litigation Protocol (EPLP). The Community Patent Court and the
EPLP-Court would not decide on the same patents (Community Patents; EPC-

bundle-Patents).
However, EPLA favours the Community Patent Court-system, leaving the EPCbundle-Patent-cases to the national courts, which would, deciding EPC-bundlepatents, certainly follow the guidance of the Community Patent Court on Community Patents.

DUSLlB01\DUST\59253.1
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Press release of the Council of Ministers of the
E.U.
2490th Council meeting

Brussels, 3 March 2003
(pp. 1-4 and 15-18)
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PARTICIPANTS
The Governents of the Member States and the European Commission were represented as
follows:
Belcium :
Mr Charles PICQUE

Mr Eric TOMAS

Minister for Economic Affairs and Scientific Research, with
responsibility for the Policy on Large Towns and Cities
Minister of the Brussels Capital Regional Government, with
responsibility for Employment, Economic Affairs, Energy and
Housing

.:.

Denmark:
Mr Bendt BENDTSEN
Mr Helge SANDER
Germanv :
Ms Wolfgang CLEMENT
Mr Hansjörg GEIGER

Minister for Economic Affairs, Trade and Industr
Minister for Science, Technology and Innovation

Federal Minister for Economic Affairs and Labour
State Secreta, Federal Ministr of Justice

Greece:
Mr Apostolos TSOCHA TZOPOULOS

Minister for Development

SDaIn :

Mr Ramón de MIGUEL Y EGEA
Mr Pedro MORENÉS EULA TE

State Secretary for European Affairs
State Secretary for Science and Technology Policy

France:
Ms Nicole FONTAIN
Ms Claudie HAIGNERE
Mr Renaud DUTREIL

Minister attached to the Minister for Economic Affairs, Finance
and Industr, with responsibility for Industry
Minister attached to the Minister for Youth, Education and
Research, with responsibility for Research and New Technology
State Secretary to the Minister for Economic Affairs, Finance and
Industry, with responsibilty for SmaIl and Medium-Sized
Enterprises, Trade, Craft Industries, Liberal Professions and
Consumer Affairs

Ireland:
Ms Mary HARNY

Tánaiste (Deputy Prime Minister) and Minister for Enterprise,

Trade and Employment

Italv :
Mr Antonio MARZANO

Mr Rocco BUTGUONE
Mr Guido POSSA

Minister for Production Activities
Minister without portfolio, Minister for Community policies
Deputy Minister for Education, the Universities and Research

Luxembourii :

Mr Henr GRETHN

Minister for Economic Affairs

Netherlands:
Mr Atzo NICOLAÏ

State Secretar for European Affairs

Austra:
Mr Martin BARTENSTEIN

Federal Minister of

Economic Affairs and Labour

Portuiial :

Mr Carlos TAVARS

Minister for Economic Affairs

Finland :
Mr Kare HALONEN

Deputy Permanent Representative

Sweden:
Mr Sven-Eric SÖDER
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State Secretary at the Ministry of
Foreign Affairs, with
responsibility for Nordic Cooperation
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United Kiniidom :
Ms Patricia HEWITT

Secretar of State for Trade and Industr, Minister for Women

* * *
Commission:
Mr Erkki LIIKANEN
Mr Frits BOLKESTEIN
Mr Philippe BUSQUIN
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COMMUNITY PATENT
The Council reached agreement on a common political approach regarding the Community Patent.
Discussions were based on a Presidency comproITse proposal taking into account elements from

previous debates. The text agreed, which covers de main principles and featues of the

jurisdictional system for the Community Patent, the language regime, costs, the role of national
patent offices and the distribution of fees, is set out below:
"1. THE JURISDICTIONAL SYSTEM
1.1 The jurisdictional system of the Community Patent will be based on the principles of a unitar

Cour for the Community Patent, securng uniformity of the jursprudence, high quality of
working, proximity to the users and potential users and low operating cost.
1.2 The Cour of Justice shall have exclusive jurisdiction in actions and claims of invalidity or

infringement proceedings, of actions of a declaration of non-infrngement, of proceedings
relating to the use of the patent or to the right based on prior use of the patent, or requests for
limitation, counterclaims for invalidity or applications for declaration of lapse, including

requests for provisional measures. The Community patent may also be the subject of
proceedings or claims for damages.

1.3 The litigation of Community Patents shall at first instance take place before a judicial panel
established by a Council decision according to Aricle 225a of the EC Treaty. The appeal
shall
lie with the Court of First Instance of the European Communities (CFI). This judicial
panel, called Community Patent Cour (CPe), shall be attached to the CFI. Its seat shall be at
the CFI. The judges shall be appointed on the basis of their expertise and taking into account
their linguistic skils. The Community Patent Cour may hold hearings in Member States other
than that in which its seat is located.
1.4 The chambers of the CPC shall sit in sections of three judges.

1.5 The judges shall be appointed by a unanimous decision of the Council for a fixed term. The

candidates for appointment must have an established high level of legal expertise in patent
law.

1.6 Technical experts wil assist the judges throughout the handling of the case.
i.,
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language of the Member State where the
defendant is domiciled, or in one of them to be chosen by the defendant, where in a Member

1.7 The CPC wil conduct the proceedings in the official

State there are two or more offcial languages. At the request of the paries and with the
consent of the CPC, any official EU language can be chosen as language of proceedings. The
CPC may, in accordance with the rules of

procedure, hear paries in person and witnesses in

language other than the language of proceedings. In that case translations and
interpretation into the language of the proceedings from another official EU language should
an EU official

be provided.

1.8 An appeal against a final decision of the CPC may be brought before the Court of First
Instance.

1.9 The Community Patent Court shall be established at the latest by 2010. Each Member State
shall designate a limited number of national courts to have jursdiction in the actions and
claims mentioned in paragraph 1.2 above until that time.

2. LANGUAGES AND COSTS
2.1 The language regime must meet the objectives of affordability, cost-effciency, legal certinty and

non-discrimiation.

2.2 The languge regime for the Community Patent wil, up to grant, be the same as the one provided
for in the European Patent Convention. Ths means that the applicant has to present a complete
application document in one of the thee offcial

languages of the EPO as well as, at the tie of

grant of the patent, a trlation of the claims into the two other EPO languges. However, where
the
that translation wil be borne by the system ("mutualisation of costs").

the applicant files the application in a non-EPO language and provides a translation into one of
EPO languages, the cost of

2.3 For reasons oflegal certinty - in paricular in connection with actions or claims for daages - non-

discrimination and dissemination of patented technology, the applicant must, upon the grant of the
patent, file a translation of all claims into all offcial Communty languages except if a Member
State renounces the translation into its official
language. The translations wil be filed with the
EPO and the costs borne by the applicant, who decides on the number and the length of claims
to be included in the patent application, thereby having an influence on the cost of
translation.

2.4 The renewal fee for a Community Patent must not exceed the level of the corresponding
renewal fees for an average European Patent and wil be progressive throughout the life of the
Community Patent. The level of procedural fees for processing an application for a Communty

Patent will be the same regardless of where the application is filed and where the novelty
search is cared out (EPO or national patent offce). The level of fees wil be related to costs
for handling the Community Patent and must not lead to any indirect subsidy of national patent
offices.
2.5 The Commssion is invited to carr out a study into the possibility of furter savings in costs,
for example in respect of services rendered by patent agents.

6874/1/03 REV 1 (en, de, it, sv) (Presse 59)
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3. ROLE OF NATIONAL PATENT OFFICES (NO)

Community
Patents and wil alone be responsible for examination of applications and the grant of
Communty Patents.

3.1 The European Patent Offce (EPO) wil playa central role in the admistration of

3.2 All national patent offices wil have an importnt role to play, as set out in the Common
approach of 31 May 2001, inter alia advising potential applicants for Communty Patents,
receivig applications and forwarding them to the EPO, dissemiating patent information and
advising SMEs.

3.3 Applications for Communty Patents can be fied with the National Patent Office of a Member

State in its workig languge(s). Applicants wil remain free to present their patent
applications directly to the EPO. They may also request that their applications be fully
processed by the EPO.
3.4 On behalf of

the EPO and at the request of

out any tak up to

the applicant, National Patent Offces of

language other than the three offcial

States having an offcial

Member

languages of the EPO may car

and including novelty searches in their respective languge(s).

3.5 National Patent Offces of Member States having as their offcial

language one of the three

EPO languges, which have experience of cooperation with the EPO and which need to
maintain a critical mass may, if

they so wish, car out search work on behalf of

the EPO.

3.6 The relationship between NPOs carg out tasks referred to in paragraphs 3.4 and 3.5 above and
the EPO will be based on parership agreements, containg inter alia common criteria for
quality assuance. These criteria (covering documentation, staff training and qualifications

and working tools) would aim to guarantee a comparable quality and uniformity of the
Community Patent. The implementation of these partership agreements, i.e. the compliance
with these objective quality standards, wil be subject to independent periodic review.
3.7 The Communty Patent system will include a safegud clause accordig to which the Council,
acting on a proposal from the Commssion after consultation with the EPO, can agree to extend the
involvement of any NPOs in search activities to meet any severe problems of capacity in deliverig

Communty Patents. Such arangements must not lead to any reduction of quality of the
Community Patent.

4. DISTRIUTION OF FEES

4.1 NPOs wil be compensated for the activities in respect of Community Patents referred to in
paragrphs 3.2, 3.4 and 3.5.

6874/1/03 REV 1 (en, de, it, sv) (Presse 59)
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4.2 Renewal fees for Community Patents will be payable to the EPO, which will keep 50 percent
to cover its costs, including the costs of searches cared out by NPOs. The remaining 50

percent wil be distrbuted among the NPOs of the Community Member States in accordance
with a distrbution key, which will be decided by the CounciL.

4.3 The distrbution key will be based on a basket of fair, equitable and relevant crteria. Such critera
should reflect patent activities and the size of the market. In addition, considerig the role to be
played by NPOs as descrbed in pargraph 3 above, a balancing factor should also be applied
where Member States have a disproportionately low level of patent activities. On the basis of these
criteria the Member States' share shall be adjusted periodically to curent figues.

5. REVIEW CLAUSE
Five years after the grant of the first Community Patent, the Commssion wil present a report
to the Council on the fuctioning of all aspects of the Community Patent and, where

necessar, make appropriate proposals. The assessment wil cover the issues of quality,
coherence and time required for decisions and cost to the inventors. The Commission may
propose recommendations for fuher changes of the jurisdictional system. Furher reviews
should be made periodically.
*

*

*

STATEMENT BY THE COUNCIL

the patent" in paragraph 2.3 mean within a
The Council states that the words "upon the grant of
reasonable time from the date of grant of the patent. During this time, the granted patent shall be
valid irespective of availibility of translations of all claims into all offcial Community languages.

The Council-notes that the Gennan delegation considers that a reasonable time would be within
two years from the date of the grant of the patent."

It is recalled that the purose of the Community Patent is to provide for the creation of a single industral

propert right for the whole Community, to be granted by the European Patent Offce (EPO) in Munich. It
aims at eliminating the distortions of competition created by the territorial nature of national protection rights
and ensurg the rree movement of goods protected by patents.

The European Council has emphasised on several occasions that the Community Patent must be an effcient
and flexible instrent - obtainable by businesses at an affordable cost - which complies with the priciples

of legal certainty and non-discrimiation between the Member States.

In the ED, patent protection for innovation is curently provided by two systems - the national patent
systems and the European patent system - neither of which is based on a Community legal instruent. The
1973 Munich Convention established a European Patent Organisation, of which the EPO is part, laying down
a single procedure for the granting of patents, which once granted become national patents subject to the
national rules of
the contracting states. All of
the ED's Member States are members of
the Convention, which
is governed by international law.

Companies would remain rree to choose the tye of protection best suited to their needs. Given that the EPO
would be responsible for examining patent applications and granting Community patents, the new system
would require the Community's accession to the Munich Convention as well as a revision of

6874/1/03 REV 1 (en, de, it, sv) (Presse 59)
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EPLA Position Paper of 14 March 2003

(adopted by the Board)

EPLA

European Patent Lawyers Association
March 14, 2003

Community Patent (( Common political approach ))
EPLA Position paper

The European Patent Lawyers Association (EPLA) comprising lawyers with many years experience in
European Patent Law litigation welcomes the breakthrough achieved in the EU Council in creating a

Communty Patent. European patent litigation lawyers and their international clients have awaited the
i

establishment of such a Communty-wide patent right for more than 30 years. By adherence to the
European Patent Convention the Communty offers inventors the option to choose between the traditional
"European Patent" offering, by a central grant through the European Patent Office, a bundle of national

patent rights on the one hand and the new unitar Community Patent covering the entire Common Market
on the other hand.

The choice which inventors wil make wil largely depend on the quality which the Communty Patent

system can offer, and this quality wil be detennined by the cost of obtaining and maintainig a

Communty Patent and by the cost and the speed of the Communty Patent Cour which wil decide
infingement and nullity proceedings.

Regarding the strcture of

the Community Patent Cour, the Council, until now, has not followed the

European Parliament Resolution that the first instace should consist of regional cours with a central
appeal cour giving guidance to their decisions which was also the unanmous advice of European patent
litigators represented by EPLA. Instead, the Council has opted for a central cour of first instance for all

Communty Patents. The Council, thus, went fuher than the court system in the United States, where
patent cases are heard, in the first instance, by different Federal Cours and, on appeal only, by a central

appeal cour and is not coherent with the cour system for Communty Trademarks, Designs and PlantBreeders-Rights (entrsted to the national cours of

will, as EPLA and its members expect, deter'

member-states). The solution favoured by the Council

many inventors, especially small and mediwn size finns,

ITom using the Communty Patent system.

Association européenne d'avocats spécialisés das Ie contentieu des brevets d'invention

Europâische Vereinigug der Patentrechtsanwâlte

Siège: Avenue Louise, 149 (boîte 20) 1050 BRUXELLES - BELGIQUE
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European Patent Lawyers Association

. Patent owners wil generally prefer to use a cour nearby - which for many would seem to be less

costly - and therefore have a tendency to choose the EPC bundle patent instead of a Community

Patent. They might also want to cooperate with their known and trsted patent litigation lawyers
representing them in a first instance litigation. If they have to car the costs of sending them to a

central court of first instance they may well rather choose the less costly alternative of continuing to
use the EPC-bundle-patent giving them the opportty to use a court nearby.
. A single central patent litigation cour for the Communty patent wil offer no solution in the event

of over-long procedures, or bottle-necks, in such a central court. Under the present system ofthe

EPC-bundle-patent the patent-owner may choose the cour giving the most speedy procedures. A
kind of

healthy "competition" of

first

the first instance national cours has reduced the duration of

instance procedures in some ofthe EPC-member-states to 6 - 9 months. If

the proposed system has

only one central first instance cour the patent owner has to make use of such a cour, even ifthe
duration of patent litigation procedures exceeds i or 2 or even 3 years as is quite often the case in

the appeal procedures in the EPO and in the Alicante Office (for Community Trade marks) orcloser to the problem - in the procedures before the CFI and the ECJ. A bottle-neck situation almost

certainly wil arse because of the language and translation problems in invalidity and infngement
cases.
· Without a choice between different cours and without competition between them as a guarantee of

speed and quality, and in paricular without the possibility to litigate close to the place of
infrngement, the future Communty Patent wil

lack important featues which users want. Here

again the US system can be cited as an example: Although the US do not have specialized courts, a

number of cours/judges have specialized in patent law and developed an especially fast procedure

which has led to a concentration of patent litigation in these cours. The central Cour of Appeal is
there to ensure hannonization. One must not overlook the possibility that, if in Europe there is no

choice within the system, users wil choose between the available systems which may lead to a

failure of the Communty Patent.
· The belief

that hannonization and predictability of decisions can only be achieved with a first

instance central cour is contradicted by the practice in different areas. How different chambers

withn the same institution may decide can best be demonstrated by the Boards of Appeal in
Alicante and also in the EPO. On the other hand, with a competent and experienced appeal cour a

predictable case law can develop as can be demonstrated by the practice of the Gennan Supreme
Court in patent cases.
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. EPLA, for this reason, proposes, as a first step, that the interim-period (planned to end "at the latest
by 2010") be extended for a period suffcient to allow existing resources in the Community to

demonstrate how they can contribute to the success of the Communty patent. As the Communty
Patent wil have, for cost reasons, a slow start, the period until 2010 is not long enough for such a
practical demonstration.
. Such an approach wil certinly be more in line with the Principle of Subsidiarty. It is, above all a

safer and more practical proposal.

EPLA offers its and its experienced members advice in fidig good practical solutions concenùng the

questions discussed. EPLA fuher offers its advice for the great number of detailed questions stil to be
solved in creating the first civil law cour system and civil procedure law system in the ED.
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Amended Proposal for a Council Regulation

on the Community Patent
(Doc. Council nO 12219/03 of

4 September 2003)

10786/00 PI 49

Proposal for a Council Regulation on the Communty patent

No, Cion prop. :

Subject:

the European Economic and Social Committee',

12219/03
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EN

12219/03

OJ C 155,295.2001, p. 80.

OJ C 127E. 295.2003. p. 519

OJ C 337E, 28.11.2000, p. 278.
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should therefore be used in the granting of the Community patent.

LK/mg
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with the task of granting European patents, The expertse offered by the European Patent Office

to as the "Munich Convention") established the European Patent Offce (EPO) and entruted it

(2) The Munich Convention on the Grant of European Patents of 5 October 1973 (hereinafter referred

takes account of discussions at the Working Par on Intel1ectual Propert (patents) on i, 10,22 and 23

consolidated text contained in doc. 10728/03.

produces uniform effects throughout the Community should feature amongst the legal instruments

dimension helps to attain these objectives. A patent to which unifonn protection is given and which

undertkings to adapt their activities in manufacturing and distrbuting products to a Community

competition in the internal market is not distorted, The creation of the legal conditions enabling

the abolition of obstales to the free movement of goods and the creation of a system ensuring that

(I) The activities of the Community include the establishment of an internal market characterised by

Whereas:

Having regard to the opinion of

Having regard to the opinion of the European Parliamenr,

Having regard to the proposal from the Commissionl,

Having regard to the Treaty establishing the European Community, and in paricular Article 308 thereof,

THE COUNCIL OF THE EUROPEAN UNION,

(Text with EEA relevance)

on the Community patent

which undertakings have at their disposaL.

i

Proposal for a

COUNCIL REGULATION

Delegations wil find enclosed a consolidated/anotated text ofthe above mentioned proposal, which

July 2003, held on the basis ofthe

\Ñ

i-

i 2049/03 PI 72

- Consolidated/annotated text

Working Par on Intel1ectual Propert (patents)

77

4 September 2003

No. prevo doc, :

PI

LIMITE

12219/03

Brussels,

NOTE
from:

... ., .... ,.,.:'" :',,:'..'ì\

~

Interinstitutional File:
2000/0177 (CNS)

COUNCIL OF
THE EUROPEAN UNION

.

~
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to the Community patent once granted.4

applicants for Community Patents, receiving applications and forwarding them to the EPO,

fees to N.P.O.s on the basis of

the surrender or lapse of the patent.

On behalf of the EPO and at the request of the applicant, National Patent Offces of Member

patents as Community patents, since national patents and European patents continue to be
necessar for those undertakings which do not want protection of their inventions at Community

leveL. This Regulation should therefore be without prejudice to the right of the Member States to
grant national patents.

they so wish, carr out search work on behalf of the EPO. The relationship between National

Patent Offices caring out these tasks and the EPO wil be based on parership agreements,

containing inter alia common criteria for quality assurance. These criteria (covering

documentation, staff training and qualifications and working tools) would aim to guarantee a

12219/03

quality of the

Community Patent.
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capacity in delivering Community Patents. Such arangements must not lead to any reduction of

the involvement of any National Patent Offces in search activities to meet any severe problems of

(2c) The Community Patent system wil include a safeguard clause according to which the Council,
acting on a proposal from the Commission after consultation with the EPO, can agree to extend

12219/03

m~.
DGCI
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EN

follow the same principles as the existing Community legislation with respect to national patents.

they car.

must

extent of patent protection, limitation ofthe effects ofthe patent and the exhaustion of rights,

to independent periodic review. National patent offces wil be compensated for the searches that

parnership agreements, i.e. the compliance with these objective quality standards, will be subject

comparable quality and uniformity of the Community Patent. The implementation of these
(4a) The substantive law applicable to the Community patent, for example as regards patentability, the

would not in fact appear to be justified to require undertakings to apply for registration of their

have experience of cooperation with the EPO and which need to maintain a critical mass may, if

language one ofthe three EPO languages, which

(4) Community patent law applicable to the Community patent should not replace the laws of the
Member States on patents, nor European patent law as established by the Munich Convention. It

Offces of Member States having as their offcial

any task up to and including novelty searches in their respective language(s). National Patent

the EPO may car out

the patent on application by the holder or recording

Community patent, for example, limitation of

directly to the EPO. They may also request that their applications be fuly processed by the EPO.

States having an offcial language other than the three offcial languages of

Patent Register. It is also appropriate to give the Offce a number of other tasks relating to a

a distribution key to be decided unanimously by the Council and management of the Community

example, as regards the collection of fees, the distribution of
annual

(2b) Applications for Community Patents can be fied with the National Patent Offce of a Member
State in its working language(s). Applicants wil remain free to present their patent applications

compensated for these activities.

a) The Offce should also be entrusted with the task of administering the Community patent, for

Community can, therefore, limit this Regulation in paricular to the creation of the law applicable

All national patent offces wil have an important role to play, inter alia advising potential

(3

included in the Convention system as a terrtory for which a unitar patent can be granted. The

and wil alone be responsible for examination of applications and the grant of Community Patents.

disseminating patent infonnation and advising SMEs. National Patent Offces wil be

(3) The accession of the Community to the Munich Convention wil enable the Community to be

(2a) The European Patent Offce wil playa central role in the administration of Community Patents

"\

("

Offces. The remaining 50 percent wil be distributed among the National Patent Offces of the

Community Member States in accordance with a distribution key, which will be decided
unanimously by the CounciL.

subject, however, to the obligation on the applicant to submit a translation of all the claims into all

the official Community languages. Thus, the language regime for the Corrunity Patent wil, up

to grant, be the same as the one provided for in the European Patent Convention. This means that

be based on the principles of a unitar Cour for the Community Patent, securing uniformity of the

jurisprudence, high quality of working, proximity to the users and potential users and low

who decides on the number and the length of claims to be included in the patent application,

thereby having an influence on the cost oftranslations.5
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created by the decision taken pursuant to Aricle 225a of the Treaty and, on appeal, in the Court of

Community Patent and must not lead to any indirect subsidy of national patent offces.

~.

Communities. Jursdiction shall reside in the first instance in the Community Patent Court (CPC)

(EPO or national patent offce). The level of fees wil be related to costs for handling the

First Instance. The Cour of Justice

actions and applications relating to a Community patent, and in particular for actions relating to

infiingement and validity, should therefore be given to the Court of Justice of the European

the same regardless of where the application is fied and where the novelty search is carried out

should be enforceable throughout the Community. Exclusive jurisdiction for a certain category of

fees for an average European Patent and wil be progressive throughout the life of the Community

Patent. The level of procedural fees for processing an application for a Community Patent wil be

Community patent should come under the jurisdiction of one court, and the decisions of that court

a) The renewal fee for a Community Patent must not exceed the level of the corresponding renewal

operating cost. For reasons of legal certainty, all legal actions relating to certain aspects of the

(7) As Community patents are Community titles the Community jurisdiction should have the power
to decide matters affecting their validity. The jurisdictional system of the Community Patent wil

official language. The translations wil be fied with the EPO and the costs borne by the applicant,

into all offcial Community languages except if a Member State renounces the translation into its

technology, the applicant must, at the time of grant of the patent, file a translation of all claims

the European Communities.

subject to appeal under Aricle 230 of the Treaty before the Court of First Instance of the
European Communities and before the Cour of Justice of

Commission should be entrusted with the grant of compulsory licences. Commission decisions are

and provides a translation into one of the EPO languages, the cost of that translation wil be borne

by the system ("mutualisation of costs"). For reasons of legal certinty - in paricular in

connection with actions or claims for damages - non-discrimination and dissemination of patented

(6) Any negative effects of a monopoly created by a Corrunity patent should be prevented through
a system of compulsory licences. The Corrunity Patent Court, or in certain situations the

other EPO languages. However, where the applicant files the application in a non-EPO language

of the EPO as well as, at the time of grant of the patent, a translation of the claims into the two

the applicant has to present a complete application document in one of the three offciallanguages

12219/03

(5

(5b) Renewal fees for Community Patents wil be payable to the European Patent Offce, which wil
keep 50 percent to cover its costs, including the costs of searches carried out by National Patent

throughout the Community in the language in which it was grated under the Munich Convention,

(5) The objective of an affordable Community patent miltates in favour of a patent that is valid

0-

f"

powers to apply any rules on criminal liability and unfair competition provided for under the
Member States' national law.

Once the final judicial system is operational, the Commission shall publish in the Offcial Journal

the Member

languages. At the request of the

paries and with the

12219/03
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actions and claims related to the Community Patents.
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(7d) The Community Patent Cour shall be established at the latest by i Januar 2010. Until then each
Member State shall designate a limited number of national cours to have jurisdiction in the

provided.

interpretation into the language of the proceedings from another offcial EU language should be

official language other than the language of proceedings. In that case translations and

may, in accordance with the rules of procedure, hear paries in person and witnesses in an EU

consent of the CPC, any offcial EU language can be chosen as language of proceedings. The CPC

a Member State there are two or more offcial

State where the defendant is domiciled, or in one of them to be chosen by the defendant, where in

language of

12219/03

OJ L 184, 17.7.1999, p. 23.

HAS ADOPTED TIDS REGULA nON:
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Decision,

(7c) The Community Patent Court wil conduct the proceedings in the offcial

should be adopted in accordance with the regulatory procedure laid down in Article 5 of that

candidates for appointment must have an established high level of legal expertise in patent law.

Technical expert wil assist the judges throughout the handling of the case.

Council Decision 1999/468/EC of28 June 1999 laying down

the procedures for the exercise of implementing powers conferred on the Commission6, they

within the meaning of Aricle 2 of

(10) Since the measures necessar for implementing this Regulation are measures of general scope

necessar for that purose.

itself to the minimum required in order to achieve those objectives and does not go beyond what is

throughout the Community, can be achieved only by the Community. This Regulation confines

Treaty, the objectives of the proposed action, in partcular the creation of a unitar right with effect

(7b) The judges shall be appointed by a unanimous decision of the Council for a fixed term. The

located.

Community Patent Cour may hold hearngs in Member States other than that in which its seat is

be appointed on the basis of their expertse and taking into account their linguistic skills. The

(7a) The seat of the Community Patent Court shall be at the Cour of First Instance. The judges shall

date before the national cours shall continue to be heard by the national courts.

actions and applications initiated after that date, whereas individual actions initiated prior to that

(9) In accordance with the principles of subsidiarty and proportionality as set out in Aricle 5 of the

compensation for damage on the basis of common rules. Those powers are without prejudice to the

disputes for which the Community cours are competent shall be heard by the national courts.

of the European Union the date on which it shall be applicable. The final system shall apply to

(8) The court rllling on infingement and validity should also be able to rule on penalties and

Statute of the Cour of Justice. This judicial system must be in place and operational by Januar

2010 at the latest. Until that time, it is necessar to provide for a transitional period during which

may make a decision in last resort, subject to the conditions provided for in Article 62 of the

;J

,.

Community patent

Article 2

the Community.

12219/03
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Community and may only be granted, transferred, declared invalid or lapse in respect of the whole

1. The Community patent shall have a unitar character. It shall have equal effect throughout the

the Community.

term "application for a Community patent" shall mean an application for a European patent designating

F or the purpose of this Regulation, such patents shall be considered to be Community patents and the

Convention") and to all applications for a European patent in which the Communty is designated.

provisions of the European Patent Convention of 5 October 1973 (hereinafer referred to as the "Munch

the Community granted by the European Patent Office (hereinafer referred to as "the Offce") under the

This Regulation establishes a Community law on patents. This law shall apply to all patents designating

Community patent law

Article 1

provisions of this Regulation shall not exclude the application of the law of Member States with

Application to the sea and submarine areas and to space

Article 3

international law.

territory in which that Member State exercises sovereign rights or jurisdiction in accordance with

This Regulation shall also apply to the sea and submarine areas adjacent to a Member State's

Deleted.

12219/03
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CHAPTER II

States in accordance with international law.
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bodies or on spacecraf which are under the jurisdiction and control of one or more Member

2. This Regulation shall apply to inventions created or used in outer space, including on celestial

1.

4.

3a. Deleted.

the corresponding tenn used in the Munich Convention.

3. Unless otherwise provided for, the terms used in this Regulation shall have the same meaning as

2a. Deleted.s

Regulation.'

which refer to the post-grant phase of European Patents and are. not prescribed by this

regard to criminal liabilty and unfair competition, and the provisions of the Munich Convention,

provisions of this Regulation and to the general principles of Community law. However, the

GENERAL PROVISIONS

2. The Community patent shall have an autonomous character. It shall be subject (...) to the

CHAPTER I

QO

~

SECTION 1

to which the employee is attached.

Article 5

Claiming the right to the Community patent

DGCI

with paragraph 1, claim to be made a joint proprietor,

LK/mg
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Where a person is entitled to only par of the Community patent, that person may, in accordance

remedy which may be open to him, claim to have the patent transferred to him.

and (2), the person entitled to it under that aricle may, without prejudice to any other right or

If the Community patent has been granted to a person who is not entitled to it under Aricle 4(1)

Convention.

the first Community patent application has been published under Aricle 93 of the Munich

date of fiing or, where applicable, the earliest date of priority. This provision shall apply only if

Community patent shall belong to the person whose Community patent application has the earliest

If two or more persons have made an invention independently of each other, the right to the

12219/03

2.

1.

3.

of the State in which the employer has his place ofbusiness

which the employee is mainly employed canot be detenuined, the law to be applied shall be that

accordance with the law of the State in which the employee is mainly employed; if the State in

If the inventor is an employee, the right to the Communty patent shall be detenuIned in

Article 6

the person entitled to the patent in the Register of Community Patents referred to in Article 56.

proceedings referred to in Article 5, licences and other rights shall lapse upon the registration of

Where there is a complete change of proprietorship of a Community patent as a result of legal

Effect of change of proprietorship of the Community patent

thereof shall also be entered.

Patents referred to in Aricle 56. The final decision in the legal proceedings or any withdrawal

The fact that legal proceedings have been instituted shall be entered in the Register of Community

made effective and serious preparations to do so,

Community or made effective and serious preparations to do so,

the proprietor of the

12219/03
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patent or the licensee was acting in bad faith at
the time when he began to use the invention or to make preparations to do so.

3. Paragraph 2 shall not apply if

granted for a reasonable period and upon reasonable tenus.

be made within the period prescribed in the implementing regulations. The licence shall be

new proprietor whose name is entered in the Register of Community Patents. Such request must

he may continue such use provided that he requests a non-exclusive licence ofthe patent from the

terrtory of the

(b) a licensee of the patent has obtained his licence and has used the invention within the

or

(a) the proprietor of the patent has used the invention within the territory of the Community or

2. If, before the institution of legal proceedings has been registered,

1.

4.

was not entitled to the patent.

proprietor of the patent knew, at the time of the grant or of the acquisition of the patent, that he

Right to the Community patent

1. The right to the Community patent shall belong to the inventor or his successor in title.

2.

Legal proceedings in respect of the rights referred to in paragraphs 1 and 2 may be instituted only

within a period of three years after the date on which the Community Patent Bulletin, referred to

in Article 57, publishes the grant of the Community patent. This provision shall not apply if the

3.

Article 4

RIGHT TO THE PATENT

I"
u:

SECTION 2

12219/03

DGCI
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subject-matter of the patent, or importing or stocking the product for these purposes.

EN

13

(c) from offering, putting on the market or using a product obtained directly by a process which is the

the proprietor of the patent, from offering the process for use within the Community;

it is obvious in the circumstances, that the use of the process is prohibited without the consent of

(b) from using the process which is the subj ect-matter of the patent or, when the third par knows, or

the patent, or importing or stocking the product for these puroses;

(a) from making, offering, putting on the market or using the product which is the subject-matter of

prevent all third paries not having his consent

DGCI

(b) acts done for experimenta purposes relating to the subject-matter of

(a) acts done privately and for non-commercial purposes;

12219/03

1.

LK/mg

the patented invention;

Limitation of the effects of the Community patent

Article 9

Deleted

Article 8a

paragraph
parties entitled to exploit the invention within the meaning of

EN

14

Persons performing the acts referred to in Article 9( a) (b) and ( c) shall not be considered to be

third par induces the person supplied to commit acts prohibited by Article 7.

Paragraph i shall not apply when the means are staple commercial products, except when the

The rights conferred by the Community patent shall not extend to:

3.

2.

suitable and intended for putting that invention into effect.

therein, when the third part knows, or it is obvious in the circumstances, that these means are

invention, with means, relating to an essential element of that invention, for putting it into effect

Prohibition of direct use of the invention

Without prejudice to Aricle 24a,9 the Community patent shall confer on its proprietor the right to

D~~.

In addition to the right conferred pursuant to Article 7, the Community patent shall confer on its
proprietor the right to prevent all third paries not having his consent from supplying or offering to

supply within the Community to a person, other than one entitled to exploit the patented

1.

Article 7

APPLICATION

EFFECTS OF THE COMMUITY PATENT AND THE COMMUITY PATENT

Article 8

Prohibition of indirect use of the invention

o

w

Article 9a

defence or national securty. The patentee should be informed as soon as reasonably possible about the

12219/03
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par of or for the purose of commercial reproductive activity;
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See doc, 12049/03, pp. 15-19.
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there are legitimate grounds for the proprietor to oppose fuher commercialisation of the product.

by the holder of the patent or with his consent. Such use includes the provision of the animal or

10

been put on the market in the Community by the proprietor of the patent or with his consent, unless

animals or other animal reproductive material was sold or otherwise commercialised to the farer

other animal reproductive material for the puroses of his agricultural activity, but not the sale as

by that patent which are caried out within the terrtories of the Member States after that product has

(h) the use by a farer of protected livestock for faring puroses, on condition that the breeding

The rights conferred by the Community patent shaH not extend to acts concerning the product covered

Community exhaustion of the rights conferred by the Community patent

by the holder of the patent or with his consent to the farer, for agricultural puroses. The scope

and the detailed methods of this use are laid down in Artcle 14 of Regulation (EC) No. 2100/94;

Article 10

Member State concerned.

patent was used or over the amount of compensation shall be decided by the national court of the

holding, provided that the reproductive vegetable material was sold or otherwise commercialised

(g) the use by a farer of the product of his crop for propagation or multiplication on his own

i 944, where these acts concern the aircraft of a country other than a Member State;

(f) the acts specified in Aricle 27 of the Convention on International Civil Aviation of 7 December

act and be compensated in respect of the act by the govemment concerned. Any dispute as to whether a

may be applied to Community patents, but only to the extent that the use is necessar for essential

States;

when these temporarily or accidentally enter the territory of
Member

Government use12

Any provision in the law of a Member State allowing use of national patents by or for the government

States, provided that the invention is used

other means of transport of non-member States, or of accessories to such aircraft or land vehicles,

vessel;

II

biotechnological inventions.

(e) the use of the patented invention in the construction or operation of aircraft or land vehicles or

there exclusively for the needs ofthe

temporarily or accidentally enter the waters ofMember

body of the vessel, in the machinery, tackle, gear and other accessories, when such vessels

(d) the use on board vessels of countries other than Member States of the patented invention, in the

with a medical prescription nor acts concerning the medicine so prepared;

Directive 98/44/EC on the legal protection of

interoperabiIty;

use or sale of medicinal or phytopharaceutical products protected by patents; 10

(j) the acts allowed pursuant to Arcle 10 of

computer programs by copyrght, in paricular, by its provisions on decompilation and

information in accordance with relevant Community legislation and governing the production,

(c) the extemporaneous preparation for individual cases in a pharacy of a medicine in accordance

(i) the acts allowed pursuant to Aricles 5 and 6 of Directive 91/250/EEC on the legal protection of

(b. i) acts done for puroses which can reasonably be related to the development and presentation of

w
~

..
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language referred to in paragraph 2 shall be an official language of
the

who has used the invention.
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Community.

the burden of proof

provided for in paragraph I shall apply equally where there is

12219/03
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manufacturing and trade secrets shall be taken into account.
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3. In adducing proof to the contrar, the legitimate interests of the defendant in protecting his

actually been used.

Community patent has not been able, despite reasonable effort, to detennine what procedure has

a strong likelihood that the same product was obtained by the process and (...J the holder of the

2. The reversal of

contrar, be deemed to have been obtained by the patented process.

product when produced without the consent of the proprietor shall, in the absence of proof to the

1. If the subject-matter of a Community patent is a process for obtaining a new product, the same

Process patents: burden of proof

Article 13

preparations for use took place.

When reasonable compensation is fixed, due account shall be taken of the good faith of the person

death other than with the user's undertaking or that par of the undertking in which the use or the

The right of the prior user may not be transferred either during the user's lifetime or following his

more than one offcial language, in the language which that person has accepted or designated. 13 14

2.

question or to use the invention as planned during the preparations.

person using the invention has his residence or principal place of business or, where that State has

available to the public and which is in the official language of the Member State in which the

12219/03

14

13

the applicant has either communicated to the person

using the invention or fied with the Offce a trlation of the claims which the Offce has made

Reasonable compensation shall be due only if

date of the application on the basis of which the patent is granted (hereinafter referred to as "the

invention which, after that period, would be prohibited by virte ofthe Community patent.

prior user"); the prior user shall have the right, for business puroses, to continue the use in

preparations for such use before the filing date or, where priority has been claimed, the priority

publication of the mention of the grant of the Community patent, has made any use of the

A Community patent may not be invoked against a person who, in good faith and for business

period between the date of publication of a Community patent application and the date of

1.

Article 12

Right based on prior use of the invention

purposes, had used the invention in the Community or had made effective and serious

Compensation reasonable in the circumstances may be claimed from a third party who, in the

4. The offcial

3.

2.

1.

Article 11

Rights conferred by the Community patent application after publication

rø

W

the

12219/03
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mentioned in order of entry. Where the first subparagraph of paragraph i does not apply to any of

not possible, the first subparagraph of paragraph i shall apply to the joint applicants next

the first subparagraph of paragraph i shall apply to the joint applicant first mentioned. If this is

If two or more persons are mentioned in the Register of Community Patents as joint applicants,

Organisation has its seat.

In all other cases, the Member State referred to shall be that in which the European Patent

(c) Deleted.

(b) where subparagraph (a) does not apply, the applicant had an establishment on that date.

Community patent application;

(a) the applicant for the patent had his residence or place of business on the date of fiing of

Article 56:

Member State in which, according to the Register of Community Patents provided for by

shall be dealt with in its entirety, and for the whole of the Community, as a national patent of the

Unless otheiwise specified in Articles 15 to 24, the Community patent as an object of propert

3. Deleted.

2.

i.

Dealing with the Community patent as a national patent

Article 14

THE COMMUNIY PATENT AS AN OBJECT OF PROPERTY

SECTION 3

Bulletin referred to in Article 57.
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Register of Community Patents referred to in Aricle 56 and published in the Community Patent

At the request of one of the parties, the rights referred to in paragraph i shall be entered in the

subject of rights in rem.

the undertaking, be given as security or be the

Rights in rem

Article 16

the transfer on the date on which the rights were acquired.

The Community patent may, independently of

transfer but who knew of

entered, shall have effect vis-à-vis third parties who have acquired rights after the date of the

Register of Community Patents referred to in Article 56. Nevertheless, a transfer, before it is so

regulations referred to in Aricle 59, have effect vis-à-vis third parties only after entr in the

A transfer shall, to the extent to which it is verified by the documents set out in the implementing

transfer.

Subject to Article 6(1), a transfer shall not affect rights acquired by third paries before the date of

transfer shall be registered in the Register of Community Patents.

the paries to the contract, except when it is a result of a judgement; otheiwise it shall be void. The

The transfer of the Community patent shall be made in writing and shall require the signature of

12219/03

2.

i.

3.

2.

i.

Transfer

Article 15

w

IJ

The Community patent may be levied in execution.

Article 18

Community. A licence may be exclusive or non-exclusive.

The Community patent may be licensed in whole or in par for the whole or par of the

12219/03

any restriction in the licensing contract.
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2. The rights conferred by the Community patent may be invoked against a licensee who breaches

1.

Contractual licensing

Article 19

referred to in Aricle 56 and published in the Community Patent Bulletin referred to in Aricle 57,

national authority an entiy to this effect shall be made in the Register of Community Patents

3. Where a Community patent is involved in insolvency proceedings, on request of the competent

the joint proprietor.

2. In the case of joint proprietorship of a Community patent, paragraph i shall apply to the share of

situated.

opened in the Member State within the territoiy of which the centre of a debtor's main interests is

i. The only insolvency proceedings in which a Community patent may be involved shall be those

Insolvency proceedings

Patent Bulletin referred to in Aricle 57.

Community Patents referred to in Aricle 56 of this Regulation and published in the Community

2. At the request of one of the parties, the levy of execution shall be entered in the Register of

1.

Article 17

Levy of execution

the patent as a

communication by

contractual

licence.
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obtained under the term of this Article shall, for the purposes of this Regulation, be treated as a

the conditions laid down in the implementing regulations referred to in Aricle 59. A licence

On the basis of the statement, any person shall be entitled to use the invention as a licensee under

Community Patents or a request for the recording of such a licence is before the Offce.

The statement may not be fied while an exclusive licence is recorded in the Register of

above period.

after withdrawal; Artcle 25(2) shall apply, but the six-month period shall star upon expiiy of the

the Offce. The amount by which the renewal fees were reduced shall be paid within one month

the invention. Such withdrawal shall take effect crom the date ofreceipt of that

Office, provided that no-one has yet informed the proprietor of the patent of his intention to use

The statement may be withdrawn at any time by a written communication to this effect to the

of entt of the name of the person entitled to the patent in the Register of Community Patents.

result of legal proceedings under Aricle 5, the statement shall be deemed withdrawn on the date

fees referred to in Aricle 60. Where there is a complete change of proprietorship of

ofthe statement shall be reduced; the amount of the reduction shall be fixed in the rules relating to

compensation. In that case, the renewal fees for the Community patent which fall due after receipt

prepared to allow any person to use the invention as a licensee in retur for appropriate

The proprietor of a Community patent may fie a written statement with the Offce that he is

Licences of right

Article 20

Article 15(2) and (3) shall apply to the grant or transfer of a licence in respect of a Community
patent.

12219/03

4.

3.

2.

1.

3.

~

Lù

the right holder only in the situations set out in paragraphs 3 and 3a.

inaction. In deternning the lack or insuffciency of exploitation ofthe patent, no distinction shall

operation.

See doc. 12049/03, pp, 20-25.
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apply:

the patented invention or protected plant variety.

~.

specify the type of use covered and the conditions to be met. The following conditions shall

a situation. In the case of a compulsory licence in respect of a dependent patent or plant varety

right, the owner of the first patent shall be entitled to a cross-licence on reasonable terms to use

When granting the compulsory licence under Article 21, the authority granting the licence shall

Conditions applicable to compulsory licences

of considerable economic significance in relation to the invention claimed in the first patent. The

Community Patent Court may take any measure it regards as usefu to verify the existence of such

Article 22

variety claimed in the second patent or plant varety right involves an important technical advance

1.

transitional provisions required for the period before the Community Patent Cour comes into

right who cannot use his patent (second patent) or his national or Community plant variety right

without infinging a Community patent (first patent), provided that the invention or new plant

in this Article shall be laid down in the implementing regulation, which shall include any

On request, the Community Patent Court may grant a compulsory licence in respect of a first

patent to the proprietor of a national or Community patent or to the proprietor of a plant variety

The detailed rules of application and the procedures to be used for applying the principles set out

out in paragraphs 3 and 3a. In these situations, the right holder shall be informed as soon as
reasonably possible.

effective and serious preparations to do so, unless he provides legitimate reasons to justify his

6.

However, the authority granting the licence may derogate from this condition in the situations set

proprietor has not exploited the patent in the Community on reasonable terms or has not made

be made between products originating within the Community and imported products.

and conditions, and if such efforts have not been successful within a reasonable period of time.

patent application was fied and three years or later after the patent was granted if the patent

A licence or exploitation set out in paragraphs I, 2 and 3 may be granted only ifthe proposed user

of

In the case of semi-conductor technology, exploitation shall be possible without the authorisation

has made efforts to obtain authorisation from the patent holder on reasonable commercial terms

5.

4.

patent.

Commission or the Community Patent Cour may authorize the exploitation of a Community

3a. In times of crisis or in other situations of extreme urgency, at the request of a Member State, the

ofa Community patent.

anti-competitive, the Commission or the Community Patent Court may authorise the exploitation

3. When it is necessar to remedy a practice determined after judicial or administrative process to be

exploitation of a Community patent to any person filing an application four years or later after the

The Community Patent Cour may grant a compulsory licence for lack or insuffciency of

Grant of compulsory licencesls 16

Article 21

The Member States may not grant licences of right in respect of a Community patent.

admissible after the statement has been filed, unless it is withdrawn or deemed withdrawn.

No request for recording an exclusive licence in the Register of Community Patents shall be

become known which render the compensation determined obviously inappropriate.

appropriate compensation referred to in paragraph I or review it if circumstances have arisen or

On written request by one of the paries, the Community Patent Court shall determine the

12219/03

16

15

2.

i.

7.

6.

5.

""

w

the authorisation and any need to correct an anti-competitive practice;

the assignment of the second patent or plant variety right.

the exploitation authorised in respect of the first patent shall be non-assignable except with

(g) in the case of a compulsory licence in respect of a dependent patent or a plant variety right,

economic value of

(f) the licence holder shall pay the right holder adequate remuneration, taking into account the

recur;

12219/03
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paragraph i shall continue to be effective with regard to the Community patent granted upon that

12219/03

18

2.

include references to the European Patent Register provided for by the Munich Convention.

Community patent, whereby it is understood that all references to the Community Patent Register

Articles 9a,18 14 to 19 and Article 21(3) to (6), and Aricle 22 shall apply to the application for a

Article 24

other universal succession.

concerning the Community patent by way of transfer of the whole of the undertaking or by any

Paragraph 1 shall not apply in the case of a person who acquires the Community patent or a right

on which the rights were acquired.

acquired rights concernng the patent after the date of that act but who knew of the act at the date

Neverteless, such an act, before it is so entered, shall have effect vis-à-vis third parties who have

The application for a Community patent as an object of property

2. The Member States may not grant compulsory licences in respect of a Community patent other

17

Legal acts referred to in Articles 16 to 22 concerning a Community patent shall have effects vis-à-

vis third paries in all the Member States only after entry in the Register of Community Patents.

authorised, if and when the circumstances which led to it cease to exist and are unlikely to

i.

2.

i.

Article 23

Effects vis-à-vis third parties

authorisation, subject to adequate protection of the legitimate interests of the persons so

(e) the authority granting the licence may, on reasoned request, decide to cancel the

administrative process to be anti-competitive;

the Community unless it is necessary to correct a practice detennined after judicial or

(d) the exploitation shall be authorised predominantly for the supply of the internal market of

which enjoys such use;

(c) the exploitation shall be non-assignable, except with that par of the enterprise or goodwil

(b) the exploitation shall be non-exclusive;

authorised;

(a) the scope and duration of the exploitation shall be limited to the purose for which it was

t.
~

in the event of the translation conferring narower protection than the one conferred by the

the European Union.

conferred by that patent as rrom the date of publication of the notice of granting of the patent.

conditions specified by the implementing rules, the holder of the patent may exploit the rights

and deposited at the Offce within a maximum of two years of the granting of the patent, under

required for the granting of the patent under the provision of the Munich Convention are produced

19
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paragraph 3 of that Article, the Community patent shall be deemed to be void ab initio.
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Where the proprietor of a patent has filed a translation according to Aricle 58, paragraphs 2 to 4

in the course of his business or for the needs thereof without payment.

patent in the original translation may, after the corrected translation takes effect, continue such use

preparations for using an invention the use of which would not constitute infrngement of the

Any person who, in that State, in good faith is using or has made effective and serious

patent. Such corrected translation shall not have any legal effect until published by the Offce.

The applicant for or the proprietor or a patent may, at any time, file a corrected translation of the

12219/03

22

21

22

5.

4.

3.

inrringement was committed shall be regarded as authentic text of the application or of the patent
application or the patent in the language ofthe proceedings.

Munich Convention, into an offcial language of the Member State in which the act of

communicated to the Commission in a statement, which it shall publish in the Offcial Journal of

4 (new). If the translations provided for in Article 24a are not deposited by the deadline laid down in

20

the actions and proceedings referred to in Aricles i 1,33 to 36 and

44, the translation of the claims, as provided for in Articles Ii and 24a and Article i 4 of the

2. However, for the puroses of

provided for in Article 70, paragraphs i and 2 of the Munich Convention.

1. The authentic text of a Community patent application or a Community patent shall be the text

The decision of the Member State referred to in paragraph I to dispense with a translation must be

available to the public.

into its language. The translations shall be deposited with the Offce, which shall make them

offcial languages of the Community, unless a Member State agrees to dispense with a translation

When the patent is granted, the applicant must submit a translation of all the claims into all the

(Article 24 c

Authentic text of a Community patent application or of a Community patent21

Article 24a

States.

Community Patent to be converted into a European Patent desi!!natin!! one or more Member

The holder of the Datent mav. within the time limit laid down in Article 24a(3). oot for the

Compulsory translations of the Community patent19

3. For the puroses of paragraph i, if the translations into Community languages other than those

2.

1.

CHAPTER ITa

COMPULSORY TRASLA nONS OF THE COMMITY PATENT

2.

--

w

that date, provided that an additional fee is paid at the same time.

charged in this case.

Surrender

Article 26

validly paid if it is paid within the period mentioned in paragraph 2. No additional fee shall be

publication of the mention of the grant of the Community patent shall be deemed to have been

Any renewal fee in respect of a Community patent fallng due within two months after the

within six months of

When a renewal fee has not been paid on or before the due date, the fee may be validly paid

mentions the grant of the Community patent.

the years following the year in which the Community Patent Bulletin referred to in Article 57

with the implementing regulations referred to in Artcle 60. These fees shall be due in respect of

Annual renewal fees in respect of Community patents shall be paid to the Offce in accordance

12219/03
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2. Surender must be declared in wrting to the Office by the proprietor of the patent. It shall not

1. The Community patent may be surrendered only in its entirety.

3.

2.

1.

Renewal fees

Article 25

1.

patent surrenders it in accordance with Article 26;

a renewal fee and any additional fee have not been paid in due time.

the proprietor ofthe

the application;

the Munich Convention.

DGCI
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The Offce shall record the lapse of the Community patent in accordance with the provisions of

shall be deemed to have occured on the date on which the renewal fee was due.

The lapse of a patent for failure to pay a renewal fee and any additional fee within the due period

12219/03

3.

2.

(c) if

(b) if

(a) 20 years after the date of fiing of

The Community patent shall lapse:

Lapse

Article 27

laid down in the implementing regulations referred to in Article 59, and in accordance with the

RENEWAL AND LAPSE
provisions ofthe Munich Convention.

infonned the licensee of his intention to surrender; this entry shall be made on expiry of the period

SECTION 1

surender shall be entered only if the proprietor of the patent proves that he has previously

in the Register pursuant to Aricle 5(4), first sentence. If a licence is recorded in the Register,

RENEWAL, LAPSE AND INALIDITY OF THE COMMNITY PATENT

Surrender shall be entered in the Register of Community Patents only with the agreement of any
third pary who has a right in rem recorded in the Register or in respect of whom there is an entry

3.

CHAPTER il

()

w

SECTION 2

Grounds for invalidity

Article 28

!NV ALIDITY AND LIMT A TION OF THE COMMUNTY PATENT

of that right.

the loss of the right referred to in paragraph i and the publication of notification of the restoration

exploit in the Community an invention covered by a Community patent during the period between

pary who, acting in good faith, began to exploit, or to make effective and serious preparations to

Where the holder of a patent has his rights restored, he may not invoke his rights vis-à-vis a third

restitutio in integrm laid down in the Munich Convention shall apply.

this Regulation, in the loss of a right or of an avenue of appeal to the Office. The processes of

rights restored if the failure to meet the deadline directly resulted, by virtue of the provisions of

care under the circumstances, was unable to meet an Offce deadline, shall, on request, have his

The holder of a Community patent who, despite being able to demonstrate that he took all due

12219/03
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(b) the patent does not disclose the invention in a maner suffciently clear and complete for it

Munich Convention;

(a) the subject-matter of the patent is not patentable according to Articles 52 to 57 of the

i. The Community patent may be declared invalid only on the grounds that:

2.

1.

Article 27a

Restitutio in integrum

with a fiing date or priority date before that date.23

later or, where priority has been claimed, the date of priority of the Community patent, but

p~.
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Community patent, the holder of the patent shall be entitled to limit the patent by modifying the

In the processes before the cours referred to in Article 30 concerning the validity of the

amendment to the claims.

form of a corresponding limitation of the patent. The limitation may be effected in the form of an

If the grounds for invalidity affect the patent only partially, invalidity shall be pronounced in the

12219/03

23

3.

2.

the patent is not new having regard to the content of a national patent

application or of a national patent made public in a Member State on the date of filing or

(f) the subject-matter of

(e) the proprietor of the patent is not entitled under Article 4( i) and (2) of this Regulation;

(d) the protection conferred by the patent has been extended;

application as fied;

accordance with Artcle 61 of the Munich Convention, beyond the content of the earlier

or, if the patent was granted on a divisional application or on a new application fied in

( c) the subject-matter of the patent extends beyond the content of the patent application as fied,

~

LL

res judicata and been

Request for limitation

Article 29a

sums paid under the relevant contract may be claimed on grounds of equity.

(b) any contract concluded prior to the invalidity decision, in so far as it has been pedormed
before that decision. However, repayment, to an extent justified by the circumstances, of

enforced prior to the invalidity decision;

(a) any decision on infrngement which has acquired the authority of

The retroactive effect ofthe invalidity ofthe patent shall not affect:

this Regulation, to the extent that the patent has been declared invalid either in whole or in part.

The Community patent shall be deemed not to have had, fiom the outset, the effects specified in

12219/03
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to the request for limitation shall apply.
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the Munich Convention relating

or claims for damages or provisional

Cour of

12219/03
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26
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24

the Treaty, they

First Instance.
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shall be brought in the first instance before the Community Patent Court and, on appeal, before the

case of Aricle 9a. In accordance with the decision taken pursuant to Aricle 225a of

in paragraph i shall come under the exclusive jursdiction of the Cour of Justice, 27except in the

Community patent, adopted pursuant to Article 229a ofthe Treaty, the actions and claims referred to

2. In accordance with the decision giving the Cour of Justice jurisdiction for matters relating to the

or protective measures or requests for the determination of compensation.

compulsory licence.26 It may also be the subject of proceedings

a counterclaim for a declaration of invalidity or of a petition for the grant or revocation of a

the invention prior to the granting of the patent or to the right based on prior use of the patent, or of

proceedings, of action for a declaration of non-infngement, of proceedings relating to the use of

I. The Community patent may be the subject of invalidity or of present or threatened25 _infringement

Justice

Actions and claims relating to the Community patent - Exclusive jurisdiction of the Court of

Article 30

THE USE OF THE !NVENTION

ACTIONS CONCERNG THE VALIDITY AND !NFRINGEMENT OF THE PATENT AND

SECTION 1

COMMUNITY PA TENT24

JURISDICTION AN PROCEDURE !N LEGAL ACTIONS RELATING TO THE

Effects of invalidity

At the request of the holder of a patent, lodged with the Offce, the Community patent may be subject to

2.

1.

CHAPTER IV

Article 29

~
0.

until a decision ofthe Board of Appeal of the Offce is issued.

paries, until a decision of the Opposition Division of the Offce is issued, or in the case of appeal,

~.
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2. If the counterclaim is brought in a legal action to which the proprietor of the patent is not already

invalidity set out in Aricle 28(1).

Counterclaims for invalidity against a Community patent may be based only on the grounds for

Counterclaim for invalidiiy8

Article 32

4. The proceedings may be brought even if the Community patent has lapsed.

1.

its own

motion, after hearing the pares, or at the request of one of the paries, and after hearing the other

are pending before the Offce. The Community Patent Cour shall stay proceedings, either of

;J The proceedings may be brought even if opposition may still be fied or if opposition proceedings

Arcle 5 acting jointly.

of the patent, or by all the persons entitled to be entered as joint proprietors of it in accordance with

only by a person entitled to be entered in the Register of Community Patents as the sole proprietor

proceedings; however, in the case referred to in Aricle 28(1)( e), the proceedings may be initiated

2. Any person or the Commission acting in the Community's interest may initiate invalidity

set out in Article 28(1).

IQ~.
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making effective preparations to exercise or envisaging exercising does not affect the rights

licence in order to apply for a decision that the economic activity he is exercising or exercised, or

Any person may bring proceedings against the patent proprietor or the beneficiar of an exclusive

12219/03

29

2.

1.

Action for declaration of non-infringement

Article 34

entitled to intervene in infingement proceedings brought by the proprietor under paragraph 2.

4. A licensee shall, for the purose of obtaining compensation for damage suffered by him, be

the licensee under paragraph 2.

3. The proprietor of the patent shall be entitled to intervene in inftingement proceedings brought by

inftingement proceedings.29

proceedings if the proprietor of the patent, afer formal notice, does not himself bring

exclusive licence and the beneficiar of a licence of right or a compulsory licence may bring such

inftingement only if the patent proprietor consents thereto. However, the beneficiar of an

stipulated in the contract, the beneficiary of a contractual licence may bring proceedings for

2. Only the proprietor of the patent may bring an action for infringement. Unless otherwise

1. Actions for inftingement may be based only on facts referred to in Articles 7, 8 and 19.

Invalidity action

1. Invalidity proceedings against a Community patent may be based only on the grounds for invalidity

Article 33

Infringement action

Article 31

oo

~

territory, zone or space to which this Regulation applies.

Article 36

Proceedings relating to a right based on prior use of the invention

has been published.

The Cour may not decide on the merits of a case until notification of the granting of the patent
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the Cour of Justice.

LK/mg

The Commssion's right to act shall be regulated in the rules of procedure of
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1. Deleted.

Commission's capacity to act

Article 40

Deleted

Articles 37- 38 - 39

2 of that Aricle, with a view to establishing his right to use the invention in question.

brought by the prior user or the person to whom he has assigned his right in accordance wi th paragraph

Article 43
PenaIties30
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the protected invention into effect and which have been supplied or offered for supply under the

(c) an order to confiscate the goods, materials and implements which constitute the means for putting

(b) an order to confiscate the products resulting from the infringement;

(a) an order prohibiting the defendant from continuing with the acts which infringed the patent;

the defendant has infringed a Community patent, they may issue the following orders:

Where the Community cours referred to in Article 30, in proceedings referred to in Article 33, find that

the alleged infringement.

including goods imported immediately after customs clearance, and measures to safeguard evidence of

paricular, to prevent the introduction in the Community's trade channels of allegedly inrringing goods,

example, include measures to prevent acts of infringement of the right granted by the patent and, in

may be necessar in accordance with their Statutes or Rules of Procedure. These measures may, for

The Community courts referred to in Article 30 may adopt any provisional or protective measure, which

Provisional or protective measures

Article 42

have jursdiction in respect of acts committed and activities undertaken in a part or in the entirety of the

licence as well as the beneficiar of a licence of right or of a compulsory licence may bring such

proceedings ifthe proprietor, after formal notice, does not himself bring proceedings.

In the proceedings referred to in Aricles 33 to 36, the Community courts referred to in Article 30 shall

Proceedings relating to the use of the invention during the period referred to in Artcle Ii (I) may

be brought by the applicant or proprietor of the patent. However, the beneficiar of an exclusive

Proceedings relating to use of the invention prior to the grant of the patent

Proceedings relating to the right based on prior use of the patent referred to in Aricle 12(1) may be

2.

1.

Article 41

Extent of jurisdiction

Article 35

f"

.s

Article 45

Period of limitation

languages that he knows.

languages of the Community, the infinger shall be entitled to notification in one of

those offcial

also offcial

Where the Member State referred to in paragraph 3 has two or more offcial languages which are

infinger.38
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language of the Member State of residence or principal place of business of the alleged

period from the time when he is notified of a translation of the patent claims in the offcial

infringing the patent. In such a situation, damages for infingement shall be due only for the

presumed37 not to have known nor to have had reasonable grounds for knowing that he was

patent claims has been made public in accordance with Article 24a or Aricle 58, is

Community, is not the language in which the patent was granted or in which a translation of the

business in a Member State whose offcial language, which is also an offcial language of the

For the purposes of paragraph 2, an alleged infringer who has his residence or principal place of

of the pares?3 34 3S The damages shall not be punitive. 36

iø~mm.
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patents which do not come within the exclusive jurisdiction ofthe Cour of Justice under this Regulation

The national courts of the Member States shall have jursdiction in actions relating to Community

Jurisdiction of national courts

Article 46

COMMUNITY PATENT

JURSDICTION AND PROCEDURE !N OTHER ACTIONS RELATING TO THE

SECTION 2

after ten years have elapsed from the infringement.39

well as the undeserved profits made by the infinger and the behaviour and the good or bad faith

became aware of facts justifying proceedings or should have become aware of them and in any case

relevant aspects, such as the economic consequences to the injured par of the infringement, as

this section shall be bared after five years have elapsed from the date on which the requesting pary

Proceedings relating to use, to the right based on prior use, to infringement and to damages referred to in

4.

In determining the appropriate compensation and damages, the cours shall take into account all

to 36.

compensation for the use and/or for the damage underlying the actions referred to in Aricles32 31

The Community court referred to in Aricle 30 shall have the power to order the payment of

12219/03
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37

36

3S

34

33

32

31

3.

2.

1.

Actions or claims for compensation or damages3!

Article 44

compliance with the orders referred to in (a), (b) and (c).

(d) any order imposing other measures adapted to the circumstances and suitable for guaranteeing

..lJ

relating to the levy of execution on a Community patent.

of the Member State determined under Article 14 shall have exclusive jursdiction in proceedings

By way of derogation from the provisions applicable under Article 47, the cours and authorities

Actions relating to the levy of execution on the Community patent

OJ C 27, 26.1.998, p. 3.
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A national cour hearing an action or application referred to in Article 30 shall declare of its own

12219/03

41

1.

Obligations ofthe national court

Article 51

European patent anexed to the Munich Convention shall apply.

have jurisdiction under paragraph i.

Article 49

extent that the right to obtain the patent is claimed. In this situation, the Protocol on the

jurisdiction, recognition and enforcement of judgments in respect of the right to the grant of a

arisen or if it allows the employee to bring proceedings in cours other than those which would

3. The provisions of this Section shall apply to actions relating to patent applications, save to the

which the European Patent Organisation has its seat.

and 48 and paragraph i of this Aricle may be heard before the court of the Member State in

2. Actions relating to the Community patent for which no court has jurisdiction under Articles 47

relating to national patents granted in that State.

jurisdiction which would have jursdiction ratione loci and ratione materiae in the case of actions

1. Within the Member State whose courts have jurisdiction under Aricle 47, those courts shall have

Any agreement conferring jurisdiction shall be valid only if it is entered into afer the dispute has

employer and an employee are in dispute.

4(2) shall have exclusive jurisdiction in proceedings relating to the right to a patent over which an

State under whose law the right to a Community patent is determined in accordance with Article

By way of derogation from the provisions applicable under Aricle 47, the cour of the Member

2. (new) Levy of execution of decisions taken by the Community Patent Cour shall be governed by

1.

2.

1.

Proceedings relating to the right to a patent between an employer and an employee

Article 48

Supplementary provisions on jurisdiction

Execution", shall apply to actions brought before the national cours and to decisions given in respect of

such actions.

Article 5 0

referred to Articles 42 and the following Articles of the Regulation.

shall apply to final decisions as well as to decisions adopting provisional or protective measures

3. (new) Except for cases where Artcle 256 ofthe Treaty is applicable, the provision in paragraph 2

Brussels on 27 September 19684°, referred to hereafer as "the Convention on Jurisdiction and

Convention on Jurisdiction and Enforcement of Judgments in Civil and Commercial Matters, signed at

Unless otherwise specified in this Regulation, Regulation (EC) No 44/2001 or, where applicable,_the

Application of provisions on international jurisdiction and enforcement

Article 47

..

-4

res

judicata.

Applicable law of procedure

Article 52

brought within the prescribed period, the proceedings before the national court shall continue.

paries to bring such proceedings within a period prescribed by it. If such proceedings are not

yet been brought before the Community cour. In the latter case, the national cour shall invite the

the request of one of the paries, and after hearing the other paries, where proceedings have not

application referred to in Article 30 has been brought before the Community Patent Court, or at

stayed either by the cour of its own motion, after hearng the paries, where an action or

application referred to in Aricle 30 to be a prior condition for its judgment. Proceedings shall be

referred to in Aricle 30 shall stay the proceedings if it considers a decision on an action or

A national cour hearing an action or claim relating to a Community patent other than the actions

Community Patent Court in a decision which has the authority of

referred to in Article 30 shall treat the patent as valid uness it has been declared invalid by the

A national cour hearing an action or claim relating to a Community patent other than the actions

12219/03
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governng the same tye of action relating to a national patent in the Member State in which it is

Unless otherwise provided in this Regulation, a national cour shall apply the rues of procedure

3.

2.

Notwithstanding the provisions of Section i of this Chapter, and until the system of Community

the provisions of this Section.

competence to hear the legal actions referred to in Section i of this Chapter shall be governed by

jurisdiction referred to in Aricle 30 has been put into place, by i Januar 2010 at the latest,

12219/03
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actions referred to in Section i of this Chapter and begun prior to that date shall be brought before

shall be published by the Commssion in the Offcial Joural of the European Union. Legal

2. The date on which the Community cours referred to in Article 30 shall commence their activities

1.

Legal jurisdiction during the transitional period

Article 53a

ACTIONS RELATING TO VALIDITY AND INFRIGEMENT OF THE PATENT AND TO
TRANSITIONAL PERIOD
THE USE OF THE INENTION DURIG THE

SECTION 4

declared invalid or be invalidated in arbitration proceedings.

to the national arbitration rules of the Member States. However, a Community patent may not be

The provisions of this Chapter relating to jurisdiction and judicial procedure shall be without prejudice

Arbitration

Article 53

ARBITRATION

SECTION 3

"\

~

of

Application of

Article 53c

jurisdiction and enforcement

during the transitional period

provisions on international

the Member State in question.

competence to decide on the action or application if the procedure had concerned a national patent

before the cour of that Member State which would have had terrtorial jurisdiction and

cour of that Member State have jursdiction pursuant to Aricle 53c and 53d, shall be brought

any procedure resulting from an action or application referred to in Aricle 30 and for which the

Until such time as a Member State has communicated the information referred to in paragraph 2,

the Commission and shall be published in the Offcial Joural ofthe European Union.

The information referred to in paragraphs 2 and 3 shall be communicated to the Member States by

the Member State concerned without delay.

names or territorial jurisdiction of the said court shal1 be communicated to the Commission by

Any change occurring after the communication referred to in paragraph 2 relating to the number,

list of the national cour, indicating their names and their terrtorial jurisdiction.

Each Member State shal1 communicat~ to the Commission, by 31 December 2005 at the latest, a

assigned to them by this Section.

of the Convention on Jurisdiction and Execution applicable pursuant to Article 53c, international

12219/03
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where applicable, the Convention on Jursdiction and Execution shal1 be applicable to actions
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different Member State.42
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Jurisdiction and Execution shall be applicable if the defendant appears before a court of a

Article 24 of Regulation (EC) 44/200 i or, where applicable, Article i 8 of the Convention on

12219/03

42

e)

Member State is competent.

Jurisdiction and Execution shal1 be applicable if the parties agree that a court in a different

d) Article 23 of Regulation (EC) 44/200 i or, where applicable, Article 17 of the Convention on

has its seat.

shall be brought before the court of the Member State in which the European Patent Organisation

c) If neither the defendant nor the applicant is domiciled or has an establishment, these proceedings

which he has an establishment.

applicant is domiciled or, if he is not domiciled in any Member State, of the Member State in

these proceedings shall be brought before the cour of the Member State in whose territory the

b) If the defendant neither is domiciled nor has an establishment in the territory of a Member State,

he has an establishment.

is domiciled or, if he is not domiciled in a Member State, of the Member State in whose territory

a) The action shal1 be brought before the cours of the Member State in whose terrtory the defendant

Regulation shall be determined exclusively in accordance with the fol1owing rules:

jurisdiction in proceedings resulting from the actions and applications referred to in Aricle 30 of this

Notwithstanding the provisions of the Regulation (EC) No 44/200 i or, where applicable, the provisions

instance and of second instance, which shal1 be entrsted with the task of performing

the functions

Each Member State shal1 designate the smal1est possible number of national cours of first

Jurisdiction during the transitional period

Save where this Regulation provides otherwise, the provisions of the Regulation (EC) No 44/200 i or,

5.

4.

3.

2.

1.

Article 53d

International jurisdiction during the transitional period

Article 53b

~
0.

infringement was committed.

3.

Regulation in all the Member States (according to the

Regulation.

Regulation.

Save where this Regulation provides otherwise, the court shall apply the rules of procedure

outside the scope of this

The court shall apply its national laws, including its international private law, to all matters falling

The courts shall apply the provisions of this

Applicable law during the transitional period

Arricle 53h

the Regulation (EC) No 44/2001 or, where applicable, the Convention on Jurisdiction and

_:
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Community patent could be declared invalid on grounds of a national right previously granted to the

than by a counterclaim shall be admissible to the extent that the defendant can demonstrate the

declaration of invalidity. Nevertheless, a plea for the invalidity of the Community patent entered other

the Member State in whose territory that cour is located.

~.
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3. Decisions of the cours of second instance shall be governed by national provisions on fuer

determined by the national law of

2. The conditions under which an appeal may be brought before a court of second instance shall be

be subject to appeal before the cours of second instance.

1. Decisions of the cour resulting from the actions and applications referred to in this Section shall

Jurisdiction in the second instance - further appeal - during the transitional period45

Article 53i

applicable to the same type of procedure relating to national patents in the territory in which that

Presumption of validity - defence on the merits

Article 53!

2.

1.

Execution).

provisions of

this
produce the effects referred to in Article 29 of

Where a court decision to the effect that a Community patent is invalid has become enforceable, it shall

cour is located.

44

Article 53g

Effects of a decision on invalidity dnring the transitional period

consider the Community patent to be valid. Validity may only be contested by a counterclaim for a

is located.

on the facts of an infringement committed in the territory of the Member State in which the court

A court whose jursdiction is founded on Aricle 53d, point f), shall be competent to decide only

on the facts of an infringement commtted in the terrtory of any Member State.

A cour whose jurisdiction is founded on Aricle 53d, points a) to e), shall be competent to decide

Extent of jurisdiction during the transitional period

Arricle 53e

before the courts ofthe Member State in whose terrtory the act of

Regulation, except actions and applications for a declaration of invalidity, may also be brought

The proceedings resulting from the actions and applications referred to in Aricle 30 of this

In proceedings resulting from actions against infrngement of a Community patent, the cour shall

2.

1.

43

f)

~~

the loss of effect shall apply from the outset.

determined to have been lost in whole or, where appropriate, in par. It may also prescribe that

Each Member State may prescribe the procedure whereby the effect of the national patent is

paragraph 1.

The subsequent lapse or invalidity of the Community patent shall not affect the provisions of

point (a) or (b), as the case may be.

(c) the national patent is granted, where this date is subsequent to the date referred to in

or

patent;

(b) the opposition proceedings are concluded with a decision to maintain the Community

patent has expired without any opposition being fied;
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national patent or national patent application shall exist prior to the date applicable under

paragraph 1.

Article 58

'.'C. '. "~ '

.'
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of such translations. Those translations shaH be made available to the Dublic bv the National Patent

such translations to the Offce. The Re!.ister of Community Patents shaH contain a mention of the fiin!.

Member State if that Member State's law so Dermits. National Patent Offces shaH transmit a CODV of

Community. Such translations may be fied with the Offce or with a National Patent Offce of a

several or all of the offcial lan!.ua!.es of the Member States which are offcial lan!.ua!.es of the

The proprietor of the patent shall have the oDtion of Droducin!. and filin!. a translation of his Datent in

Optional translations

Regulation or by the implementing regulation.

Register of Community Patents, as wen as other pariculars whose publication is prescribed by this

The Office shaH periodicaHy publish a Community Patent Bulletin. It shaH contain entries made in the

Community Patent BuHetin

Article 57

registration is provided for by this Regulation. The Register shaH be open to public inspection.

as the Community patent, from the date on which:

(a) the period for filing an opposition to the decision of the Offce to grant a Community

The Office shall keep a Register of Community Patents, which shall contain those particulars whose

patent shall be ineffective to the extent that it covers the same invention for the same territory46

that national

Community patent has been granted to the same inventor or to his successor in title with the

same date of filing, or, if
priority has been claimed, with the same date of priority,

Article 56

Register of Community Patents

Where a national patent granted in a Member State relates to an invention for which a

Prohibition of simultaneous protection

4. Simultaneous protection by a Community patent or Community patent application and a

3.

2.

1.

CHAPTER VI
FINAL PROVISIONS

Deleted.

Article 54

IMPACT ON NATIONAL LAW

CHAPTER V

Article 55

"'
co

to curent figures.

activities. On the basis of these criteria the Member States' share shall be adjusted periodically

should also be applied where Member States have a disproportionately low level of patent

addition, considering the role to be played by National Patent Offces, a balancing factor

relevant criteria. Such criteria should reflect patent activities and the size of the market. In

rules relating to fees. The distribution key wil be based on a basket of fair, equitable and

propert offces of the Member States in accordance with a distribution key mentioned in the

Fifty per cent of the income from renewal fees shall be distrbuted among the central industrial

amounts ofthe fees and the ways in which they are to be paid.

The rules relating to fees shall determine the anual renewal fees, including additional fees, the

12219/03
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referred to in Aricle 61 (2). However, the distribution key referred to in paragraph i a shall be

2. The rules relating to fees shall be adopted and amended in accordance with the procedure

la.

1.

Rules relating to fees

Article 60

The implementing regulation shall be adopted and amended in accordance with the procedure laid

2.

down in Article 61 (2).

The rules implementing this Regulation shall be adopted in an implementing regulation.

1.

Regulation on the Community patent, composed of

Decision i

999/468ÆC shall be three months.

the Community patent system. The

12219/03
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incured by inventors. Subsequent report on the operation of the Community patent system shall be

assessment shall cover quality and consistency, the deadlines required for decisions, and the costs

Commission shall present to the Council a report on the operation of

Five years from the date on which the first patent designating the Community is granted, the

Report on the implementation of this Regulation

Article 62

Decision i

999/468ÆC shall apply, in compliance with Aricle 7 thereof.

Where reference is made to this paragraph, the regulatory procedure laid down in Article 5 of

representatives of the Member States and chaired by the representative of the Commission.

the rules for the implementation of the

The Commission shall be assisted by a committee, the Committee for issues relating to fees and to

3. The period provided for in Aricle 5(6) of

2.

1.

Article 61
Establishment of a committee and procedure for the adoption of the implementing regulations

Article 59

Implementing regulation

Uo

~

Article 63

the European Union.

~.
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Commission Decision in accordance with the procedure referred to in Article 6 I (2).48

EN

53

2. Applications for a Community patent may be fied with the Office from the date laid down in a

Offcial Journal of

1. This Regulation shall enter into force on the sixtieth day following that of its publication in the

Entry into force

Progress Report on the Community Patent
(Council nO 12445/03 of 12 September 2003)

.
COUNCIL OF
THE EUROPEAN UNION

Brussels, 12 September 2003

12445/03
I'~'
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Interinstitutional File:
2000/0177 (CNS)

PIS1

REPORT
Presidency
Permanent Representatives Committee (Par 1) / Council
No. prevo doc. : 12219/03 PI
77
No. Cion prop. : 10876/00 PI 49
Subject :
Community patent
- Progress report
from:
to:

A. INTRODUCTION
On 3 March 2003 the Council (Competitiveness) adopted a common political approach on the
Community patent (7159/03 PI 24), covering the main principles and features of the

Community patent system. Since then, work has continued at Working Pary level and in the
Permanent Representatives Committee on the text of the proposal for a Council Regulation on

the Community patent as well as on proposals for amendments to the European Patent
Convention.

B. PROPOSAL FOR A REGULATION ON THE COMMNITY PATENT
the

The Working Pary on Intellectual Property (Patents) has worked intensively on the text of

proposal for a Regulation on the Community patent with a view to reflecting in the legal text

of this instrment the principles agreed in the common political approach of 3 March 2003.
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The Working Pary on the Cour of Justice has also examined a number of provisions of the
proposal for a Regulation.

Work at working pary level on the proposal for a Regulation is now almost complete and a
number of questions of a more political nature have been referred to the Pennanent
Representatives Commttee (Par 1), which has aleady held a first discussion on some of

these questions. The Pennanent Representatives Committee wil continue its examination of

:-:;,

f'

the outstanding questions over the coming weeks, with a view to enabling the Council to
reach political agreement on the Regulation in November 2003. It should be noted that, before

the Regulation can be fonnally adopted, the Council wil have to reconsult the European
Parliament, since the common politica approach of 3 March 2003 implies a number of
gave its

substantial changes in relation to the Commission proposal on which the Parliament

opinion in April 2002.

C. PROPOSALS FOR AMENDMENTS TO THE EUROPEAN PATENT CONVENTION
Alongside the Regulation on the Community Patent, amendments wil have to be made to the

European Patent Convention to enable the European Patent Office to play its par in the
Community patent system.

On the basis of a text prepared by the Greek Presidency, the Working Pary on Intellectual
Property (Patents) has resumed examnation of

proposals for such amendments. This

examination is continuing intensively, and the Presidency intends to report to the Pennanent

Representatives Commttee in the next few weeks on the outcome of this work, with a view to
enabling the Council to reach agreement in November 2003 on the proposals for amendments

to be submitted to the Administrative Council of the European Patent Organisation in time for

its meeting in early December 2003. The submission of these proposals should fonn the basis
for the Administrative Council to decide on the convening of a revision conference to be held
in 2004.
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D. JURISDICTIONAL ARRNGEMENTS
The proposal for a Regulation on the Community patent, referred to above, contains a number

of provisions relating to the jurisdictional arangements to be adopted in respect of
Community patents.
i,~
"

In addition, following the entry into force of the Nice Treaty, the Commission wil make
proposals for

- a decision conferrng jurisdiction on the Court of Justice in disputes relating to Community
patents (pursuant to Aricle 229a of the Treaty);

- a decision creating a judicial panel to hear and determine at ffrst instance certain actions or
proceedings in respect of Community patent (purusuant to Aricle 225a of the Treaty);

- changes to the Statute of the Court of Justice relating to the Court of First Instance.

These proposals from the Commission are expected at the end of September 2003. The

Presidency intends to begin examination of these proposals at the earliest possible
opportunity.

E. CONCLUSIONS
this progress

The Permanent Representatives Committee (Par 1) is inviteØ to take note of

report and to forward it to the Council (Competitiveness) in preparation for its meeting on

22 September 2003, with a view to the Council takng note of this report and conffrmng the
importance it attaches to concluding work on all aspects of the Community patent system at
the earliest possible opportunity.
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Council of the E.U.

Second Revised Presidency Compromise
(nO 14130/2/03 of 13 November 2003)

.
Brussels, 13 November 2003

COUNCIL OF
THE EUROPEAN UNION

14130/2/03
REV
2

Interinstitutional File:
2000/0177 (CNS)

PI 111

SECOND REVISED WORKIG DOCUMENT
from:
Presidency
to:
Pennanent Representatives Committee (Par 1)
No. prevo doc.: 14130/1/03 PI 111 REV 1
No. Cion prop.: 10876/00 PI
49
Proposal for a Council Regulation on the Community patent
Subject:
- Second Revised Presidency compromise proposal concerning Recital 6 and
Aricles 2, 9a, 20, 21, 22, 24a to 24d, 44 and 53a

In the light of discussions in the Penn

anent Representatives Committee on 7 November 2003,

delegations wil find in Annex a second revised compromise proposal from the Presidency.

Changes in relation to 14130/1/03 PI 111 REV 1 are underlined.
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ANNEX

Recital 6

(6) Any negative effects of a monopoly created by a Community patent should be prevented

though a system of compulsory licences. This is without prejudice to the application of

Community competition law by the Commission or national authorities. However, the
Community Patent Cour should be entrsted with the grant of compulsory licences in

situations not falling under Community competition law.

Article 2

Community patent

i. The Community patent shall have a unitary character. It shall have equal effect throughout the
Community and may only be granted, transferred, declared invalid or lapse in respect of the
whole of the Community.

2. The Community patent shall have an autonomous character. It shall be subject only to the

provisions of this Regulation and to the general principles of Community law. However, the
provisions of this Regulation shall not exclude the application of Community competition
liabilty and unfair competition,

law, nor of the law of Member States with regard to criminal

nor of the provisions of the Munich Convention to the extent that they are not covered by this
Regulation.
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Paragraphs 2a to 4 deleted.

Article 9a

Government use
Any provision in the law of a Member State allowing non-commercial use of national patents by or
for the government may be applied to Community patents, but only to the extent that the use is

,-

necessary for essential defence or national security. The patentee should be infonned as soon as
reasonably possible about the act and be compensated in respect of the act by the government
concerned. Any dispute as to whether a Community patent has been used as provided for in this

Aricle or over the amount of compensation shall be decided by the national cours of the Member
State concerned.

Article 20

Licences of right
1. The proprietor of a Community patent may file a written statement with the Office that he is
prepared to allow any person to use the invention as a licensee in retur for appropriate

compensation. In that case, the renewal fees for the Community patent which fall due after receipt
of the statement shall be reduced; the amount of the reduction shall be fixed in the rules relating to

fees referred to in Aricle 60. Where there is a complete change of proprietorship of the patent as a
result of

legal proceedings under Aricle 5, the statement shall be deemed withdrawn on the date

of entr of the name of the person entitled to the patent in the Register of Community Patents.

2. The statement may be withdrawn at any time by a written communication to ths effect to the

Office, provided that no-one has yet infonned the proprietor of the patent of his intention to use
the invention. Such withdrawal shall take effect from the date of receipt of that communication by
the Office. The amount by which the renewal fees were reduced shall be paid within one month

after withdrawal; Aricle 25(2) shall apply, but the six-month period shall star upon expiry of the
above period.

3. The statement may not be fied while an exclusive licence is recorded in the Register of
Community Patents or a request for the recording of such a licence is before the Office.
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4. On the basis of the statement, any person shall be entitled to use the invention as a licensee under
the conditions laid down in the implementing regulations referred to in Aricle 59. A licence
obtained under the terms of this Aricle shall, for the purposes of this Regulation, be treated as a
contractual

5.

licence.

On written request by one of the pares, the Community Patent Court shall determne the

l.'
,.

appropriate compensation referred to in paragraph 1 or review it if circumstances have arsen or
become known which render the compensation determned obviously inappropriate.

6. No request for recording an exclusive licence in the Register of Community Patents shall be
admissible after the statement has been fied, unless it is withdrawn or deemed withdrawn.

7. The Member States may not grant licences of right in respect of a Community patent.

Article 21

Grant of compulsory licences
1. The Community Patent Cour may grant a compulsory licence for lack or insufficiency of

exploitation of a Community patent to any person fiing an application four years or later after
the patent application was fied and thee years or later afer the patent was granted if the

patent proprietor has not exploited the patent in the Community on reasonable terms or has
not made effective and serious preparations to do so, unless he provides legitimate reasons to

justify his inaction. In determining the lack or insuffciency of exploitation of the patent, no
distinction shall be made between products originating within the Community and imported
products.

2. On request, the Community Patent Court may grant a compulsory licence in respect of a first

patent to the proprietor of a national or Community patent or to the proprietor of a plant

varety right who cannot use his patent (second patent) or his national or Community plant
varety right without infringing a Community patent (first patent), provided that the invention
or new plant variety claimed in the second patent or plant variety right involves an important
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technical advance of considerable economic significance in relation to the invention claimed

in the first patent. In the case of a compulsory licence in respect of a dependent patent or plant

varety right, the owner of the first patent shall be entitled to a cross-licence on reasonable

tenns to use the patented invention or protected plant varety.

3.

When it is necessary to remedy a practice detennined after judicial or adiinistrative process
to be anti-competitive under national merger law. the Community Patent Court may authorise

t._,
f.':'

exploitation of a Community patent at the request of the competent national authority.

3a. In times of crisis or in other situations of extreme urgency, including those relating to public

health, the Community Patent Court may authorise at the request of a Member State the
exploitation of a Community patent.

4. In the case of semi-conductor technology, exploitation shall be possible without the

authorisation of the right holder only in the situations set out in paragraph 3a.

the proposed

5. A licence or exploitation set out in paragraphs 1 and 2 may be granted only if

user has made efforts to obtain authorisation from the patent holder on reasonable commercial

tenns and conditions, and if such efforts have not been successful within a reasonable period

of time. However, the authority granting the licence may derogate from this condition in the
situations set out in paragraph 3a. In these situations, the right holder shall be infonned as
soon as reasonably possible.

6. The detailed rules of application and the procedures to be used for applying the principles set

out in this Aricle shall be laid down in the relevant instrments.
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Article 22

Conditions applicable to compulsory licences
1. When granting the compulsory licence under Aricle 21, the Community Patent Court shall

specify the type of use covered and the conditions to be met. The following conditions shall
apply:

(a) the scope and duration of the exploitation shall be limited to the purpose for which it

was authorised;

(b) the exploitation shall be non-exclusive;

(c) the exploitation shall be non-assignable, except with that par of

the enterprise or

goodwil which enjoys such use;

(d) the exploitation shall be authorised predominantly for the supply of the internal market

of the Community;

(e) the Community Patent Court may, on reasoned request, decide to cancel the
authorisation, subject to adequate protection of the legitimate interests of the persons so
authorised, if and when the circumstances which led to it cease to exist and are unlikely
to recur;

(f) the licence holder shall pay the right holder adequate remuneration, takng into account

the economic value of the authorisation ;

(g) in the case of a compulsory licence in respect of a dependent patent or a plant varety

right, the exploitation authorised in respect of the first patent shall be non-assignable

except with the assignment of the second patent or plant varety right.

2. Deleted.
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Article 24a
Compulsory translations of the Community patent

1.

When the patent is granted, the applicant shall file a translation of all the claims into all the
offcal languages of

the Community, unless all Member States which have a given language

~
i."

as their offcial language or one of their offcial languages agree to dispense with a
translation into that language. The translation shall be filed, at the choice of the applicant,

either directly with the Offce or via the national patent office of a Member State which has
languages the language of the translation.

as its official language or one of its official

Where the translation is fied directly with the Office, the Offce shall immediately make it
available to the national patent offices of the Member States and to the public by publishing
it on its Internet database.

Where the translation is fied via a national patent offce, that office shall immediately
transmit the translation to the Office, which shall make it available to the national patent
offices of the other Member States and to the public by publishing it on its Internet database.

2. The decision of one or more Member State~ referred to in paragraph 1 to dispense with a

translation must be communicated to the Commission in a statement, which it shall publish in
the Offcial Journal of

the European Union.

3. For the puroses of paragraph 1, if the translations into Community languages other than

those required for the granting of the patent under the provisions of the Munich Convention

are produced and fied at the Office within a maximum of Ithee) (six) (nine) (twelve) (twenty
four) months of the granting of the patent, under conditions specified by the implementing

rules, the holder of the patent may exploit the rights conferred by that patent as from the date
of publication of the notice of granting of the patent.

4. If the translations provided for in this Aricle are not fied within the deadline laid down in

paragraph 3, the Community patent shall be deemed to be void ab initio.

LK/mg
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Article 24b

Conversion into a European patent designating one or more Member States

1. Deleted.

2. The holder of the patent may, by a request filed with the Office within the time limit laid

down in Aricle 24a(3) and under the conditions specified by the provisions of the Munich
Convention, opt for the Community Patent to be converted into a European Patent designating
one or more Member States.

Article 24 c
Authentic text of a Community patent application or of a Community patent

p.m. (A proposal bv the Spanish delegation is awaited).

Article 24d

Status of the translations
The translations referred to in Aricles 24a and 58, which have been cared out by a person
authorized under the law of a Member State shall be deemed in the Community to be in conformity
with the original, until proved to the contrar.

Article 44

Actions or claims for damages
1. The Community courts referred to in Arcle 30 shall have the power to order the payment of

compensation for damage underlying the actions referred to in Arcles 31 to 36.
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2. In determining the appropriate damages, the courts shall take into account all relevant aspects,
such as the economic consequences to the injured pary of the infringement, as well as the
undeserved profits made by the infrnger and the behaviour and the good or bad faith of the
paries. The damages shall not be punitive.

3. For the purposes of paragraph 2, an alleged infrnger who has his residence or principal place of
business in a Member State whose offcial

language of the

language, which is also an offcial

Community, is not the language in which the patent was granted or in which a translation of the
patent claims has been made public in accordance with Aricle 24a or Arcle 58, is

presumed not to have known nor to have had reasonable grounds for knowing that he was

infrnging the patent. In such a situation, damages for infringement shall be due only for the
period from the time when he is notified of a translation of the patent claims in the official
language of the Member State of residence or principal place of business of the alleged infringer.

3a The patent holder is not entitled to damages to the extent that, due to an inaccurate translation of
the patent claims which has been made public in accordance with Aricle 24a or Arcle 58, an

infrnger did not know and did not have any reasonable grounds to know that he was infringing

the patent.

languages which are

4. Where the Member State referred to in paragraph 3 has two or more offcial

also offcial

official

languages of the Community, the infringer shall be entitled to notification in the

language of his choice.

Article 53a

Legal jurisdiction during the transitional period

1. Notwithstanding the provisions of Section 1 of this Chapter, and until the system of Community

jurisdiction referred to in Aricle 30 has been put into place, by 1 Januar 2010 at the latest,
competence to hear the legal actions referred to in Section 1 of ths Chapter shall be governed by
the provisions of this Section.
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2. The date on which the Community courts referred to in Aricle 30 shall commence their activities

shall be published by the Commission in the Offcial Journal of the European Union. Legal
actions referred to in Section i of this Chapter and begun prior to that date shall be brought before
the national courts, in accordance with the provisions of this Section.

3.

By derogation from paragraph 2, during the period referred to in paragraph i the Commission

"

shall have competence:
(a) to detennne or review compensation in accordance with Aricle 20(5);

(b) to grant compulsory licences or authorise exploitation in accordance with Aricle 21.
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Rechtsanwalt

Giebe

EN Post code EN City
FR Vlle
FRCP

EN Street
FR Rue

Wolf

Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herrn
Rechtsanwall
Herm
Rechtsanwalt

Rechtsanwältn

Frau

FR Nom
DE Name
Geschke

qualification
FR Titre
EN Finn
professlonnel
DE Berufsquallfl FR Cabinet
DE Flnna
katlon
Wild anger Kehrwald &
Rechtsanwalt

EN Occupational

Olaf

Unlversltätsqua FR Prénom
DE Vomame
IIflkatlon
Eva

FR Appellation

DE Anrede

DE

address

EN First name EN Name

unlversltalre

EN Form of

FR Titre

EN University
qualification

QO

~

Lovells Boesebeck

Rechtsanwal!

Tilmann

van Falck

Winfried

Andreas

Wolfgang

Prof. Dr,

Bird & Bird

Rechtsanwal!

Rechtsanwalt

Van Meibom

Weisse

Wildanger

Peter-Michael

Günther

Bemward

Mr,

MÜNCHEN

81679

PO Box 86 02 67

DÜSSELDORF DE

40476

Kennedydamm 17

Plesner

Peter-Ulrik

Mr,

Pellsé

Rey Garcia

Ulloa

David

José Manuel

Gonzalo

Sr,

Sr.

Sr.

Pellse, Abogados

Waselius

Roschier -Holmberg &

Delsart

Pierre

Monsieur

Jean-Philppe

Bouvet

Cousin

Thomas

Monsieur

Monsieur

Blzollon

Yves

Monsieur

Cousté

Avocat å la Cour

Binn

Serge

Monsieur

Marina

Avocat å la Cour Véron & Associés

Azema

Jacques

Monsieur

Avocat å la Cour

Foch 53

Avenue Maréchal

40, rue de Bonnel

Selafa Delsart Teston

Cousté & Cous!é

Camot

3, rue Président

69292

29, boulevard Raspail 75007

75006

69006

69484

FR

FR

FR

FR

FR

FR

LYON CEDEX 02 FR

PARIS

PARIS

LYON

(04) 78 92 45 65

--~':;(:"

142224611

con!actC¡delsart-teston.com

01.56,24.09.08
marina,coustec¡wanadoo. fr

cabinet.cousinC¡avocaweb.tm, fr

thomas.bouvetC¡veron.com

04,72693939

478621400

(69) 04 92 45 66

145449704

01.56,24.08,18

04 72 69 39 49

478621499

153454010
153454000

sbinnC¡oppenheimer.com
yves.bizollonC¡lvra.fr

04.7262,11,29

(01) 40 54 78 57

04,78.62.27.57

(01) 47 54 0148

00,358,20.506,6170

+34,91,582,91,54

00.34,91,575,90.54

jacques-azamaC¡wanadoo, fr

Ammengaud,Gueriainc¡wanadoo. fr

00

00.358,20,506,60

+34
91,582,91,37/00

gulloaC¡gomezacebo-pombo,com
ES

rainer,hillC¡roschier.com

00,34.91.431.1073

00,34.93.439,32,07 00.34.93.405.37,51

915762229
914358567

ejbaylosC¡baylos,com

pellse,abogadosC¡icab.es

34 91 522 62 49

91 57622 29

pkochC¡herreroasociados,es

91 435 85 67

34915227420

ejbaylosC¡baylos,com

00.34,932405383

00.45.33,12,00,14
00.45,33,12.11.33

pupC¡psglaw.dk

00 34 93 2023456

00.45,39.48.80.38
00.45.39.48,80.17

clnC¡zaccoadvokater,dk

a, anguloC¡grau-baylos-angulo,com

4572270027
4572270000

ole,damsboC¡bechbruundragsted,com

+492115772450 +4921157724555

1

00.49.211.49,82,91 00.49,211.49,30,265

ES

FI

00.49,211,20056-012

00.49,211 13681 00

00.49,211,1368100

321
00.49.211.4982,911 00.49.211.49,30,265

00.49,211.13,68
350
00.49.211 136.83
30
00.49,211.20056-

00.49.89.38,38,700 00.49,89,39,25.22

00.49.211478130 00.49,2114781331

Phone
Fax
00.49.89,5990800 00.49,89.599080 -22

Tél

josem,reyC¡batalla-abogados. com

ES

ES

ES

ES

ES

LYON CÉDEX 03 FR

PARIS

75002
35, boulevard des

Capucines

LYON

PARIS

54, cours Lafayelte

75017

HELSINKI

MADRID

28046

00100

MADRID

28001

BARCELONE

Madrid

69003

Wag ram

Cabinet Cousin, Moalty 8, rue de 1'0déon

Assoclés

Oppenheimer, Wolf &
Donnelly
Avocat å la Cour Lamy, Ribeyre &

Avocat å la Cour

Avocat å la Cour

Ammengaud

Jacques

Madame

Keskuskatu 7 A

Paseo Castellana,

216

Pombo

Hemmosila 30, 3'
Floor

Batalla, Larrauri &
López Ante
Gomez-Acebo &

Assoclados

C/ Juan Bravo, n' 32. 28006
1'DCHA
08036
Diagonal 463 bis

Avocat å la Cour Ammengaud & Gueriain 72, avenue de

AItomay

Abogado

Abogado

Abogado

Baylos, C,B.

Estudio Juridico

MADRID

1'DCHA
Alcala. 35

28014

MADRID

C/ Juan Bravo. n' 32. 28006

Barcelona

Baylos, C.B.
Herrero & Asociadas

08021

DK

HELLERUP,
DK
COPENHAGEN
COPENHAGEN K DK

Es!udio Juridico

6'2a

Grau, Baylos & Angulo Avda, Pau Casals. 4

Advokat Fimmaet Zacco Hans Bekkevolds Aile 02900
7'
Esplanaden 34
01263
Plesner Svane
Gronborg

Monsieur

FR (France)

Hili

Merino

Pedro

Mr,

Rainer

Koch Moreno

Patricia

Sr.

FI (Finland)

Abogado

Baylos

Maria

Sr.

Abogado

Abogado

Angulo Lafora

Alejandro

Sr.

ES (Spain)

Levin Nielsen

Christian

Mr,

COPENHAGEN

02100

Langelinie Allé 35

Bech-Bruun Dragsted

Solicitor

Damsbo

Ole

zolinerC¡rospalt,de

DÜSSELDORF DE

Kaiser-Friedrich-Ring 40547
56

Rospalt, Osten. Pross

Rechtsanwalt

Zollner

mailC¡wkslaw,de

DÜSSELDORF DE

Freiligrathstraße 13

Rechtsanwalt

weisseC¡wkslaw,de

40479

Freiligrathstraße 13

Graf V. Schwerin
Wild anger Kehrwald &
Graf V. Schwerin

DÜSSELDORF DE

Kari-Theodor-Straße 40213
40479

wolfgang, van. meibomC¡lwobirds,com

DÜSSELDORF DE

40476

6

andreas, vonfalckC¡lovells,com

winfried. tilmannC¡lovells,com

muenchenC¡seellgpreubohlig. de

schusterC¡bardehle.de

e-mail
schrammC¡beltinger.de

DÜSSELDORF DE

Kennedydamm 17

MÜNCHEN

80802
DE

DE

FR Pays
DE Land
DE

EN Country

Sees!rasse 13

Uerdingerstrasse 5

Cuvillless!rasse 14 a
DUSSELDORF

DE Ort

DE PLZ

40474

EN Post code EN City
FRCP
FR Vlle

EN Street
FR Rue

DE Straße

Wild anger Kehrwald &

Dr.

Lovells

Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
Herm
Rechtsanwalt
DK (Denmark)

Rechtsanwaii

Droste

Preu, Bohlig & Partner

Rechtsanwaii

Schweyer

Stefan

Dr,

Rechtsanwalt
Herm
Rechtsanwalt

Schuster

Reinhardt

Michael

EN Firm
DE Berufsquallfl FR Cabinet
DE Flrma
katlon
Rechtsanwalt
Beltinger Schneider
Schramm
Rechtsanwalt
Law fimm Bardehle

professlonnel

Herm

Rechtsanwalt

Dr.

Herm

FR Nom
DE Name
Schramm

Unlversltätsqua FR Prénom

FR Appellation

DE Vomame

DE

IIflkatlon

unlversltalre

EN Form of

address

DE Anrede

FR Titre

FR Titre

EN First name EN Name

EN Occupational

qualification

EN University
qualification

~~

EN Post code EN City
FR VUle
FRCP
DE Ort
PARIS

DE PLZ

75008

EN Street
DE StraBe
14, Bouievard

LYON

69006

Avenue Maréchal

Lenoir

Lesage-Catel

Marceliin

Ménard

Mollet-Vievile

Romet

Schmitt

Stouls

Szleper

Triet

Véron

Véron

Gérard-Gabriel

Pierre

Mlchèle

Yves

Dominique

Thierr

Denis

Isabelle

Philippe

Jean-Pierre

Dariusz

Grégolre

Pierre

Pierre

Monsieur

Madame

Monsieur

Monsieur

Monsieur

Monsieur

Madame

Monsieur

Monsieur

Monsieur

Monsieur

Monsieur

Monsieur

Scp Duclos. Thome,
Mollet-Vieville
Llnklaters

Lovells

Véron & Associés

Avvocato

Awocato

Liuzzo

Pellegrlno

Lamberto

Giovanni

Avv.

Avv.

Simon Charles

Remeo E.P,

JhrDr

Enrico Adriano

Mr.

Netherlands)

NL (The

Avv.

De Ranitz

Dack

FR

PARIS
PARIS

de Serbie
164, rue du Faubourg 75008

LYON

69006

Avenue Maréchal

75008

De Brauw Blackstone
Westbroek
Arnold & Sledsma

Advocat

(01) 56 88 28 28

dszleperl§avocatgls,net

NL
NL

L W The Hegue

THE HAGUE

02509
2517 GK

Sweelinckplein 1

IT

IT

IT

IT

IT

31703285308

00,31,70,365.48.33 00,31,70.361,50.54

scdackl§dbbw,nl
repderanltzl§balienel.nl

no lax

00.39.02,78,35,24

+3902,869.157,19 +39 02,869,985.19
maill§pdlawit.com

00,39,02,78.33.41

00,39,02.545.7370 00,39,02.545,6931
Lluzzolawl§iol.it

e,a.raffaelll§rucellairaffaell.lt

00,39,02,806331

00.39.02,80633200

00,39.02,8590.9200 00,39,02,86,73,06

00,39,2,76,00.96,28

mllanol§sib.it

franzo5i~franzosi,com

00,39.2.76,37.41

153059198
153059191

plerre.veronl§veron.com
FR

gcasuccil§gop.lt

04 72 69 39 49
04 72 69 39 39

pierre.veron~veron.com
FR

IT

140753701
140756151

Zuid-Hollandlaan 7

MILANO

MILANO

Piazza S, Ambrogio 1 20123

Via Monte Napoleone, 20121
18

MILANO

20122
Via Fontana, 23

Pellegrino e Dragotti
Rucellal & Raffaelli

MILANO

20123

MILANO

PARIS

MILANO

1-20121

75009

LYON

PARIS

20121

Piazza Bel~loloso, 2

6. square de l'Opéra
Louis Jouvet

Avenue Maréchal Foci69006

26, cours Albert 1 er

472832526
472832525

jeanpierre,stoulsl§alexen.com

(01) 56 88 28 29

143403486
philppe,schmlttl§avocaweb. tm,!r

04,72 69 39 49
04,72 69 39 39

Isabelle.rometl§veron.com

143299361

(01) 40 74 09 23

(01) 56 69 3101

(01) 56 43 56 43

denis,monegier _ du_sorbierl§linklaters.com

(01) 56 69 31 00

(01) 53 67 47 47

dominlque,menardl§lovells,com

tmvl§dtmvparis.eom

01.40.62.95.16

06,12.7290,14

marcellinyvesl§wanadoo,fr

(01) 53 67 47 48

143870137
143874141

trietl§gide,com

FR

75008

12, rue Lincoln

01.47,23.49.13

01.56.88,28.29

0033 1 40 06 54 00 0033 1 40 06 54 54

01,53,23,92.10

01.56,88,28,28

cabl§legrand-Iesage-catel.com

maill§cablnet-hlrsch.com

alakltsl§avocatgls. net

FR

LYON CÉDEX 06 FR

69454

PARIS

PARIS Cedex 15

75508

FR

FR

FR

FR

29, rue du Colonel
Pierre Avia
128, rue de Créqui

Foch 53

PARIS

75008

25. rue de Marignan

Salnt-Honoré

Via Brera 5
Franzosl, Dal Negro,
Pensato Setti
Societa Italiana BreveW Via Carducci, 8

Advocaat

Awocato

Studio Legale

Avvocato

Hassan

Sandro

Avv.

Raffaell

Law Offces Liuzzo

A vvocato

Franzosi

Avv, Prof

Parters - Linklaters

Mario

Giovanni

Avv,

Avvocato

Gianni. Origanl. &

Avocat à la Cour Véron & Assoclés

A vocat à la Cour

Szleper

Gaultier, Laklts-Josse,

Avocat à la Cour ALEXEN AVOCATS

Avocat à la Cour

Avocat à la Cour Véron & Associés

Avocat à la Cour

A vocat à la Cour

FR

PARIS

75007
Maubourg
37, avenue Pierre 1er 75008
54 Bid de Latour

FR

PARIS

FR

FR

FR

146223327
147637475

mkarsentyl§jpkarsenty,com

FR

75008

PARIS

PARIS

158562601

158562600

chll§cab-hollier-larousse,com

PARIS

75008

75008

33153051505

0033 1 475401 48 0033 1 40547857

00331 53051500

FR

FR

freneauxl§bardehle,lr

blandlne, tronell§veron,com

FR

145740251

04.72 69 39 49

145740398

04,72 69 39 39

escandel§avocaweb, tm .Ir

FR

Fax

0153051505

Phone
01 5305 1500

dupuisl§bardehle,fr

Tél

e-mail

FR

FR Pays
DE Land
FR

EN Country

75009

2, rue Caumartln

34, rue Bassano

Legrand, Lesage-Catel 11. bls rue Portalis

Allen & Overy

Avocat à la Cour Cabinet Marcellin

Avocat à la Cour

Avocat

Assoclés

Avocat à la Cour Cabinet HIRSCH &

Szleper

Avocat à la Cour Gaultier, Laklts, Josse. 12, rue Lincoln

Casucci

IT (Italy)

Avocat à la Cour Glde, Loyrette, Nouel

Lamoureux

Monegler Du Sorbler Avocat à la Cour

A vocat à la Cour

Laklts-Josse

Anne

Madame

ASSOCIES

153, boulevard
Haussmann
70. boulevard de
Courcelles
PARIS

Karsenty-Rlcard

Marnne

Madame

Cabinet HOLLlERLAROUSSE
Avocat à la Cour J.P. KARSENTY &

PARIS

75017

Avocat à la Cour

Holler-Larousse

Christian

Monsieur

Wag ram

PARIS

Avocat

Guerlain

Stéphane

Monsieur

75008

75017

Malesherbes
Armengaud - Guerlaln 72 avenue de

Monsieur
Assoclés

75008

14 Boulevard

SEP Pagenberg &

Avocat

Foch 53

Avocat à la Cour Véron & Associés

Finas-Tronel

Freneaux

Blandine

Julien

Madame
PARIS

PARiS

75017

Malesherbes
4, rue Brunei

Associés

Avocat à ia Cour Cabinet Escande

Escande

Michel-Paul

FR Rue

Monsieur

SEP Pagenberg &

EN Firm
DE Berufsquallfl FR Cabinet
DE Flrma
katlon

prolesslonnel

Dominique

FR Nom
DE Name
Dupuis-Latour

Monsieur

DE Anrede

Unlversltätsqua FR Prénom
DE Vomame
liflkatlon

EN First name EN Name

DE

address

FR Appellation

EN Occupational

qualification
FRTltre

unlversltalre

EN Form of

FR Titre

EN University
qualification

Q

+J

Advocat
Advocat

Advocaat
Advocaat

Advocaat

Morel

Oosting

Pinckaers

van den Broek

Van Engelen

Chantal

Bert

Sebastian
J.C.S,

Bart

Dirck

Ms,

Mr,

Mr,

Mr,

Mr.

NL

NL

AMSTERDAM
AMSTERDAM

Van Doome

P.O. Box 1766

Sandart & Partners

Sandart

Sande

Westerberg

Dag

Peter

Jonas

Mr.

Mr.

Mr.

SE

bert.oosting~loveiis,com

00.46.8.611.48,50
00.46.8.463 39 00

jonas.westerberg~rydincarlsten.se

Solicitor
Solicitor
Solicitor
Solicitor
Solicitor
Solicitor

Freeland

Gardner

Gaythwaite

Grant

Harrs

Hodgson

Inglis

Rowan

Nick

Miles

Gregor

Gordon

Mark

Andrew

Mr.

Mr,

Mr.

Mr.

Mr.

Mr,

Mr.

Solicitor
Solicitor

Jones

Kamstra

Kinnear Wilson

Nigel

Gerald

Jim

Mr.

Mr.

Solicitor

Solicitor

Soiicitor

Danilunas

Marlja J.

Mr.

Manches

Simmons & Simmons

Linklaters & Allance

Olswang

LONDON EC1 N

LONDON WC2E
9TT
LONDON EC2Y
8HO
LONDON EC2Y
90 Long Acre

City Point
One Ropemaker
3, Worcester street

Oxford OX1 2PZ

9SS

ODX

One Silk Street

UK

UK

UK

UK

UK

BIRMINGHAM B3 UK
2AS
LONDON EC4Y UK

2SW

Embankment

Taylor Joynson Garrett 50 Victoria

Wragge & Co

Wragge & Co

3 Waterhouse
Square, 142 Holbom
55 Colmore Row

Bird & Bird

UK

LONDON EC4A

Primrose Street
90. Fetter Lane

1JP

UK

Exchange House

Herbert Smith

Simmons & Simmons

UK

Cutlers Gardens

Edge

LONDON EC2M

LONDON EC2M
4YH

7 Devonshire Square,

Hammond Suddards

2TX
LONDON

ODX

Garrett

21, Wiison Street

LONDON EC4Y

Carmelite
50 Victoria

Taylor, Joynson,

UK

jim,kinnearwilson~manches.co.uk

gerald. kamstra~slmmons-simmons.com

nigel.jones~linklaters,com

00.44,01865
722106

00.44.01865201012

00.44,207.825.4487 +4420.7.628.2070

0044 20 7456 5743 0044 20 7456 2222

5

00.44,20.7.7300,70 00.44.20.7.7300.7100
00
00.44.207,208,89.7 00.44.207,208,8800

api~olswang.com

00.44.121,233,1000 00.44,121.265,2250

mhodgson~tjg,co,uk

00.44.2076640323 00.44,207,664,0340

00.44,207.415 6000 00.44.207,415.6111

00.44,207.466.2341 00.44,207,374,0888

7

00.44.20,7.825.444 +44 20,7,628,2070

00.44.207,655,1000 00,44,207,655.1001

gordon_harrs~wragge,com

gregor-grant~wragge.com

miles.gaythwaite~twobirds,com

nick,gardner~herbertsmiUU,com

rowan.freeland~simmons~simmons.com

marlja,danilunas~hammondse,com

+44.20.7300.4815 +44 (.20) ,7300,7100

scohen~tjg,co,uk
UK

Solicitor

Cohen

Simon Charles

Mr.

00.44,113.244.5000 00.44,113,244,8000

stephen,chandler~pinsents.com

Chandier

Stephen

UK

OTT
LEEDS LSI 5AB

1 Park Row

Mr.

mjb~olswang,com
LONDON WC2 E UK

90 Long Acre

Pinsent Curtis Biddle

DY

Olswang

00,44,20.72,96,200 00.44,20,72.96,2001
0
0044207 208 86 97 0044207 208 88 00

00.46.8.679,09,10
00.46,8,679,09,00

peter,sande~sandart,se

robert.anderson~loveiis,com

00.46,8.679.09,10

00.46,8,611.48,50

00,46,8,611.48,50

00.46,8,679,09,00

00.46,8.463,39.00

00.46.8.679,51,70

dag,sandart~sandart,se

ragnar,lundgren~rydincaristen,se

uif,dahlgren~rydincaristen,se

00.46,8,611.48,50

31207119999

31207119337

dick. vanengelen~cliffordchance.com

00.46,8,463 39 00

00,31.20.4637296
00,31,20.5924411

vandenBroekB~howrey.com

hakan.borgenhaii~rydincarlsten. se

31,206,789.589
31,206.789,123

pinckaers~van-doome,com

Solicitor

Burdon

Michael

Mr.

Herm
Rechtsanwalt

STOCKHOLM

SE-11187

SE

LONDON EC1A 2 UK

STOCKHOLM

SE-11432

SE

SE

SE

SE

31 (0)205533763 31 (0)205533791

chantal,morel~kmvs.nl

Solicitor

P.O. Box 1766

Norraimstorg 14

STOCKHOLM

STOCKHOLM

STOCKHOLM

SE-11432

SE-11187

SE-11187

STOCKHOLM

00,31.20,577,35.77 00.31.20.577,35,76

65 Holbom Viaduct

RydlnCaristen

Engelbrektsgatan 7

Engelbrektsgatan 7

P,O, Box 1766

Normaimsborg 1

SE-11187

+31205924411

hoyngw~howrey.com

+31 204637296

00,31,20,541.49.40 00,31,20,541.47.00

(31-20) 5414700

(31-20) 5414902

ruprecht.hermans~nautadutiih,com

Fax
Phone
00.31.20,541.49.31 00.31,20,541.45.05

Tél

Charles, Gielen~NautaDutilh.com

richard. ebbink~nautadutilh.com

e-mail

Loveiis

Solicitor

Anderson

Robert

Mr.

Kingdom)

UK (United

Normalmsborg 1

RydinCaristen
Advokatbyra AB
Sandart & Partners

Lundgren

Ragnar

Mr,

Rydin & Carlsten

Dahlgren

P,O, Box 1766

Ulf

Normalmsborg 1

Mr.

RydinCaristen

Borgenhäii

Hakan

GE AMSTERDAM NL

NL

(Jachthavenweg 121) 1070 AG
P.O, Box 75265
1096 HA
Howrey Simon Amold & Rembrandt Tower
White
31 st lioor Amstelpiein
01013
Droog Bak, 1A
Clifford Chance

NL

NL

AMSTERDAM

AMSTERDAM

NL

AMSTERDAM

AMSTERDAM

NL

AMSTERDAM

Postbus 7113
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Our web-site

Our web - site: please visit:

ww.epla.be
L:;_

Our webmaster is our colleague Robert Anderson.
Thanks to his efforts, our web-site was created in a very short time.
Many thanks to him!
This web-site is yours; so please do not hesitate to provide him with useful general

information.
The Board welcomes any initiatives in this regard.
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How to apply for membership
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How to apply for membership

Simply fill in the application form (next page) and send it to our secretary, preferably
with recommendation letters from the two sponsors you will mention.
Please do not send a payment as long as you do not receive the acceptance letter from

the secretariat.

Membership fee

The annual membership fee is 100,00 €.

lf'

EPLA

European Patent Lawyers Association

Application Form for Membership
To be completed and sent to:
Mr. Fernand de Visscher
Secretary to EPLA
f',

Simont Braun

Avenue Louise, 149 (20)

B-1050 Brussels
Tel. + 322533 1718
Fax + 32 2 543 70 90
E-mail: fernand.devisscher(Çsimontbraun.be

Name:

First name:
Firm:

Address:
City:

Country:

Telephone:

Fax

E-mail:

Bar or Law Society:

Year of Admission:

Approx. No of patent cases litigated:
Last year:

Total:

i hereby request my admission to the European Patent Lawyers Association.

The two members of the Association supporting my application are:

Name of i st sponsor: Name of 2nd sponsor:
I have read the Articles of incorporation of EPLA and accept these as well as
Regulations that may be enacted from time to time.

Date and Signature:

Association européenne d avocats spécialisés dans Ie contentieux des brevets d invention
Europäische Vereinigung der Patentrechtsanwälte

Siège : Avenue Louise, 149 (boîte 20) 1050 BRUXELLES - BELGIQUE
Association sans but lucratif (Loi du 27 juin 1921)
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