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1st civil chamber A 
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PARIS Bar 
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By a judgment of 8 September 2016, the tribunal de grande instance de Lyon: 

- set aside  54 to 64 and 75, 

- dismissed the claim for invalidity of claims 1, 2, 4, 5, 7, 8 and 9 of the French 
designation of European patent EP 0 900 294, 

- held that Mermet committed acts of infringement of claims 1, 2, 4, 5, 7, 8 and 9 of the 
French designation of European patent EP 0 900 294, to the detriment of Chavanoz, 

consequently, 

- 
period of one month from the service of the judgment, to stop holding, manufacturing, 
marketing, offering for s

the claims of European patent EP 0 900 294, 

- held that the tribunal reserves the calculation of the penalty, 

- fixed the amount of registered as one of  liabilities 
at 
declarations of claim regularised by Chavanoz industrie and produced to the administrator in 
insolvency, 

-  to Chavanoz industrie in compensation for 
the damage suffered from the infringement of the French designation of the patent committed 
as of the date of opening of the insolvency proceedings on 12 June 2012 until 31 December 
2014, concerning the infringing reference 165 tex M1 B1, 
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1) set aside certain exhibits from the discussion: 

Chavanoz industrie lodges a request for setting aside the exhibits produced by Mermet 
under numbers 54 to 64, 75, (produced in first instance) and 1041, 1041.1, 1042, 1043, 
1043.1, 1044, 1044.1, 1045, 1046, 1046.1, 1048, 1049, 1050, 1072, 1072.1, 1073, 1074, 
1075, 1076, 1077 and 1105 (produced in appeal). 

Pursuant to Article 9 of the French Civil Procedure Code, the onus is on each party to prove 
in accordance with the law the facts necessary for the success of its claim. 

The onus is also on the judge, in his or her task of administering evidence, to contribute to 
the manifestation of truth by ensuring that the rights and freedoms of individuals are 
respected, in particular by ensuring the protection of certain specific rights and by 
monitoring the manner in which evidence is obtained by the parties, and, therefore, by 
verifying that the methods employed have respected the rights of individuals. 

To contest the novelty of the patent whose invalidity it claims, Mermet, which asserted that 
the said patent had been disclosed prior to its publication date, produced both in first 
instance and in appeal various exhibits which it considers relevant to establish the reality 
of its claim. 

The first-instance judge then decided, having regard to former Articles 1134 and 1165 of 
the French Civil Code, that the confidentiality agreement concluded on 9 April 1996 
between Chavanoz industrie and Helioscreen justified declaring inadmissible and 
excluding from the proceedings exhibits 54, 58 to 64 containing in exhibit 64 the 
confidentiality agreement itself, which were supposed to establish that the former had 
supplied to the latter, before the date of publication of the patent, various quantities of yarn 
with the technical characteristics covered by the patent. 

The tribunal considered that the retroactive effect that the parties gave to their 
confidentiality agreement conferred on their commercial relations for the period between 
9 May 1994 and 9 April 1996, as well as the documents drawn up during this critical period, 
a confidential nature incompatible with the production in court, 20 years after the date of 
conclusion of this agreement, of the said documents that must be excluded; in addition, 

as third party to the contract does not allow it to communicate or use 
information obtained in the context of these exchanges and belonging to Chavanoz 
industrie. 

If, pursuant to Article 1165 of the French Civil Code, the agreements have effect only 
between the contracting parties, the relative effect of the agreements may not, however, 
have the effect of prohibiting third parties from invoking a factual situation created by the 
agreements to which they were not party, if that factual situation causes them damage 
such as to justify an action for liability. 
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It follows that in the present case, although Mermet, which was not a party to the 
confidentiality agreement, cannot invoke it to claim the creation of a right for its benefit, it 
is nevertheless entitled to submit it to the judge as a legal fact in the context of its claim for 
the invalidity of the patent for novelty-destroying disclosure. 

While some exhibits may be considered confidential pursuant to a confidentiality 
agreement, it is important that this agreement be produced in these proceedings and 
submitted to the judge so that its scope and its effects on the admissibility of the disputed 
exhibits can be determined. 

 April 1996 between 
Chavanoz industrie on the one hand and Helioscreen, a company governed by Belgian 
law, on the other hand, which was indicated as being concluded for an indefinite period 
with retroactive effect from 9 May 1994, the parties recalled the nature of their respective 
activities and the existence of their commercial relations, in particular concerning 
Chavanoz industrie  of yarn samples, according to 
Helioscreen's specifications and indications, provided to Helioscreen with technical or 
practical information, including the technical characteristics of the yarn, necessary for its 
weaving, in particular using Helioscreen's machines and equipment, to obtain fabric 
samples enabling Chavanoz industrie to carry out all fire-resistance tests on the said fabric. 
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It is not disputable that the above-mentioned confidentiality agreement lapsed on 14 November 
1997, the effective date of the publication of the international patent application filed under 
French patent priority by Chavanoz on 7 May 1996, with the result that the confidentiality of 
the technical information no longer needed to be preserved; as a result of this lapse, 
Helioscreen was released from its obligation of confidentiality and could therefore provide 
Mermet with the agreement at issue for the purposes of the legal proceedings, the Court 
observing that Chavanoz does not invoke fraud on this account on the part of Helioscreen, 
which it did not bring into the proceedings. 

The exhibits communicated by Mermet and whose dismissal is requested by Chavanoz 
industrie consist of invoices or other documents exchanged between Chavanoz industrie and 
Helioscreen, not only during the confidentiality period referred to in the above-mentioned 
agreement but also before or after for some of them; they are not, in themselves or by operation 
of law, exhibits of a confidential nature prohibiting any communication in court, even by third 
parties. 

Unless Mermet is disproportionately denied any right of access to the evidence of disclosure 
that it invokes as a ground for invalidity of the patent, it is important that the judge be able to 
examine these exhibits. 

 54 and 58 to 63 
produced and communicated by Mermet, without even needing, at this stage of the reasoning, 
to analyse each of them to determine whether or not they are covered by the confidentiality 
agreement, both in terms of their date and content, and whether they relate to a yarn according 
to the characteristics of the patent. 
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2) on the existence of a disclosure prior to 7 May 1996: 

Article 54 of the European Patent Convention defines the condition of novelty, in the same 
terms as Article L. 611-11 of the French Intellectual Property Code: 
considered to be new if it does not form part of the state of the art. The state of the art shall 
be held to comprise everything made available to the public by means of a written or oral 

 

An invention is therefore not new within the meaning of the above provisions if the invention 
was disclosed before the filing date of the patent, even if such disclosure is made by the 
patentee. 

Disclosure which makes it possible to hold invalid, for lack of novelty, a patent granted by 
a patent office and thus presumed valid, must be certain, both in terms of its existence and 
its content, the doubt benefiting the patentee. 

To be part of the state of the art and be deprived of novelty, the invention must be disclosed 
entirely in a single prior art document identified as being certain, with the elements that 
constitute it in the same form, same arrangement, functioning in the same way with a view 
to achieving the same technical result. 

In the case where the invention concerns a property of the product that is not directly 
accessible by visual examination of the product, the invention shall be made accessible to 
the public if the methods of analysis available to the skilled person at the time of the 
invention enable him to discover the invention by analysing the product made available to 
the public. 

The public concerned by the legal provisions recalled above refers to at least one person 
not bound by an obligation of confidentiality. 
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Nothing in the file, and in particular no announcement by the manufacturer of the need for 
additional tests before being placed on the market, makes it possible to establish that the yarn 
identified by the parties at that time as M1B1 does not correspond to the characteristics of the 
patented invention, the written exchanges between Chavanoz industrie and Helioscreen prior 
to the priority date of the patent of 7 May 1996 only confirming that a single name M1B1 has 
always been given to the yarn that benefited from the invention, before or after the patent 
application was filed, including by Chavanoz industrie itself. 

 54 to 63 and 
1041 to 1044.1, that although the experimentation intended to obtain the development of the 
yarn, which subsequently gave rise to the invention, began at the end of 1992 with the launch 

 1042), it continued for several years 
before the development of the formulation for industrial production, proposed by Chavanoz 
industrie itself to its trading partner Helioscreen in a fax dated 13 April 1995 (Mermet exhibit 

 1105), announcing 
 

It further appears from a fax sent by Chavanoz industrie to Helioscreen on 17 October 1995 
that on 29 September 1995, Chavanoz obtained an official fire classification B1 with the 
formulation protected by the patent subsequently applied for, since it indicates concerning a 
difference noted on the white colour between the standard quality M1 and the new yarn M1B1 

appears to have been filed before 7 May 1996, a situation that shows that there was never any 
question of amending the features covered by claim 1 of the Chavanoz patent before its filing. 

It is irrelevant that subsequent developments necessary for the placing on the market of the 
various versions of the product, various colours in particular, had still required the manufacture 
of significant quantities of products since it has been established, contrary to what Chavanoz 
industrie claims, that the patented formula was developed even before these developments 
and that the products in question were sold by the latter to Helioscreen before 7 May 1996, in 
industrial quantities allowing manufacture even beyond the performance of tests as part of the 
development of the new formula that made the invention. 
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It appears from all the above elements that, first, fabric made from M1B1 yarn delivered by 
Chavanoz to Helioscreen was sold by the latter to third parties in 1995 and 1996 and, second, 
the parties who are members of the SreenGlassTN association, consisting not only of Chavanoz 
industrie and Helioscreen but also Brochier and Mermet, were supplied with M1B1 yarn and 
had to give their opinion on the quality of the yarn weaving, which varied according to its 
colours. 

c) on the scope and the consequences of the confidentiality agreement: 

It is not disputable that at the time of the deliveries by Chavanoz industrie to Helioscreen of 
the M1B1 yarn under the conditions defined above, no written confidentiality agreement had 
yet been signed between these companies. 

No mention of the confidential nature of the documents, whether technical or commercial, 
communicated between Chavanoz industrie and Helioscreen before 7 May 1996, the priority 
date, was made on the documents produced in the proceedings; no letter, fax or e-mail was 
exchanged to this effect between the parties. 

Confidentiality is never presumed in the context of a relationship with a buyer and the mere 
existence of commercial relations between the above-mentioned companies and Mermet and 
another weaver (Brochier) cannot be sufficient to demonstrate in this case that all these 
companies, which were then partners in an association and an EIG for the promotion of blinds, 
had nevertheless intended to be bound to Chavanoz industrie by an obligation of 
confidentiality. 

 
TN Error in the French text, one should read Screenglass 
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It is therefore important to know whether a company which has disclosed its invention to a 
partner not subject to a confidentiality obligation at the time of disclosure can erase the 
existence of such potentially novelty-destroying disclosure by concluding a confidentiality 
agreement a posteriori. 

The public policy provisions of patent law prohibit parties to a contract, even by a retroactive 
effect conferred on it, from depriving a disclosure already made of its legal effects. 

An invention is made accessible to the public when it is disclosed to a person who was not 
bound by secrecy at the time of disclosure, so that the clause of retroactivity of the above-
mentioned confidentiality agreement has no effect in this case on the assessment of the validity 
of the patent. 

It is thus established that the M1B1 yarn having the characteristics of the patent and the fabric 
made from that yarn were disclosed before the priority date of the patent (7 May 1996) to a 
person not bound by an obligation of confidentiality. 

It has been sufficiently demonstrated above that the disclosure thus made to Helioscreen, 
representing the public referred to in Article 54 of the European Patent Convention, extended 
over a period prior to the 6-month period provided for in Article. L 611-13 of the French 
Intellectual Property Code, preceding 7 May 1996, the French priority date of the patent in 
question; it is therefore not necessary to determine whether the sales of fabric by Helioscreen 
to the German company Krülland and their installation in a museum in Hamburg in January 
1996 should be regarded as abusive disclosure having occurred within the 6 months preceding 
the patent filing date, which, according to Chavanoz industrie, is the French priority date of 
7 May 1996 and, in a contradictory way, according to Mermet, the filing date of the European 
patent application. 

It is now for the  to determine whether the disclosure thus made could have made 
knowledge of the invention accessible to the public. 

d) on the availability to the public: 

Chavanoz industrie maintains that the cour -disclosure allegation 
in so far as, even by performing the analyses that it suggests, the skilled person would have 
been unable to derive, without undue difficulty and without having been informed beforehand, 
the composition of the yarns at issue. 

For its part, Mermet contends that the methods of analysis available to the skilled person on 
the priority date of Chavanoz's patent enabled him to discover the composition of the product 
by analysing the M1B1 yarn or the fabric made from this yarn. 

Whereupon: 

Under Article 54 of the European Patent Convention, for an invention to be made available to 
the public, the public should be made aware of it by means of a written or oral description, by 
use or in any other way. 
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A prior use is novelty-destroying only if the skilled person was able to discover the product's 
composition without undue difficulty and without having been informed beforehand of this 
composition. 

Mermet had analyses performed by scientific laboratories from samples of fabrics collected 
under a 
and then to examine the expert reports. 

- on the samples analysed: 

Two sorts of samples were provided for analysis: samples reconstituted according to the 
patented method, manufactured by Mermet under the supervision of Mr Orcel, bailiff based in 
Morestel; and samples collected on 20 

 

- , 24, 30 November and 
on 1 December 2016, that Mr Orcel, informed of the existence and content of the patent 
infringement action pending before the  involving Mermet and Chavanoz 
industrie, was requested by Mermet to record and attest the various stages of the yarn and 
fabric manufacturing process according to the claims of the patent, so that tests can be carried 
out to that effect by analysis laboratories. 

Accordingly, the bailiff attended, on different dates determined by the manufacturing process, 
the various stages essential thereto, taking the precaution, between each stage, to place under 
seal the overall materials from the previous manufacture, by himself removing the seals at 
each new operation after having carefully checked that they were intact. 

It is also indicated that the bailiff checked the weights and volumes of the products that he had 
previously identified, by keeping with his original document samples available on request for 
verification; he finally controlled the dosage of the materials after having checked the correct 
calibration of the weighing machines, obtaining a dosage in line with the formulation sheet 165 
tex attached as an annex to his report. 

The bailiff indicates that after the manufacture of the yarn core under his supervision and the 
coating of the yarn wound around spools, the fabric was warped and woven and then 
thermoset; a 5-metre strip was kept for a German laboratory, a 3-metre strip for a French 
laboratory, and a final 4-metre strip was placed under seal for any relevant verification. The 
bailiff then forwarded the samples thus obtained, with traceability of the dispatches and 

be no doubt as to the identification of the product finally analysed. 

No anomaly was noted in the present case regarding the identification of the matter finally 
obtained and analysed by the two laboratories, no criticism being made in that respect by 
Chavanoz industrie. 

- a second sample was collected on 20 October 2017 under the supervision of 
Mr Vermeire, bailiff in Ghent (Belgium), at Helioscreen. 

It emerges from the report drawn up on 20 October 2017 by the bailiff, appointed by Mermet, 
which had previously informed him of the existence and content of the proceedings against 
Chavanoz before the cour d'appel de Lyon emises and met 

original files of his predecessor Mr Dick Dolmans, containing in particular two samples of fabric 
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of the size of an A4 sheet, a document hand-written by Mr 
woven by Mermet with M1B1 experimental yearn on 8 
the order for analysis dated 11 May 1994 with an attestation of receipt on 16 May 1994, drafted 
by the same person in the German language. 

The bailiff proceeds to describe the dispatch process traced and confirmed by him, for a double 
analysis at the French and German laboratories of the two samples of E 816 fabric thus 
obtained. 

There is nothing in the file to doubt, in the present case, the authenticity of the products seized 
by the bailiff, no criticism being made by Chavanoz industrie in that respect. 
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It is thus established by the overall aforementioned scientific elements that the analysis 
methods and the scientific knowledge available in 1996 made the discovery of the invention 
possible by analysing the chemical composition of the fabric made from the M1B1 yarn 
manufactured by Chavanoz industrie, by noting that: 

- this yarn included the three fire retardants of the new claim 1 of Chavanoz's patent 
 0 900 294, which are aluminium hydroxide (hydrated metal oxide), antimony trioxide 

(oxygenated antimony compound) and zinc borate, hydrated or not, and that the total weight 
content of inorganic matter, including a glass core, was 51.7%, which is within the range 
comprised between 4 and 65% of the new claim 1, 

- the plasticizer for the sheath comprised organic phthalate according to the new claim 2, 

- the total weight content of the inorganic matter of the sheath was 9.8%, which is within the 
range comprised between 4 and 15% of the new claim 3, 

- the fire-retarding filler comprised the ternary composition of antimony trioxide, aluminium 
hydroxide and zinc borate according to the new claim 4, 

- the plasticizer weight content of the yarn was 14.6%, according to the new claim 5 according 
to which the plasticizer weight content does not exceed 40% and is preferably between 10 and 
20%. 

It was also possible, by analysing the fabric manufactured from the aforementioned composite 
yarn, to obtain its chemical composition the subject-matter of claims 7 and 8 of the amended 
patent, in the same way as was visible to the naked eye the use of the fabric as a blind or a 
curtain, the subject-matter of claim 9. 

The methods of analysis available to the analysis laboratory on the priority date of the patent 
on 7 May 1996, representing the skilled person as practitioners in the relevant technical field, 
having average knowledge and abilities, and common general knowledge in the relevant field, 
therefore allowed them to identify, without undue difficulty, the composition the subject-matter 
of the limited claims 1, 2, 3 and 5, and the textile structure the subject-matter of claims 7 and 
8 by analysing the fabric made from the M1B1 yarn according to European patent 

 0 900 294, so that the availability to the public of the yarn in issue resulted in the availability 
to the public of the alleged invention. 

It is therefore established that the yarn and the fabric, as well as the composition the subject-
matter of this patent were made accessible to the public before the priority date of 7 May 1996, 
so that the invention was, on the priority date, already part of the state of the art, resulting in 
making the claims of this patent invalid for lack of novelty. 

by way of a counterclaim, should be acceded to. 



 

  

             

            
             

     

  



            
             

        

               
            

              
                

             
              

    

             
              

           

                
      

              
   

            
           

     

          
            

      

  


