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Dear Colleagues

- When | wrote the foreword to the 2006 Yearbook | reported that the EPLA project had had |

.-a good year. The response to the Commissions' 2006 Questionnaire was overwhelming
in support of EPLA and the Judges at Venlce had just produced a workable set of
procedural rules :

| did however note that there was a risk that the EPLA project would be "communmsed“

That fear has to some extent materialised, not as a result of the actions of the
Commission but rather as a result of a small, but significant, group of member states who
announced thelr opposntlon to EPLA in early 2007 The s:gmf cance of this number of

a_El)-does_not

eX|st for EPLA It seems that the EPLA pro;ect as onglnally concelved |s now dead. This
was in fact reported at the last Venice meeting in November by Dr. Frohlinger from the
Commission who .is now charged with assisting: the Portuguese Presidency to find a
-satisfactory alternative jurisdictional regime for Europe. The latest Portuguese proposals
will- be reported on. at our 2007 Congress They were given a cautious but positive
receptlc»n by the Judges. .

I must say that | approach the 2007 Congress, my third as President, with mixed feellngs
. ;J am proud that our small organisation has now become a powerful voice in Europe in
'Jespect of patent law development; it is. vital that the views of practitioners are heard
Falongside those of the users if we are to have a patent system that works. | am however
. sad that this will be my last Congress as President. | have enjoyed the last three years
enormously with the support of wonderful colleagues on the Board. The Board will
.recommend Willem Hoyng to be the next President.of EPLAW. | believe that under his
‘leadership our organisation will continue to grow. in influence. | wish Willem well and |
- shall remain-on the Board to support him. : ’

o look forward to ‘seeing you alt in Brussels,

Kevin Mooney : _ : 7
. President - S R - <

' 12th November 2007
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EPLAW Congress - President’s Report

B EPLAW's MAIN OBJECT:

~ "Consistent and cost-effective enforcement of patent rignts throughout ‘
Europe in one court offering local access to patentees and a simple
language regime.”

m PROGRESS IN 2006 , :
— "GAT -v- LUK 13 Ju,')’., 2006: A step back?
— Roche -v- Primus '

- EPLA
— Judges’ Resolutlon October 2005 - 29 Judges

==Thessalonikr Decl t| 6 September-2006 - additional 45
signatures

— Commission Questionnaire on the Patent System in Europe (Section
3) 16 January 2006

Simmons & Simmons
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EPLAW Congress Pre5|dent’s Report

— Brussels Meeting - 12 JuIy 2006:
— ‘[EPLA]is a promising rotite towards [a] more unitary Junsdrctron
per C McCreevy
- C McCreevy s speech to the European Parliament - 28 September
2006
"A solid legal framework is essentral I must repeat this: we need - -
" to keep up.  Compared to.our. major trading partners Europe i is
) losmg ground .z
~ - there is a strong call for the rmprovement of the existing
European Patent system by the successful conclusion of a..
EPLA
—~ “..the Commumty needs to get lnvorved inEPLA.."
. . BUT S ,
= recognise that there are legitimate doubts and concerns... -
[mcludmg] the |mpact of the rules of procedure which we have yet
to see.. -

S_unmons&Sunmons
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EPLAW Congress - President’s Report

- AIPPI Resolution dated 11 October 2006 -

~ “Urges the member stales ofthe [EPC]... ' to adopt EPLA... as early
as pOSSIbIe

— European Parliament Resolution on Future Patent Pohcy in Europe dated
12 October 2006 .

+ *Urges the Commission to explore all possible ways of |mprovmg
patent lltlgatlon systems in the EU including parhcnpatlon in.. EPLA” :

. BUT : .
— ‘“as regards the EPLA,; considers that the proposed text needs

—significantimprovements;-which-address-eoncems-about-demoeratic
control... and a satisfactory proposal for the Rules of Procedure of -
the EPLA Court

Simmons & Simmons
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EPLAW Congress - President’s'Report'
Vemce I Resolutlon re. Rules of Procedure - 04 November 2006 .

[ | 'FUTURE 3

= Comm:ssnon Policy Statement re. EPLA and-the- Communlty Patent 7
November 2006 . v

-~ German Pre5|dency EPLA Conference ? June 2007

] COMMISSION QUESTIONNAIRE
.= ,Detaale‘d Response in March 2006 _
= - Attendance at Public H;eavrin'gr, July 2006
. mVENICE Il FORUM: 02-04 NOVEMBER 2006
- 'Resolution on Rules of Procedure :
Mock Trial .
* Future of Venice?

o e 4 ‘ o . Simmons & Simmons - -
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EPLA Congréss "-rPresiden't’s Report

m WEBSITE
— Refreshed
— Blog-site to come

" m MEMBERSHIP & FEES

Simmons & Simmons
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The FRAND Licensing Regime in
a Standard-Setting Environment:
“If it ain’t broken don’t fix it”

EPLA Cbnferehce

20-Novembar=2006=

Damien Geradin
. Howrey, LLP

chnology-driven world mdustry '
tion, device mteroperablhty, and product
tibility have become critical to promoting
tion and competition. ’

dards are typically created by standard settmg
rizations (SSOs) composed of part|C|pants from
-industry. :

have thus gained lmportance in technology— :
ectors.

riety-of SSOs engaged in standardlzatlon
mcreasmgly large number of mdustrles

A1




radltlonal standards development
es IPRs owners:

Iose the patents they consider essentlal fora
dard

pically provnde an assurance or commitment that, if
atents are-included in a standard, they will license
PRs on fair, reasonable and non-discriminatory
_ND) terms, with or without monetary compensation

nota-smallFeommitmentasIPRs-granttheright————

lude, i.e. not to provrde a license at ali
terms are typlcally negotlated on a

regime allowed successful -
opment of innovative technologies
mobile telephony, Internet, WIFI,
"tc ) and has fostered competltlon

es of FRAND are rare (there is very
ase- Iaw) and involve disclosure
"ambush), not Ilcensmg terms

2




ue FRAND is not working
d t ‘at mterventton is needed

(to the Commnssuon) that

 standard has been adopted, essential patent
will seek to exploit the alleged extra market
er-that has been given to them by standardization to
irge “exctesswe” royalties in breach of thelr FRAND
imitmen

also say (in SSO0Os) that:

:Iementers of standards are unable to obtam

menting the standard

tlative-royalty rates paid by users when the
ard.involves multiple essentlal patents may be too
stackmg)

e nteNentiOn of the European VC'en"irnission
nd.an infringement of Article 82(a) to place
it on the royalty that can be charged by .

tial patent holders based on the theory of : |

cal proportlonallty
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modify ETSI IPR Policy

‘of some firms to modify ETSPs IPR Policy failed
firms with dlfferent business models have different
entives when it comes to IP licensing:
‘inhovators (upstream only) Royaltles represent the life
d of these companies

/ rt ally -integrated firms (upstream and downstream) -
Essentially interested in cross-licensing. Low royalties or even
royalty may be acceptable. .

‘manufacturers (downstream only) - They want to pgy less

?becaus&thlgwauldmue@tﬁéiﬁmﬁ

fequnpment Also tend to believe that lower royaltues -
eﬁt them by reducmg price of equipment.

Royélfy faté :

M
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opposed incentives

Low Royalty rate

e High Royalt)r rate

C _omptamts based on
-conceptrons "

bates occurmg at the moment are based on
tal mlsconceptronS'

 No ex anfe dlsclosure of llcensmg terms under the existing

' regrme

S are all that mLalters in llcehsirig negotiations

sential patents for a given standard are spread overa

,mber of holders there will be a royalty stackrng problem




o the general posntlon in favour of a
d-application of Article 82 EC to regulate
gnificant arguments militate against such
n in the context of Ilcensmg of IPRs: -

0, based methods are-ill-suited to b&emploved as

benchmarks for IPRsS.

e comparators will usually be difficult to- |dent|fy
at- IPRs are by definition unique

nder FRAND conditions has proven successful.
o evidence that it has prevented innovation: and
,competltlon

hat royaltles imposed by non-vertically integrated
are .excessive and the Commission should reduce
royaltles are based on unsupported theorles and

0 move away from FRAND or to re-interpret this -
re:essentially mptlvated by shifting rents




PHILIPS

EPLA Conference
20 November 2006

Paul Lugard
Head of Antitrust Royal Philips Electronics

EPHILDS: &

- Overview

* The interface between IP law and antitrust
=.Innovation vs price competition
_ ~ Compulsory licensing .
- Dynamic vs slatic efficiencies . '

« IP and antitrust in the consumer electronics sector
— Cross licensing -
~ Patent paols and joint licensing
— Non assert provisions
— Royalty rates and other terms

P Lot CONFIDENTAL B

Innovation and price competition

* Inpovation is the key driver for economic growth and long
‘term consumer welfare, but there is fierce debate among
economists on which market structure is most conducive

* to innovation. (Aghion ¢.s..2002). How should antitrust
policy respond?

Postogmt " commeimuL ;

Compulsory Iicenging of IP rights

+ Although antitrust policy respects the existence of IP
rights, the scope of compulsory licensing obligations is
- still debated. See e.g. Taiwanese CD-R case.

SPRILIPS ¥

Dynamic and static efficiencies
under Article 82 EC

« The Article 82 EC Discussion Paper fails to-provide a
clear framework for identifying exclusionary conduct by.
dominant firms, in particular if the conduct may have
mlxed effects-and-may affect innovation.

[ CONFIDENTIAL

ipHiaRs

IP and antltrust in the consumer

electronics sector

+ The consumer electromcs sectori |s charactenzed by
strong price competition and |ncreas|ngly shorter
* product life cycles, but IP is important..

v - . CONFIDENTAL * &8




“PHILIBS

Cross licensing agreements - .

« Cross licensing agreements ensure design freedom by
_preventing future infringemenit claims by the other party
and are therefore generally pro-competitive. But DG
COMP policy casts doubt over these type of agreements:

“PHILIPS

Patent pools and joint licensihg

+ Technology pools whereby two or more parties assemble
a package of technology with a view to licensing third
parties reduce transaction costs and may be pro-
competitive. But the analysis is difficuit and DG COMP

_“second guesses” parties' decisions.

+ The statement that fnclUsion of substitutable technologies
-amounts to a hardcore violation of antitriist law is too
harsh. . -

rr— CONFIOENTAL 89

PHILIPS

Non assert provisions

« Non assert provisions may be both pro-competitive
and severely anficompetitive because of their
negative effects on‘innovation. DG COMP is
however as yet reluctant to develop-any meaningful
policy in this area, : '

" Royalty rates and other terms

* DG COMP policy with respect to exploitative abuses
under Article 82 EC does not provide a meaningful
framework of analysis for determining (F)RAND-
terms. It would be helpful if DG COMP would
appreciate that IP licenses are an input and that the
value of knowledge can hardly be détermined, if at
all. .

¢




Patents and competition law |n the

pharmaceutical industry

Hans Pegt
Vice President Legal Affairs Organon
Organon BioSciences N.V.

Overview

. Perceptié'n froﬁ outside world

; Cost & return of resea}ch &7 development
'+ The AstraZeneca case

» Negative Trends
)

Evergfeening

) ws vs MDDIFIED T smmrrqmv
: R PATENT EXPIRED,
Jo NGI.J ws WANT A Nsu PATENT,

MEJEE AT EeS Feau A
O e TSt

Landmark cases in the pharmaéeutical

~ industry

* BMS ~ Buspar® in the USA

- Patent litigation based on patent on metabolite - setflement of

“criminal case as well as civil (¢lass) actions, tolal amount
$535,000, 000 .

. AstraZeneca Losec® in the EU

Abuse of a dominant posmon on Losec (omeprazole) - fine by
the European Commission of Euro 60 million

: ,VTimeI'risk'in'v'vaed in phai-maéeutiCaI R&D

1.5 year

2 years

Cost/success rate of pharmaceu.ticail,R&D

_* Average cost for development from molecule to

market 800 mllllon 1 billion Euro -

. Only 3 out of 10.000 molecules reach the market

13




Patent term

* Patents on compounds should be filed in t'he drug

~ is'max. 8-10 years

* «Patent term restoration possible: by obtaining a .
supplementary protection certificate (SPC) extending

discovery phase (10—12 years before market launch) - L

* With the average léad time to market the patent term left -

_Lifecycle

sfucyale of a

Potene « 5PC
expiry ond genertc
mpecition

I® g

‘auehorisation
o

; B
D Sie o ey v s rees rverseveess mrs o Fert e sesreessreeesereeserrsrsrers ey

patent term with a-maximum of five years, bringing the - ramee
 total patent termto not riore than 15 years = oty 2 e i e e eI P €At S st R
;
The AstraZeneca case The AstraZeneca case (cOnt.) ) i

Penalty by the Commission for misuse of patent system
to delay entry of generic drugs:

+ alleged "misrebreéentations" to national patent offices

* of Losec in the EU in order to obtain SPCs

* selectively deregistered the market authorizations for
Losec capsules.in certain EU countries in favor of the
niew Losee (MUPS).tablet formulation in order to delay

_entry by generic firms and prevent parallel trade

- AstraZeneca appealed, among others, because:

with réspect to the:date of first marketing authorization -

« it actedin good faith and when making representations to
Patent Offices or Courts to obtain SPCs for Losec

~the Comniiss,ion has failed to properly analyze the crucial
issue of relevant market and the definition of dominance
inthe pharmaceutical industry

»NegatiVe Trends

+ Narrow deﬁnition of r_el'evan,t mérket by competition
authorities . . e ' - :

+ Restrictive position of EPO in‘oppositions to invalidate
what they view as.“evergreening patents”

20 _




Pierre Véron - Gat v Luk and Primus v Roche - | B o 1




.EPLAW - General Assembly

November 20, 2006

Pierre Véron - Gat v Luk and Primus v Roche
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', Pierre Véron - Gat v Luk and Primus v Roche BEREES o ) 4
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fig an interim inj
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Indirect infringement
The Senseo cases
in Germany, Belgium and Netherlands -

Introduction by F. de Visscher

The legal rule

Origin : art. 30 CPC (1975)
Adopted in almost _all EC countries

= art. 8 of the present EC draft regulation on
Communlty patents

Requirements for prohibition

. The four material conditions (supply,

means relating to an essential element,
putting the invention into effect, to-a -
person not entitled)

. One subjective condntlon the suppher

« knows »

. Special regime for « staple commercial

products »

Additional issues

D. The injunction order ; means
supplied/offered? Warnings/disclaimers?

E. Damages and compensation

A : The material eonditiohs

. Supply (or- offer to - )W|th means'in the

territory

. Means relates to an essentlal element of

the invention

. For putting the mventlon into effect in the

territory.

.- To a'person other than one entltled to

exploit the invention

A2 means relating to an
‘essential element of the
|nvenuon

a) Essential element
= any feature in the claim? or in the
. charactenzmg part only'7
. = a feature by which the invention
- differs from the prior art? - -
b) «Relates to » '
"= to be, to cooperate with?

R



A 2 (continued)

- Quidif - -
“- the means supplied is known in the prior
-ant? 7
- the means, possibly already existing.on
the market, existed as such and has not
been adapted to the patented system? (cfr
C : « staple » produets).

A 3 : for putting the invention
~into effect in the territory

- actual or péssible putting the inventipn into

effect?

- by the person supplied or by everyone else?
- link with direct infringement?

A 4 : to a person other than one.

enﬁﬂed

- B : The subjective condition

“-a) the knowledge (proved or as'surﬁed) by
--the supplier/offerer ) :

b) that the means is suitable

.¢) and intended for putting the invention
into effect :

C : « Commercial staple
products »

- must the product pre-exist to the

patent/introduction of the invention in the
market?

- must it pre-exist as such (dimensions,

shape, etc.)?

* k %k
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~ Indirect infringementv

The defendant’s position

Wouter Pors
Bird & Rird, The Hague

‘Essential element:_ - theory

* Means related to an essential element of the invention
-+ Element of the invention: abstract concept
~ » Means related to: embodiment_

» What is essential? ' s

.+ Dutch government explanatory note: it is not sufﬁcwnt that :

it can be used, it should be essential ,
~ » No need that it is made especially for the invention
. Hoyng: must be part of the patented combination |
-« Benyamini: should bear pa'rtichlar relation to.the - -
invention’s teachings, not just be necessary for it




Essential element — Supreme Court

.+ The appeals court held that the pouch holder is the
difference between the invention and the prior art

~« The simple fact that a coffee pouch needs to fit, does

" not make it a means related to an essential element
- » Must fit was known from prior art '

Verkade: the pouch did not require any changes

If under these circumstances the pouch is essential, water

may also be essential (compare Benyamini) ,
Essential is different from functional (German approach)

* Essential for making coffee, not essential for the invention

Essentral element add1t1onal

» Pouch is the problem not the solutron

-« Patent: the problem is the bypass of water that occurs
- around the pouch :

e If the pouch is part of the problem it cannot be a part
-of the solutlon and thus not an essent1al element of
the invention

: N



«_Exception: 1nducement to infringe

Staple 200ds

. Generally available on the market
« Traditional example screws and nails

-+ Coffee pads are generally available and have been for a
long time '

* Benyamini: a non-staple product may well be rendered a
- staple after the grant of the patent, and even owing to the
* patent, if a substantial non—mfrrngmg use is discovered

» To act in the course of trade, which consumers do not do ’
. Competrng coffee machrnes entered the market

Relevant acts
* Supply or offer to supply

~+ Not: “bemg mvolved in any way in 1nd1rect mfnngement”

« For putting the invention into effect
* Suitable and 1ntended for that 1 purpose

+ KPNv. BT: apparatus not only used for patented process of _

blowing glass fiber cables through a duct, but also for
copper cables

« Alternative coffee machmes that use the same type of pads

entered the market

yo



Geographical limitation

Supplying within the territory
* Dutch law: Netherlands for European patent, Netherlands
and Dutch Antilles for national patents
* Calgon Carbon v. Pannevis: some parts made in leand
for Dutch company, but supplied to China
* Putting the invention 1nt0 effect in the relevant
territory -
. Calgon Carbon V. Pannevzs SBM v. Bluewater: parts

Supyn'o\fioi 1] 'Ul'lﬂg_m apparalu&elsewlme no
mfrlngement
. Not a tort e1ther SO far

Third party

Supply to a person not ent1tled to explo1t the
1nvent1on :
+ Supplying to 11censees allowed

* Implied licence by purchase of Senseo Crema machine
* Benyamini: The phrase “a party entitled to the invention” includes -
not only a contractual licensee; but also a person who has an
_implied license from the patentee to use the invention (...) for
example purchasers from the patentee of an apparatus which
performs the patented invention or means exclusively suitable for
utlllzmg the invention (...) - s

« Patent r1ghts exhausted by sale of Senseo Crema machine
* The patentee was rewarded for his invention ‘

w




Bad faith supplier

. Supplief must know or it should be obvious that
means are suitable and intended for putting the
intention into effect

« Notification by patentee \
+ Start of infringement proceedings

. Exceptlon ‘ |

« Substantial or commercially 31gn1ﬁcant non-lnfnnglng use
(Sony Betamax KaZaA;, MGMv. Grokster)

+ Court of Appeals 9t circuit: constructive knowledge of the
1nfr1ngement could not be 1mputed

3
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" Indirect infringement

The Senseo cases:
Overview of the decisions

F. de Visscher

Diverging views ...
Germany : LG-& OLG : indirect infringement : yes
but OLG .(Minges) limited the injunction

The Netherlénds‘ : First instance : yes
Appeal & Supreme Court : no

.. Belgium : First instance : no

Appeal : yes

Fairly clear issues ...

‘A3 for putting the invention |nto effectin
the territory

a) = 6bjective suitability of the pouches to
_co-operate with the container :
+ explicit or implicit reference
b) private use exception does not matter
(cf.para. 3)

Fairly clear issues (continued)

A 4 : to a person not entitled »

+- the not entitled person supplied may
differ from the one who eventually puts-
the invention into.effect -

+. “no exhaustion of rights on the whole
patented set (container + pouch)

- absence of prohibition to-use other
‘pouches is not an implicit licence

Fairly clear issues (c_oritinued '2)

. B the subjective condition

Yes because of the claims « suitable for all
coifee pouches systems.» or « Café
Créme » + success and first place of

- Senseo machines (LG + OLG; appeal
BE)

Fairly cleaf issues (conti:nued '3) '

'C staple commercial products?. -

No:the htlglous pouches did not eX|st as
such prior to the introduction of the
Senseo machine (OLG appeal BE)

‘I Tobe known in the pnor artis not relevant

(OLG)

3




The real debate

. A2: Means relating to an essential element
of the invention?

Two approaches : )

. the claim (LG, OLG, NL1st mstance BE
appeal)

- the inventive idea (BE1st mstance NL
appeal)

« Relating to an essential
element »

Germany (+ NL 1stinstance + BE appeal) :

A claim feature is an essential element, -
even if known, in-principle
(= unless unimportant for realising the

- inventive concept) (OLG + LG)

Means does not need to be individualised in

function of the invention (cf. para. 2) (OLG);

no need to be new or inventive (OLG + BE
. appeal)

« To relate to » = to be or to ¢o-operate with
' the essential element (unless bringing
nothing to the realisation of the mventlve
concept) (OLG)

Dutch approach (eppeal + Hoge
- Raad) (BE1st instance) :

\Although the whole claim is to be considered

(art. 69 EPC)

Only the container has been modif ed by-the
invention : it is therefore the essentlal
element

The pouch is not an element by which the

invention differs from the prior art : it was
known as such and has not been modified

“The need to use the ’pouc?\j for making the -
A ma‘chine work is not fsvufﬁcient.

But no clear reaeohs why the poilch does
not relate to'the essential element (the
container)

'Who i%-Wrong?

. The |nvent|ve concept has a-role in both

views

» Is « essential » deflned by history

" (difference from the prior art) or by the
technical role in the lnventlon as worded in -
the claim?

+ What about « relatmg to »? Broader than -
«tobe»?l

* % &
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