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Working Paper of the European Patent Lawyers Association (EPLA)

I. Regional Courts — Central Courts

1. What are the reasons for centralization?

The Commission has not yet explained, why more than a central court in the sec-
ond instance (appeal court) is needed and why it proposes a central court already
in the first instance, taking into account

a)

b)

d)

9)

the comparable situation in the US (first instance courts in the states;
central court only in the second instance: CFC in Washington),

that in no member state civil law cases (including civil law patent cases)
are legally centralized in the first instance,

the fact, that the Community has opted to use the national court system
for

M the Community Trade Mark
2) the Community Design Right
3) the Community Plant Variety Right

the Resolution of the European Parliament of April 10, 2002 which pro-
posed, that the Community Patent should use the national court system
for the first instance

the fact, that the Commission is about to decentralize the application of
Art. 81 (3) EC to national courts and national antitrust-offices

that any decision of the first instance which the losing party does not ac-
cept may be appealed to the central appeal court giving industry the legal
security wanted

that a central appeal court can influence and govern the interpretation
and application of the Community Patent regulation by landmark deci-
sions

2, Regional and/or Central Panels?

a)

b)

The Commission proposes to create regional panels, but only after 150
cases in a given year have been started with the central panel.

If the reason for doing this would only be a workload too heavy for the
central panel (this is the reason put forward by the Commission), the
better and logical solution would be a second central panel.

However, according to the Stockholm Commeon Approach, the reasons for
creating regional panels are, that the proceedings are conducted

(1) close to the parties,

2) close to the infringing acts and to the means of proof (withesses,
inspection of infringing objects) and
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3) in the language of the court and of the local parties, which consti-
tute the majority of litigation parties, especially from the group of
small and medium industry.

d) If the reasons ¢) are decisive for the creation of regional panels, these re-
gional panels should be instituted as soon as possible, i.e. already from
the beginning of the CPC. There would be no logical reason for the users
of the system to wait for the advantages of regionalization for a long time
(150 cases per year in the central panel).

e) This would, also, give the patent owner, who, after having got his patent
after a, in many cases, long and costly procedure before the EPO, the
possibility to choose the panel with infringement-jurisdiction best qualified
for deciding the case. It would, at the same time, preserve a sort of com-
petition for quality which has benefited the EP-Bundle-Patent court sys-
tem.

) The complete centralization (for a long period) would not exclude the
danger of a bottle neck in the central panel, which could arise especially
due to the language regime for the central panel. 140 cases per year
coming into the central panel for several years could result in a work load
leading to very lengthy procedures. Therefore, the 150-cases-rule of Art.
5 of the Commission's proposal must — in any case — be amended by a
clause according to which a regional panel will be instituted, if the central
panel was not able to decide on ten pending cases within less than two
years.

g) Since quality and speed are decisive for creating regional panels, those
locations should be selected to be the seat of a regional panel which have
shown quality and speed under the EPC-Bundle-Patent. The number of
EP-decisions per year is one indicator, not excluding other indications
(large economies, high quality of judges, expertise in cross-border-
litigation).

3. Scope of review by Appeal-Court

a) EPLA approves of the proposal in the Commission's paper of August 30,
2002 according to which the CFE, acting as appeal court, should hear, in
certain cases, also new facts, but that this scope of review should be lim-
ited.

b) The cases to be envisaged for hearing new facts should be enumerated
in a non-exclusive manner taking over the reasons mentioned in the
Community in its commentary to Art. 4 in section 3 (changes to the stat- ,
ute of the Court of Justice relating to the Court of First Instance). :

4. Isolated Invalidity-Actions, Negative Orders for Infringement

a) Isolated invalidity-actions should be brought before the central panel in
order to exclude forum shopping regarding invalidity, which industry
wants to avoid.
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b) Negative actions for non-infringement should be brought before the panel
which is competent for a (positive) infringement action (domicile; place of
infringement).

C) If the patent owner starts a (positive) infringement action before another
panel, the panel dealing with the actions a) and b) should refer their case
to that court.

5. Civil Law Questions
a) The CPC (central or regional panel; CFl acting as an appeal court) may

decide on all questions of European Law, especially the provisions of the
Community Patent Regulation.

b) Patent infringement actions, however, are civil-law actions in which civil-
law questions may be raised for which there is no European civil-law so-
lution.

c) EPLA advises against staying the procedure in order to let the parties

seek a decision by the competent civil-law court of a member state. This
would lead to an undesirable length of the patent infringement action and
could be creating the danger of abuse (raising civil-law defences in order
to stop the infringement action for some time).

d) The CPC should, by an express rule in the Community Patent Regulation,
be given the right to apply the civil-law of a member state, which, by the
applicable rules of international private law should govern the case. The
CPC should be expressly empowered to decide, the civil-law of which
member should be applied, even in those cases, in which the interna-
tional private law of more than one member state would be applicable.

08 November 2002
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08 November 2002
EPLA

Resolution on a European Court System for Patents

The European Patent Lawyers Association (EPLA) is the representation of lawyers with
long-time experience in Patent Litigation. EPLA wants to share the experience of its
members with the EC-institutions (Commission, Council, Parliament, ECJ) active in pre-
paring a Community Patent with a Community Patent Court system. It also wants to give
any information or advice useful for the Working Group of the European Patent Conven-
tion (EPC) on a European Patent Litigation Protocol (EPLP).

During EPLA's 2. congress in Brussels on November 8, 2002, EPLA discussed questions
relevant for both possible systems. '

Lawyers are representing claimants and defendants. Their only "interest" lies in a high
quality and a reasonably quick procedure, which, concerning the Community Patent,
convinces the inventors that they are well advised to use the Community Patent and not
to continue to use national patents or the EPC-bundle patent.

Regarding the Community Patent, the deliberations during the second congress form the
basis for the following Resolution:

1. EPLA had welcomed the Common Approach reached under the Swedish Presi-
dency in Stockholm stressing the importance, regarding the first instance, of

- courts close to the conflict and to the parties,
- courts using the language of the parties in its area of jurisdiction,
- quick and low-cost proceedings.

The Community Patent will not be accepted, and the EPC-bundle-patent will con-
tinue to be used, if the solution for a central and regional Community Patent Court
does not follow these principles, on which the Council agreed.

2. EPLA welcomes the proposal accepted by the European Parliament on
April 10, 2002 regarding a court structure,

- where the first instance decisions are rendered by national courts with long
experience in patent litigation and

- where an appeal from these courts is available to a centralized second
instance.

This solution, which is implementing the principles of the Stockholm Approach
would leave more than 70 % of all patent litigation cases close to the parties. The
more difficult or the more disputed cases would, on appeal, be decided by the cen-
tral appeal board, which would give, by its decisions, guidance for the courts of the
first instance. This solution is compatible with the relevant Articles of the
Nice Version of the EC.
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3. EPLA would, if the proposal No. 2 is not accepted, be in favour of a system,

- where the central panel and a sufficient number of regional panel of the
Community Patent Court would decide in the first instance, and the court of
first instance of the European Court of Justice would act on an appeal from
these panels,

- if the regional panels would be established where national courts with the
highest numbers of decisions on European Patents exist showing the confi-
dence of the owners of European Patents in their jurisdiction,

- if the regional panels would start to work at the same time as the central
chamber

- if the regional panels would, if they not otherwise agree, use the language of
their country, which would highly facilitate the procedure regarding difficuit
technical cases.

- if the jurisdiction of the central chamber and the regional panels would follow
the rules of Regulation 44/2001 (ex Brussels Convention).

4. EPLA strongly advises against the latest proposal of the EC-Commission, which
would centralize all cases in the central panel, until this panel would decide 150
cases per year, starting only then with the establishment of regional panels. This
would remove patent litigation for a long time from the neighbourhood of the parties
and prove to be a strong deterrent against the use of the Community Patent. A
patent owner would feel much more comfortable under the present European Pat-
ent-system.

5. EPLA does not see a lack of competence of EC-member-states to conclude a
European Patent Litigation Protocol (EPLP). The Community Patent Court and the
EPLP-Court would not decide on the same patents (Community Patents; EPC-
bundle-Patents).

However, EPLA favours the Community Patent Court-system, leaving the EPC-
bundle-Patent-cases to the national courts, which would, deciding EPC-bundle-
patents, certainly follow the guidance of the Community Patent Court on Commu-
nity Patents.
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The Governments of the Member States and the European Commission were represented as

follows:

Belgium :
Mr Charles PICQUE

Mr Eric TOMAS

Denmark :
Mr Bendt BENDTSEN
Mr Helge SANDER

Germany :
Ms Wolfgang CLEMENT

Mr Hansjérg GEIGER

Greece :
Mr Apostolos TSOCHATZOPOULOS

Spain :
Mr Ramén de MIGUEL Y EGEA
Mr Pedro MORENES EULATE

France :
Ms Nicole FONTAINE

Ms Claudie HAIGNERE

Mr Renaud DUTREIL

Ireland :
Ms Mary HARNEY

Italy:
Mr Antonio MARZANO

Mr Rocco BUTTIGLIONE
Mr Guido POSSA

Luxembourg :
Mr Henri GRETHEN

Netherlands : i
Mr Atzo NICOLAT

Austria :
Mr Martin BARTENSTEIN

Portugal :
Mr Carlos TAVARES

Finland :
Mr Kare HALONEN

Sweden :
Mr Sven-Eric SODER
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Minister for Economic Affairs and Scientific Research, with
responsibility for the Policy on Large Towns and Cities
Minister of the Brussels Capital Regional Government, with
responsibility for Employment, Economic Affairs, Energy and
Housing

Minister for Economic Affairs, Trade and Industry
Minister for Science, Technology and Innovation

Federal Minister for Economic Affairs and Labour
State Secretary, Federal Ministry of Justice

Minister for Development

State Secretary for European Affairs
State Secretary for Science and Technology Policy

Minister attached to the Minister for Economic Affairs, Finance
and Industry, with responsibility for Industry

Minister attached to the Minister for Youth, Education and
Research, with responsibility for Research and New Technology
State Secretary to the Minister for Economic Affairs, Finance and
Industry, with responsibility for Small and Medium-Sized
Enterprises, Trade, Craft Industries, Liberal Professions and
Consumer Affairs

Ténaiste (Deputy Prime Minister) and Minister for Enterprise,
Trade and Employment

Minister for Production Activities
Minister without portfolio, Minister for Community policies
Deputy Minister for Education, the Universities and Research

Minister for Economic Affairs

State Secretary for European Affairs

Federal Minister of Economic Affairs and Labour
Minister for Economic Affairs

Deputy Permanent Representative

State Secretary at the Ministry of Foreign Affairs, with
responsibility for Nordic Cooperation
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United Kingdom :
Ms Patricia HEWITT

Commission :

Mr Erkki LIKANEN
Mr Frits BOLKESTEIN
Mr Philippe BUSQUIN
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Secretary of State for Trade and Industry, Minister for Women

* *

Member
Member
Member
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COMMUNITY PATENT

The Council reached agreement on a common political approach regarding the Community Patent.

Discussions were based on a Presidency compromise proposal taking into account elements from

previous debates. The text agreed, which covers de main principles and features of the

jurisdictional system for the Community Patent, the language regime, costs, the role of national

patent offices and the distribution of fees, is set out below:

Hl.

1.1

1.2

1.3

1.4

L5

1.6

THE JURISDICTIONAL SYSTEM

The jurisdictional system of the Community Patent will be based on the principles of a unitary
Court for the Community Patent, securing uniformity of the jurisprudence, high quahty of
working, proximity to the users and potential users and low operating cost.

The Court of Justice shall have exclusive jurisdiction in actions and claims of invalidity or
infringement proceedings, of actions of a declaration of non-infringement, of proceedings
relating to the use of the patent or to the right based on prior use of the patent, or requests for
limitation, counterclaims for invalidity or applications for declaration of lapse, including
requests for provisional measures. The Community patent may also be the subject of
proceedings or claims for damages.

The litigation of Community Patents shall at first instance take place before a judicial panel
established by a Council decision according to Article 225a of the EC Treaty. The appeal
shall lie with the Court of First Instance of the European Communities (CFI). This judicial
panel, called Community Patent Court (CPC), shall be attached to the CFI. Its seat shall be at
the CFI. The judges shall be appointed on the basis of their expertise and taking into account
their linguistic skills. The Community Patent Court may hold hearings in Member States other
than that in which its seat is located.

The chambers of the CPC shall sit in sections of three judges.
The judges shall be appointed by a unanimous decision of the Council for a fixed term. The
candidates for appointment must have an established high level of legal expertise in patent

law.

Technical experts will assist the judges throughout the handling of the case.

6874/1/03 REV 1 (en, de, it, sv) (Presse 59) 15
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1.7

1.8

1.9

2.1

22

23

24

25

3.111.2003

The CPC will conduct the proceedings in the official language of the Member State where the
defendant is domiciled, or in one of them to be chosen by the defendant, where in a Member
State there are two or more official languages. At the request of the parties and with the
consent of the CPC, any official EU language can be chosen as language of proceedings. The
CPC may, in accordance with the rules of procedure, hear parties in person and witnesses in
an EU official language other than the language of proceedings. In that case translations and
interpretation into the language of the proceedings from another official EU language should
be provided.

An appeal against a final decision of the CPC may be brought before the Court of First
Instance.

The Community Patent Court shall be established at the latest by 2010. Each Member State
shall designate a limited number of national courts to have jurisdiction in the actions and
claims mentioned in paragraph 1.2 above until that time.

LANGUAGES AND COSTS

The language regime must meet the objectives of affordability, cost-efficiency, legal certainty and
non-discrimination.

The language regime for the Community Patent will, up to grant, be the same as the one provided
for in the European Patent Convention. This means that the applicant has to present a complete
application document in one of the three official languages of the EPO as well as, at the time of
grant of the patent, a translation of the claims into the two other EPO languages. However, where
the applicant files the application in a non-EPO language and provides a translation into one of the
EPO languages, the cost of that translation will be borne by the system ("mutualisation of costs").

For reasons of legal certainty - in particular in connection with actions or claims for damages - non-
discrimination and dissemination of patented technology, the applicant must, upon the grant of the
patent, file a translation of all claims into all official Community languages except if a Member
State renounces the translation into its official language. The translations will be filed with the
EPO and the costs borne by the applicant, who decides on the number and the length of claims
to be included in the patent application, thereby having an influence on the cost of translation.

The renewal fee for a Community Patent must not exceed the level of the corresponding
renewal fees for an average European Patent and will be progressive throughout the life of the
Community Patent. The level of procedural fees for processing an application for a Community
Patent will be the same regardless of where the application is filed and where the novelty
search is carried out (EPO or national patent office). The level of fees will be related to costs
for handling the Community Patent and must not lead to any indirect subsidy of national patent
offices.

The Commission is invited to carry out a study into the possibility of further savings in costs,
for example in respect of services rendered by patent agents.
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ROLE OF NATIONAL PATENT OFFICES (NPO)

The European Patent Office (EPO) will play a central role in the administration of Commumnity
Patents and will alone be responsible for examination of applications and the grant of
Community Patents.

All national patent offices will have an important role to play, as set out in the Common
approach of 31 May 2001, inter alia advising potential applicants for Community Patents,
receiving applications and forwarding them to the EPO, disseminating patent information and
advising SMEs.

Applications for Community Patents can be filed with the National Patent Office of a Member
State in its working language(s). Applicants will remain free to present their patent
applications directly to the EPO. They may also request that their applications be fully
processed by the EPO.

On behalf of the EPO and at the request of the applicant, National Patent Offices of Member
States having an official language other than the three official languages of the EPO may carry
out any task up to and including novelty searches in their respective language(s).

National Patent Offices of Member States having as their official language one of the three
EPO languages, which have experience of cooperation with the EPO and which need to
maintain a critical mass may, if they so wish, carry out search work on behalf of the EPO.

The relationship between NPOs carrying out tasks referred to in paragraphs 3.4 and 3.5 above and
the EPO will be based on partnership agreements, containing inter alia common criteria for
quality assurance. These criteria (covering documentation, staff training and qualifications
and working tools) would aim to guarantee a comparable quality and uniformity of the
Community Patent. The implementation of these partnership agreements, i.e. the compliance
with these objective quality standards, will be subject to independent periodic review.

The Community Patent system will include a safeguard clause according to which the Council,
acting on a proposal from the Commission after consultation with the EPO, can agree to extend the
involvement of any NPOs in search activities to meet any severe problems of capacity in delivering
Community Patents. Such arrangements must not lead to any reduction of quality of the
Community Patent.

DISTRIBUTION OF FEES

NPOs will be compensated for the activities in respect of Community Patents referred to in
paragraphs 3.2, 3.4 and 3.5.
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4.2 Renewal fees for Community Patents will be payable to the EPO, which will keep 50 percent
to cover its costs, including the costs of searches carried out by NPOs. The remaining 50
percent will be distributed among the NPOs of the Community Member States in accordance
with a distribution key, which will be decided by the Council.

4.3 The distribution key will be based on a basket of fair, equitable and relevant criteria. Such criteria
should reflect patent activities and the size of the market. In addition, considering the role to be
played by NPOs as described in paragraph 3 above, a balancing factor should also be applied

where Member States have a disproportionately low level of patent activities. On the basis of these

criteria the Member States’ share shall be adjusted periodically to current figures.
5.  REVIEW CLAUSE

Five years after the grant of the first Community Patent, the Commission will present a report
to the Council on the functioning of all aspects of the Community Patent and, where
necessary, make appropriate proposals. The assessment will cover the issues of quality,
coherence and time required for decisions and cost to the inventors. The Commission may
propose recommendations for further changes of the jurisdictional system. Further reviews
should be made periodically.

STATEMENT BY THE COUNCIL

The Council states that the words "upon the grant of the patent” in paragraph 2.3 mean within a
reasonable time from the date of grant of the patent. During this time, the granted patent shall be
valid irrespective of availibility of translations of all claims into all official Community languages.

The Council notes that the German delegation considers that a reasonable time would be within
two years from the date of the grant of the patent.”

It is recalled that the purpose of the Community Patent is to provide for the creation of a single industrial
property right for the whole Community, to be granted by the European Patent Office (EPO) in Munich. It
aims at eliminating the distortions of competition created by the territorial nature of national protection rights
and ensuring the free movement of goods protected by patents.

The European Council has emphasised on several occasions that the Community Patent must be an efficient
and flexible instrument — obtainable by businesses at an affordable cost — which complies with the principles
of legal certainty and non-discrimination between the Member States.

In the EU, patent protection for innovation is currently provided by two systems — the national patent
systems and the European patent system — neither of which is based on a Community legal instrument. The
1973 Munich Convention established a European Patent Organisation, of which the EPO is part, laying down
a single procedure for the granting of patents, which once granted become national patents subject to the
national rules of the contracting states. All of the EU's Member States are members of the Convention, which
is governed by international law.

Companies would remain free to choose the type of protection best suited to their needs. Given that the EPO
would be responsible for examining patent applications and granting Community patents, the new system
would require the Community's accession to the Munich Convention as well as a revision of that Convention.

6874/1/03 REV 1 (en, de, it, sv) (Presse 59) 18
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EPLA

European Patent Lawyers Association

March 14, 2003

Community Patent « Common political approach »

EPLA Position paper

The European Patent Lawyers Association (EPLA) comprising lawyers with many years experience in
European Patent Law litigation welcomes the breakthrough achieved in the EU Council in creating a
Community Patent. European patent litigation lawyers and their international clients have awaited the
establishment of such a Community-wide patent right for m‘ore than 30 years. By adherence to the
European Patent Convention the Community offers inventors the option to choose between the traditional
"European Patent" offering, by a central grant through the European Patent Office, a bundle of national
patent rights on the one hand and the new unitary Community Patent covering the entire Common Market

on the other hand.

The choice which inventors will make will largely depend on the quality which the Community Patent
system can offer, and this quality will be determined by the cost of obtaining and maintaining a
Community Patent and by the cost and the speed of the Community Patent Court which will decide

infringement and nullity proceedings.

Regarding the structure of the Community Patent Court, the Council, until now, has not followed the
European Parliament Resolution that the first instance should consist of regional courts with a central
appeal court giving guidance to their decisions which was also the unanimous advice of European patent
litigators represented by EPLA. Instead, the Council has opted for a central court of first instance for all
Community Patents. The Council, thus, went further than the court system in the United States, where
patent cases are heard, in the first instance, by different Federal Courts and, on appeal only, by a central
appeal court and is not coherent with the court system for Community Trademarks, Designs and Plant-
Breeders-Rights (entrusted to the national courts of member-states). The solution favoured by the Council
will, as EPLA and its members expect, deter many inventors, especially small and medium size firms,

from using the Community Patent system.

Association européenne d’avocats spécialisés dans le contentieux des brevets d’invention
Europiische Vereinigung der Patentrechtsanwilte

Siége : Avenue Louise, 149 (boite 20) 1050 BRUXELLES - BELGIQUE
Association sans but lucratif (Loi du 27 juin 1921)
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European Patent Lawyers Association

. Patent owners will generally prefer to use a court nearby — which for many would seem to be less
costly — and therefore have a tendency to choose the EPC bundle patent instead of a Community
Patent. They might also want to cooperate with their known and trusted patent litigation lawyers
representing them in a first instance litigation. If they have to carry the costs of sending them to a
central court of first instance they may well rather choose the less costly alternative of continuing to

use the EPC-bundle-patent giving them the opportunity to use a court nearby.

. A single central patent litigation court for the Community patent will offer no solution in the event
of over-long procedures, or bottle-necks, in such a central court. Under the present system of the
EPC-bundle-patent the patent-owner may choose the court giving the most speedy procedures. A
kind of healthy "competition" of the first instance national courts has reduced the duration of first
instance procedures in some of the EPC-member-states to 6 - 9 months. If the proposed system has
only one central first instance court the patent owner has to make use of such a court, even if the
duration of patent litigation procedures exceeds 1 or 2 or even 3 years as is quite often the case in
the appeal procedures in the EPO and in the Alicante Office (for Community Trade marks) or —
closer to the problem — in the procedures before the CFI and the ECJ. A bottle-neck situation almost
certainly will arise because of the language and translation problems in invalidity and infringement

Cascs.

. Without a choice between different courts and without competition between them as a guarantee of
speed and quality, and in particular without the possibility to litigate close to the place of
infringement, the future Community Patent will lack important features which users want. Here
again the US system can be cited as an example: Although the US do not have specialized courts, a
number of courts/judges have specialized in patent law and developed an especially fast procedure
which has led to a concentration of patent litigation in these courts. The central Court of Appeal is
there to ensure harmonization. One must not overlook the possibility that, if in Europe there is no
choice within the system, users will choose between the available systems which may lead to a

failure of the Community Patent.

o The belief that harmonization and predictability of decisions can only be achieved with a first
instance central court is contradicted by the practice in different arcas. How different chambers
within the same institution may decide can best be demonstrated by the Boards of Appeal in
Alicante and also in the EPO. On the other hand, with a competent and experienced appeal court a
predictable case law can develop as can be demonstrated by the practice of the German Supreme

Court in patent cases.
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EPLA

European Patent Lawyers Association

. EPLA, for this reason, proposes, as a first step, that the interim-period (planned to end "at the latest

by 2010") be extended for a period sufficient to allow existing resources in the Community to

demonstrate how they can contribute to the success of the Community patent. As the Community

Patent will have, for cost reasons, a slow start, the period until 2010 is not long enough for such a

practical demonstration.

. Such an approach will certainly be more in line with the Principle of Subsidiarity. It is, above all a

safer and more practical proposal.

EPLA offers its and its experienced members advice in finding good practical solutions concerning the

questions discussed. EPLA further offers its advice for the great number of detailed questions still to be

solved in creating the first civil law court system and civil procedure law system in the EU.
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Progress Report on the Community Patent

(Council n° 12445/03 of 12 September 2003)



COUNCIL OF Brussels, 12 September 2003

THE EUROPEAN UNION
12445/03
Interinstitutional File:
2000/0177 (CNS)

PI 81

REPORT

from: Presidency

to: Permanent Representatives Committee (Part 1) / Council

No. prev.doc.: 12219/03 P177

No. Cion prop. : 10876/00 PI 49

Subject : Community patent
- Progress report

A. INTRODUCTION

On 3 March 2003 the Council (Competitiveness) adopted a common political approach on the
Community patent (7159/03 PI 24), covering the main principles and features of the
Community patent system. Since then, work has continued at Working Party level and in the
Permanent Representatives Committee on the text of the proposal for a Council Regulation on
the Community patent as well as on proposals for amendments to the European Patent

Convention.

B. PROPOSAL FOR A REGULATION ON THE COMMUNITY PATENT

The Working Party on Intellectual Property (Patents) has worked intensively on the text of the

proposal for a Regulation on the Community patent with a view to reflecting in the legal text

of this instrument the principles agreed in the common political approach of 3 March 2003.
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The Working Party on the Court of Justice has also examined a number of provisions of the

proposal for a Regulation.

Work at working party level on the proposal for a Regulation is now almost complete and a
number of questions of a more political nature have been referred to the Permanent
Representatives Committee (Part 1), which has already held a first discussion on some of
these questions. The Permanent Representatives Committee will continue its examination of
the outstanding questions over the coming weeks, with a view to enabling the Council to
reach political agreement on the Regulation in November 2003. It should be noted that, before
the Regulation can be formally adopted, the Council will have to reconsult the European
Parliament, since the common political approach of 3 March 2003 implies a number of

- substantial changes in relation to the Commission proposal on which the Parliament gave its

opinion in April 2002.

C. PROPOSALS FOR AMENDMENTS TO THE EUROPEAN PATENT CONVENTION

Alongside the Regulation on the Community Patent, amendments will have to be made to the
European Patent Convention to enable the European Patent Office to play its part in the

Community patent system.

On the basis of a text prepared by the Greek Presidency, the Working Party on Intellectual

Property (Patents) has resumed examination of proposals for such amendments. This

examination is continuing intensively, and the Presidency intends to report to the Permanent

Representatives Committee in the next few weeks on the outcome of this work, with a view to
enabling the Council to reach agreement in November 2003 on the proposals for amendments
to be submitted to the Administrative Council of the European Patent Organisation in time for
its meeting in early December 2003. The submission of these proposals should form the basis

for the Administrative Council to decide on the convening of a revision conference to be held
in 2004.
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D. JURISDICTIONAL ARRANGEMENTS

The proposal for a Regulation on the Community patent, referred to above, contains a number
of provisions relating to the jurisdictional arrangements to be adopted in respect of

Community patents.

In addition, following the entry into force of the Nice Treaty, the Commission will make

proposals for

- adecision conferring jurisdiction on the Court of Justice in disputes relating to Community

patents (pursuant to Article 229a of the Treaty);

- adecision creating a judicial panel to hear and determine at first instance certain actions or

proceedings in respect of Community patent (purusuant to Article 225a of the Treaty);
- changes to the Statute of the Court of Justice relating to the Court of First Instance.
These proposals from the Commission are expected at the end of September 2003. The
Presidency intends to begin examination of these proposals at the earliest possible

opportunity.

E. CONCLUSIONS

The Permanent Representatives Committee (Part 1) is invited to take note of this progress
report and to forward it to the Council (Competitiveness) in preparation for its meeting on
22 September 2003, with a view to the Council taking note of this report and confirming the
importance it attaches to concluding work on all aspects of the Community patent system at

the earliest possible opportunity.
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Council of the E.U.
Second Revised Presidency Compromise

(n° 14130/2/03 of 13 November 2003)



COUNCIL OF Brussels, 13 November 2003

THE EUROPEAN UNION
14130/2/03
REV 2
Interinstitutional File:
2000/0177 (CNS)

PI 111

SECOND REVISED WORKING DOCUMENT

from: Presidency

to: Permanent Representatives Committee (Part 1)

No. prev. doc.:  14130/1/03 PI1111 REV 1
No. Cion prop.: 10876/00 PI 49

Subject: Proposal for a Council Regulation on the Community patent

- Second Revised Presidency compromise proposal concerning Recital 6 and
Articles 2, 9a, 20, 21, 22, 24a to 24d, 44 and 53a

In the light of discussions in the Permanent Representatives Committee on 7 November 2003,

delegations will find in Annex a second revised compromise proposal from the Presidency.

Changes in relation to 14130/1/03 PI 111 REV 1 are underlined.
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ANNEX

Recital 6

(6) Any negative effects of a monopoly created by a Community patent should be prevented
through a system of compulsory licences. This is without prejudice to the application of
Community competition law by the Commission or national authorities. However, the
Community Patent Court should be entrusted with the grant of compulsory licences in

situations not falling under Community competition law.

Article 2

Community patent

1.  The Community patent shall have a unitary character. It shall have equal effect throughout the
Community and may only be granted, transferred, declared invalid or lapse in respect of the

whole of the Community.

. 2. The Community patent shall have an autonomous character. It shall be subject only to the
provisions of this Regulation and to the general principles of Community law. However, the
provisions of this Regulation shall not exclude the application of Community competition
law, nor of the law of Member States with regard to criminal liability and unfair competition,
nor of the provisions of the Munich Convention to the extent that they are not covered by this

Regulation.
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Paragraphs 2a to 4 deleted.
Article 9a

Government use

Any provision in the law of a Member State allowing non-commercial use of national patents by or
for the government may be applied to Community patents, but only to the extent that the use is
necessary for essential defence or national security. The patentee should be informed as soon as
reasonably possible about the act and be compensated in respect of the act by the government
concerned. Any dispute as to whether a Community patent has been used as provided for in this
Article or over the amount of compensation shall be decided by the national courts of the Member

State concerned.

Article 20

Licences of right

1. The proprietor of a Community patent may file a written statement with the Office that he is
prepared to allow any person to use the invention as a licensee in return for appropriate
compensation. In that case, the renewal fees for the Community patent which fall due after receipt
of the statement shall be reduced; the amount of the reduction shall be fixed in the rules relating to
fees referred to in Article 60. Where there is a complete change of proprietorship of the patent as a
result of legal proceedings under Article 5, the statement shall be deemed withdrawn on the date

of entry of the name of the person entitled to the patent in the Register of Community Patents.

2. The statement may be withdrawn at any time by a written communication to this effect to the
Office, provided that no-one has yet informed the proprietor of the patent of his intention to use
the invention. Such withdrawal shall take effect from the date of receipt of that communication by
the Office. The amount by which the renewal fees were reduced shall be paid within one month
after withdrawal; Article 25(2) shall apply, but the six-month period shall start upon expiry of the

above period.

3. The statement may not be filed while an exclusive licence is recorded in the Register of

Community Patents or a request for the recording of such a licence is before the Office.
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4. On the basis of the statement, any person shall be entitled to use the invention as a licensee under
the conditions laid down in the implementing regulations referred to in Article 59. A licence
obtained under the terms of this Article shall, for the purposes of this Regulation, be treated as a

contractual licence.

5. On written request by one of the parties, the Community Patent Court shall determine the
appropriate compensation referred to in paragraph 1 or review it if circumstances have arisen or

become known which render the compensation determined obviously inappropriate.

6.  No request for recording an exclusive licence in the Register of Community Patents shall be

admissible after the statement has been filed, unless it is withdrawn or deemed withdrawn.

7. The Member States may not grant licences of right in respect of a Community patent.

Article 21

Grant of compulsory licences

1. The Community Patent Court may grant a compulsory licence for lack or insufficiency of
exploitation of a Community patent to any person filing an application four years or later after
the patent application was filed and three years or later after the patent was granted if the
patent proprietor has not exploited the patent in the Community on reasonable terms or has
not made effective and serious preparations to do so, unless he provides legitimate reasons to
justify his inaction. In determining the lack or insufficiency of exploitation of the patent, no
distinction shall be made between products originating within the Community and imported

products.

2. Onrequest, the Community Patent Court may grant a compulsory licence in respect of a first
patent to the proprietor of a national or Community patent or to the proprietor of a plant
variety right who cannot use his patent (second patent) or his national or Community plant
variety right without infringing a Community patent (first patent), provided that the invention

or new plant variety claimed in the second patent or plant variety right involves an important
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3a.

technical advance of considerable economic significance in relation to the invention claimed
in the first patent. In the case of a compulsory licence in respect of a dependent patent or plant
variety right, the owner of the first patent shall be entitled to a cross-licence on reasonable

terms to use the patented invention or protected plant variety.

When it is necessary to remedy a practice determined after judicial or administrative process

to be anti-competitive under national merger law, the Community Patent Court may authorise

exploitation of a Community patent at the request of the competent national authority.

In times of crisis or in other situations of extreme urgency, including those relating to public
health, the Community Patent Court may authorise at the request of a Member State the

exploitation of a Community patent.

In the case of semi-conductor technology, exploitation shall be possible without the

authorisation of the right holder only in the situations set out in paragraph 3a.

A licence or exploitation set out in paragraphs 1 and 2 may be granted only if the proposed
user has made efforts to obtain authorisation from the patent holder on reasonable commercial
terms and conditions, and if such efforts have not been successful within a reasonable period
of time. However, the authority granting the licence may derogate from this condition in the
situations set out in paragraph 3a. In these situations, the right holder shall be informed as

soon as reasonably possible.

The detailed rules of application and the procedures to be used for applying the principles set

out in this Article shall be laid down in the relevant instruments.
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Article 22

Conditions applicable to compulsory licences

1.  When granting the compulsory licence under Article 21, the Community Patent Court shall

specify the type of use covered and the conditions to be met. The following conditions shall

apply:

(a)

(b)

(©)

(d)

(e)

the scope and duration of the exploitation shall be limited to the purpose for which it

was authorised;
the exploitation shall be non-exclusive;

the exploitation shall be non-assignable, except with that part of the enterprise or

goodwill which enjoys such use;

the exploitation shall be authorised predominantly for the supply of the internal market

of the Community ;

the Community Patent Court may, on reasoned request, decide to cancel the
authorisation, subject to adequate protection of the legitimate interests of the persons so
authorised, if and when the circumstances which led to it cease to exist and are unlikely

to recur;

(f)  the licence holder shall pay the right holder adequate remuneration, taking into account
the economic value of the authorisation ;

(g) inthe case of a compulsory licence in respect of a dependent patent or a plant variety
right, the exploitation authorised in respect of the first patent shall be non-assignable
except with the assignment of the second patent or plant variety right.

2. Deleted.
14130/2/03 REV 2 LK/mg 6
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Article 24a

Compulsory translations of the Community patent

When the patent is granted, the applicant shall file a translation of all the claims into all the
offical languages of the Community, unless all Member States which have a given language
as their official language or one of their official languages agree to dispense with a
translation into that language. The translation shall be filed, at the choice of the applicant,
either directly with the Office or via the national patent office of a Member State which has

as its official language or one of its official languages the language of the translation.

Where the translation is filed directly with the Office, the Office shall immediately make it
available to the national patent offices of the Member States and to the public by publishing

it on its Internet database.

Where the translation is filed via a national patent office, that office shall immediately
transmit the translation to the Office, which shall make it available to the national patent

offices of the other Member States and to the public by publishing it on its Internet database.

The decision of one or more Member States referred to in paragraph 1 to dispense with a
translation must be communicated to the Commission in a statement, which it shall publish in

the Official Journal of the European Union.

For the purposes of paragraph 1, if the translations into Community languages other than

those required for the granting of the patent under the provisions of the Munich Convention

are produced and filed at the Office within a maximum of [three] [six] [nine] [twelve] [twenty

four] months of the granting of the patent, under conditions specified by the implementing
rules, the holder of the patent may exploit the rights conferred by that patent as from the date

of publication of the notice of granting of the patent.

If the translations provided for in this Atrticle are not filed within the deadline laid down in

paragraph 3, the Community patent shall be deemed to be void ab initio.
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Article 24b

Conversion into a European patent designating one or more Member States
1. Deleted.

2. The holder of the patent may, by a request filed with the Office within the time limit laid
down in Article 24a(3) and under the conditions specified by the provisions of the Munich
Convention, opt for the Community Patent to be converted into a European Patent designating

one or more Member States.

Article 24 ¢

Authentic text of a Community patent application or of a Community patent

p.m. (A proposal by the Spanish delegation is awaited).

Article 24d

Status of the translations

The translations referred to in Articles 24a and 58, which have been carried out by a person
authorized under the law of a Member State shall be deemed in the Community to be in conformity

with the original, until proved to the contrary.

Article 44

Actions or claims for damages

1. The Community courts referred to in Article 30 shall have the power to order the payment of

compensation for damage underlying the actions referred to in Articles 31 to 36.
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3a

In determining the appropriate damages, the courts shall take into account all relevant aspects,
such as the economic consequences to the injured party of the infringement, as well as the
undeserved profits made by the infringer and the behaviour and the good or bad faith of the
parties. The damages shall not be punitive.

For the purposes of paragraph 2, an alleged infringer who has his residence or principal place of
business in a Member State whose official language, which is also an official language of the
Community, is not the language in which the patent was granted or in which a translation of the
patent claims has been made public in accordance with Article 24a or Article 58, is

presumed not to have known nor to have had reasonable grounds for knowing that he was
infringing the patent. In such a situation, damages for infringement shall be due only for the
period from the time when he is notified of a translation of the patent claims in the official

language of the Member State of residence or principal place of business of the alleged infringer.

The patent holder is not entitled to damages to the extent that, due to an inaccurate translation of
the patent claims which has been made public in accordance with Article 24a or Article 58, an
infringer did not know and did not have any reasonable grounds to know that he was infringing

the patent.

Where the Member State referred to in paragraph 3 has two or more official languages which are
also official languages of the Community, the infringer shall be entitled to notification in the

official language of his choice.

Article 53a

Legal jurisdiction during the transitional period

Notwithstanding the provisions of Section 1 of this Chapter, and until the system of Community
jurisdiction referred to in Article 30 has been put into place, by 1 January 2010 at the latest,
competence to hear the legal actions referred to in Section 1 of this Chapter shall be governed by

the provisions of this Section.
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2.  The date on which the Community courts referred to in Article 30 shall commence their activities
shall be published by the Commission in the Official Journal of the European Union. Legal
actions referred to in Section 1 of this Chapter and begun prior to that date shall be brought before

the national courts, in accordance with the provisions of this Section.

3. By derogation from paragraph 2, during the period referred to in paragraph 1 the Commission
shall have competence:
(a) to determine or review compensation in accordance with Article 20(5);

(b) to grant compulsory licences or authorise exploitation in accordance with Article 21.
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Our web-site



Our web - site: please visit:

www.epla.be

Our webmaster is our colleague Robert Anderson.
Thanks to his efforts, our web-site was created in a very short time.
Many thanks to him!

This web-site is yours; so please do not hesitate to provide him with useful general
information.

The Board welcomes any initiatives in this regard.
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How to apply for membership



How to apply for membership
Simply fill in the application form (next page) and send it to our secretary, preferably
with recommendation letters from the two sponsors you will mention.

Please do not send a payment as long as you do not receive the acceptance letter from
~ the secretariat.

Membership fee

The annual membership fee is 100,00 €.
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EPLA

European Patent Lawyers Association

Application Form for Membership

To be completed and sent to:
Mr. Fernand de Visscher
Secretary to EPLA
Simont Braun
Avenue Louise, 149 (20)

B — 1050 Brussels

Tel. +32253317 18

Fax + 32 2 543 70 90

E-mail : fernand.devisscher@simontbraun.be

Name:

First name:

Firm:

Address:

City:

Country:

Telephone: Fax

E-mail:

Bar or Law Society:
Year of Admission:

Approx. No of patent cases litigated:
Last year: Total:

| hereby request my admission to the European Patent Lawyers Association.

The two members of the Association supporting my application are:
Name of Ist sponsor: : Name of 2 sponsor:

I have read the Articles of incorporation of EPLA and accept these as well as
Regulations that may be enacted from time to time.

Date and Signature:

Association européenne d’avocats spécialisés dans le contentieux des brevets d’invention
Europiische Vereinigung der Patentrechtsanwilte

Siége : Avenue Louise, 149 (bofte 20) 1050 BRUXELLES - BELGIQUE :} é
Association sans but lucratif (Loi du 27 juin 1921)





