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Dear Colleagues,

This year marks the 10th anniversary of EPLAW; therefore the EPLAW Board at its
meeting in March decided that a celebration was to be held with the members during the
Congress in Brussels as we did it with the 5th anniversary. We thought that the judges at
the Forum in Venice should be reminded how EPLAW’s history was connected with the
judges’ meetings which now have regularly been held since 2005 and were glad that
Lord Hoffman accepted our invitation for an anniversary speech there.

The major events of the year started with the Young EPLAW conference which was held
on May 17 with interesting program features and good teams which you find on our web-
site. I went directly from Brussels to Luxembourg where one day later the hearing before
the ECJ on the request of an opinion concerning the Draft Agreement on the EEUPC was
scheduled. The setting of 27 judges, 8 advocates general, more than 20 delegations of
member states and the representatives of the Council, the Commission and the Euro-
pean Parliament made the impression of a big orchestra playing without rehearsal in
view of the controversial views which were expressed:.

Since then at a number of conferences speculations on the eventual outcome were ex-
changed, few of them were as negative as my report on the hearing. It was therefore an
unpleasant surprise for many that the Advocates General in an unofficially distributed
opinion which was first published on the EPLAW website came to the conclusion that
the Draft Agreement was incompatible with the EU Treaties for a number of points.
Since then the discussion heated up, and I can only name a few conferences to which I

.- had been invited to speakz2. At all those conferences Margot Frohlinger gave the contrast
program: more optimistic and determined to get all 27 member states onboard. At the
last conference in Brussels where I suggested to take advantage of the favorable view of
the Advocates General on EPLA and start with a smaller group of countries I got the full
support of Lord Justice Jacob, but a clear No from the Commission which may now
change after it has been announced that one will initiate the instrument of enhanced co-
operation after the language question did not find unanimity in the Council for the EU
patent.

I will skip the other conferences mentioned and will rather give a report on the Venice
Forum which took place on October 29 and 30. After a short introduction of EPLAW’s
founding president Pierre Véron into EPLAW’s history Lord Hoffman presented the an-
niversary speech. It was a witty, but at the same time a powerful and critical evaluation
of the policy of the EU Commission with respect to the EU project for a Community pa-
tent and the court system in the last ten years. He criticized in particular the hostile atti-
tude of the Commission towards EPLA in spite of the overwhelming result of ca. 95% of
the users as a result of the survey which the EC Commission itself had conducted in

! See for a detailed report Pagenberg 41 1IC (2010) No.6 .
? GRUR Annual Meeting in Hamburg September 16, AIPPI World Congress in Paris October 4, Venice Judges Fo-
rum 29.10. and the conference of the Belgium Presidency in Brussels on November 3, 2010
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2006. He finally made it clear how important the regular meetings between judges and
attorneys in Venice have become over the years. The discussions between judges have
contributed decisively to the frequent citations in court decisions of the case law of
neighboring jurisdictions and the adjustment of legal principles in harmonized areas of
law.

We felt also honored that Chief Judge Rader, the newly appointed Chief Judge for the
Court of Appeal of the Federal Circuit in Washington (CAFC) had accepted my invitation
to speak. He is also known as a very entertaining speaker and gave an insight into how
the CAFC tries to harmonize the sometimes diverging trends of trial courts in different
parts of the US. His announcement that he is working on a project which has the aim to
cut back the cost of discovery for smaller companies by determining a litigation value at
the beginning of a case and then eventually limit the extent of discovery was a very inter-
esting information.

The two other highlights were the panel on the litigation system and the mock trial. As to
the first we will have a “replay” at our Congress in Brussels so that it suffices to say that
none of the judges spoke in favor of an involvement of the ECJ as a third instance in fu-
ture patent litigation proceedings. The discussion will have to be resumed after the deci-
sion of the ECJ has come out which is not expected before the end of the year.

The mock trial was based on a rather old German Supreme Court case which I had cho-
sen as a technically less demanding case because a number of judges had complained in
the past about difficult factual situations of former mock trials. Since I feared that the
question of infringement might not give rise to a long discussion I had invented addi-
tional legal questions to which Kevin Mooney added the procedural background and
great teams of judges and attorneys which led to lively presentations and partly surpris-
ing results in the different language groups and the Court. I do not want to disclose more
since perhaps it would be an idea to conduct this case if not at the EPLAW yearly con-
gress, but perhaps at the next Young EPLAW conference.

This report has become a bit long, but the year was full of events (for my taste too many),
and I finish with my thanks to all the members of the Board, particularly also those who
have had their first year on the Board, for their enthusiasm and support and wish you all
an interesting Anniversary Congress in Brussels.

Dr. Jochen Pagenberg
President



2000-2010: TEN YEARS OF EPLAW

Pierre VERON speech at the Venice Judges Forum
(29 October 2010)

It is probably because self-celebration is the sincerest form of flattery that I
have been asked to summarise the first 10 years of EPLAW, the European
Patent Lawyers Association!

Conception

You may remember that the Community Patent Convention was signed in
1975, and that in the l[ate nineties we were about to celebrate its
25% birthday without ever having seen any sign of its possible coming into
effect because of two controversial issues: the language regime and the
litigation system.

In an attempt to solve these problems, the French government decided to
convene in Paris a so-called Intergovernmental Conference in June 1999, a
diplomatic conference of the States party to the European Patent Convention.

This gave rise, among other results, to the creation of a Working Party on
Litigation aiming at building a so-called European Patent Litigation Protocol
(EPLP) whereby the States would confer upon a central court the power of
decision over the disputes arising about European patents.

Some patent litigation practitioners felt that they should offer their assistance
for such an ambitious project.

On 10 March 2000 (ten years ago!) 20 lawyers' from Belgium, France,
Germany, Italy, Spain, The Netherlands and the UK convened in my Paris
office, at that time at Square de I'Opéra.

Shortly thereafter they decided to create an association so that their voices
could be better heard.

After some debate?, they decided to take the name European Patent Lawyers
Association (EPLA); the articles of incorporation were executed on 23 July
2001.

* Femand de Visscher (Braun Bigwood, Belgium), Olivier Lemaire (Nauta Dutilh, Belgium), Jacques Armengaud (Armengaud,
Guerlain, France), Pierre Lenoir (Jeantet, France), Damien Régnier (Combeau, France), Dariusz Szleper (Gaultier, Lakits-Josse,
Szleper, France), Pierre Véron (Véron & Associés, France), Isabelle Romet (Véron & Associés, France), Peter Chrocziel
{Bruckhaus, Westrick, Helter, Lober, Germany), Bemhard Geissler (Bardehle, Pagenberg & Parfners, Germany), Thomas
Reimann (Clifford Chance Pinder, Germany), Peter Von Rospatt (Von Rospatt, von der Osten, Germany), Winfried Tilmann
{Lovells, Boesebeck, Droste, Germany), Mario Franzosi (Franzosi, Dal Negro & Associati, taly), Luca Trevisan (Trevisan &
Cuonzo, Italy), Willem Hoyng (De Brauw Blackstone Westbroek, Linklaters & Alliance, Netherlands), David Pellise (Spain),
Robert Anderson (Lovells, U.K.), Miles Gaythwaite (Bird & Bird, U.K), Nigel Jones (Linklaters, U.K), Edward J. Nodder (Bristows,
U.K)

2 Because of its acronym PLEA, the name Patent Litigators European Association was also contemplated.
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A few months later, the members of the Working Party on Litigation
considered that the name Protocol was no longer suitable and called their
future baby European Patent Litigation Agreement (EPLA).

We were left with no other option than to sue them or to change our name.

As professional litigators, we know that litigation is not always the best way
to start building a strong and friendly relationship; we therefore decided to
change our acronym to EPLAW.

Relationship with European organisations
It was somewhat difficult to have our voice heard at the beginning.

The Working Party on Litigation did not deem it necessary to involve any
representatives from the Bar as participants or observers, which was
somewhat bizarre for a committee working on building a future court.

The EU Commission proved to be no more amenable in the early 2000s: its
work took place behind closed doors and it considered rather unrealistic
options, such as having a central court in first instance to decide all patent
disputes in Europe.

Many things changed when Dr Margot Frohlinger (I should say “Tireless
Margot”) took the controls as she agreed to take the necessary time to listen
to experienced judges and practitioners.

We are now engaged together in the formidable challenge of creating the first
European court having the power to resolve disputes between private parties.

If I may say so before Chief Justice Randall Rader, who is with us today, the
challenge is more impressive still than the one the founders of the Federal
Circuit had to face in the 1980s: they were creating one more federal court
while we are contemplating the creation of the first such court of its kind.

Only the future will tell us whether we are legal pioneers or poor legal fiction
writers...

Achievements

After ten years, our association groups all the experienced patent litigators in
Europe; no major patent case is decided without an EPLAW member being on
one or the other side of the bar (most often, on both sides).

Our 150 members come from Austria, Belgium, Denmark, Finland, France,
Germany, Italy, The Netherlands, Norway, Spain, Sweden, Switzerland and
United Kingdom:.

Most of them attend our annual meeting in Brussels.

Willem Hoyng, the third EPLAW President, created Young EPLAW, a yearly
seminar designed for the younger members of our firms.

MIPVEIS0000112010-10-28_10th_EPLAW_Birihday'2010-10-
29_10th_EPLAW_Bithday_Venloa_Pierme_Veron_spesch.doc



MAPVE200012010-10-28_10th_EPLAW_Birthday\2010-10-
29_10th_EPLAW_Birthday_Venkoe_Pieme_Veron_speech.doc

He also created a blog, www.eplawpatentblog.com, already an amazing
success in its first year of existence: most of the important patent decisions
in Europe are made publicly available there within a week or so of being
handed down, often with an English transiation.

Kevin Mooney, the second EPLAW President opened a transatlantic channel of
communication with our US colleagues of the Federal Circuit Bar Association,
in addition to other successes.

Mario Franzosi, one of the first Vice-Presidents of our association, worked
arduously towards the creation, in 2005, of the Venice Forum which brings us
together today on the occasion of its sixth edition: I cannot praise enough
the imagination and the energy he applied to this project, reuniting patent
litigators and judges on this island (I also praise his sense of humour for
holding our reunion in a former lunatic hospital: Mario, what are you trying to
say exactly?)

Friendship

Patent cases are so intricate (some might say boring) that only the most
tenacious litigators survive; patent law is so complex that only the best
judges like it: no awkward people there!

I could therefore not conclude this summary of the first ten years of our
association without saying that it has also been a place of friendship.

The Presidents who came after me, Kevin Mooney, Willem Hoyng and Jochen
Pagenberg, the Vice-Presidents, Winfried Tiimann, the brain of our
association (not surprisingly German), Mario Franzosi, its imagination (not
surprisingly Italian), deserve a special tribute.

Fernand de Visscher, and now his partner Eric de Gryse, who kept the
minutes of our meetings, Peter Heinrich and now Christian Gassauer who
kept our books, have been less visible, but equally indispensable.

A final word in memory of Sir Nicholas Pumfrey who attended most of the

past editions of this Forum: in addition to being an outstanding patent
specialist, he was an excellent friend whom we miss every day.

I wish a long and successful life to the European Patent Lawyers Association!
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EPLAW Congress
Brussels 2009
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BARDEHLE
PAGENBERG | , DR. JOCHEN PAGENBERG

DOST
D BURG ATTORNEY-AT-LAW, MUNICH/PARIS

GEISSLER

Features of
National Limitation Practice
What do we want in Europe?

I Legal Basis
II National Practice
II1 Future Rules

5 BARDEHLE PAGENBERG




Art. 138 (3) EPC 2000

(3) In proceedings before the
competent court or authority
relating to the validity of the
European patent, the proprie-
tor of the patent shall have
the right to limit the patent by
amending the claims. The
patent as thus limited shall
form the basis for the
proceedings.  (When-any time?)

4 BARDEHLE PAGENBERG

Draft Article 38a Agreement on ECPC
Decision on the validity of a patent

(3) Without prejudice to Art. 138 (3)
EPGC, if the grounds for revocation
affect the patent only in part, the
patent shall be limited by a
corresponding amendment of the
claims and revoked in part.

3 BARDEHLE PAGENBERG 4
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Draft Rules Procedures
Rule 29 — Request to amend the claims (1)

1. The Reply to the counterclaim for revocation
may include a Request to amend the claims
which shall contain

(a) the proposed amendments of the claims
of the patent in dispute, including where
appropriate one or more alternative sets of
claims (auxiliary requests),

SBARDEHLE PAGENBERG .

Rule 29 — Request to amend the claims  (2)

(b) the grounds upon which the amendments
are sought and

(c) an indication whether the proposals are
definite or conditional; the proposed
amendments, if conditional, must be
reasonable in number in the circumstances of
the case.

2. Any subsequent request to amend the claims
may only be submitted with the leave of the
judge-rapporteut.

s BARDEHLE PAGENBERG 6



Rule 30 — Lodging of the Rejoinder to the
request to amend the claims

Within two months of service of a
Request to amend the claims, the
defendant may lodge a Rejoinder to
the request to amend the claims
stating why

(a) the proposed amendments are not
allowable or

(b) the claims as amended remain invalid.

s BARDEHLE PAGENBERG

Two Models of Proceedings in EU

(1)Bifurcation
(infringement/revocation) (10)

Amendment discussion in revocation and
in context of stay of proceedings

{Z}Cbmbined Proceedings (17)

Amendment in counter claim

s BARDEHLE PAGENBERG a 8
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DE Revocation and EPO Opposition
* patentee can agree to a limitation
« patentee can file auxiliary claims
 amendment still possible on appeal

* very similar to opposition proceedings
before the EPO (several auxiliary petitions)

> no uniform practice about reasonable
numbers

Allowability of Amendments

* scope of protection must not be
extended;

*claimed subject-matter must be
disclosed in original application

samendment must be clear and concise

*claim must still protect the same subject
matter

5 BARDEHLE PAGENBERG
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Claim must still protect the same subject
matter

DE NL: Change of category possible:
from product to use claim

AT: change from product to Swiss type
claim allowable

DE UK Not possible to include new
“subject matter”, if not claimed before
BGH GRUR 2004, 354 — Vertagung (Suspension)

5 BARDEHLE PAGENBERG

Limited Defense — No formalities

< AT: Infringer can be sued based on a
limited claim without formal limitation

< Inter partes limitation possible

<« DE: “Limited Defense” possible in
opposition and revocation procedure

(“I defend only claim 3”)

s BARDEHLE PAGENBERG | 1
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Competent Authority

UK: must be in the same forum as the
revocation action (either in court or
comptroller). |

FR only in PO; NL involvement of PO

DE NL NO UK: Limitation only in revocation,
not in “pure” infringement proceeding

DE DK AT Parallel procedure in PO possible

| s BARDEHLE PAGENBERG =/~ "

Source of new claim feature

AT DE NL: New feature in limited claim can
come from sub-claims, from description
only, if also combination disclosed in
descri ptl ON BGH xA zr 148/05-Heizer

DE NL: combination claim 1 with dependent
claims generally possible

EPO Art. 105a..: Central limitation allows also
feature from description if disclosed

Problem of disclosure: was combination predictable?

5 BARDEHLE PAGENBERG
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Effect of Limitation

DE AT: For revocation and counterclaim
limitation becomes effective erga omnes

FR DE NL AT (+EPO): Effect of limitation
from filing date, no damages for the past

UK from granting date

5 BARDEHLE PAGENBERG

Patentability examination

DE NL: yes in revocation court

AT: remaining claims must not be an
extension, but no full examination for
patentability conducted

s BARDEHLE PAGENBERG
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Stay of infringement Case

DE AT “In general” no stay of infringément
case during revocation

FR Yes, pending PO decision

UK NL in general no (validity and infringe-
ment usually heard together), although the
revocation/infringement case may be
stayed until after the hearing on the limi-
tation (assuming the application for limi-
tation is opposed, or opposition pending).

s BARDEHLE PAGENBERG - .

Limits of Art. 138 (3)? Number of Auxiliary requests

System of successive auxiliary requests (EPO
and DE opposition) allows patent owner to
defend patent with maximum possible scope
of protection when prior art is found after
grant of patent.

In the hearing before Federal Patent Court,
main request and all auxiliary requests are
discussed before court deliberates; no
interlocutory decisions (different from EPO
opposition proceedings).

3 BARDEHLE PAGENBERG
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New Law in DE Art. 83 (4) Pat G (2009) -
Revocation Proceedings

{Procedural Limits}

The [revocation chamber of the] Federal
Patent Court can reject ... a defense ..
in the form of an amended version of
the patent which is only submitted
after lapse of a prescribed deadline,
and decide without further
investigation, if...

S BARDEHLE PAGENBERG =~

New Law in DE Art. 83 (4) Pat G (2009) -
if

1. the consideration of the new
ground of defense would require the
adjournement of the already fixed
hearing date, and

2. the respective party does not
sufficiently excuse the late filing, and

3. the respective party had been
warned by the court about the
consequences of a delay

5 BARDEHLE PAGENBERG
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Limits of Art. 138 (3)? - Due Process?
[DE] NO AT NL

Situation: Can auxiliary limitation request(s)
be filed at any time in the proceedings,
even during the hearing?

If request is filed very late, plaintiff may in
special cases not be in a position to timely
react to the request. E.g., plaintiff may
have to conduct additional prior art
search.

In this case, does plaintiff’s right to be heard
demand that hearing be adjourned?

5BARDEHLE PAGENBERG .

Limits of Art. 138 (3) - Time of Filing?

{NL} DE: new procedure in revocation with

fixing of time limits,
-------- rejection of belated submissions
— no new matter on appeal

Compatibility with Art 138 (3) EPC 2000?

Can member states limit limitations?

Exclude limitations on appeal?

3 BARDEHLE PAGENBERG

A+
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Suspension of hearing
* Example (BGH GRUR 2004,354- Vertagung):

Patent owner files in the hearing new
limitation request in which claim is
amended by a feature contained in the
description but not in any of the
claims. Revocation plaintiff could not
foresee such limitation and has to
conduct additional prior art search to
be in position to reply to limitation
request.

BARDEHLE PAGENBERG ™

More Limits of 138 (3) : Number of
auxiliary claims?

UK: None or one?

DE: Unlimited so far, but limitation by
rule of reason and misuse (and statute)

Requirement: structured “tree construction” — not
wild multitude of features

Add feature by feature to overcome lack of novelty

against main references
5 BARDEHLE PAGENBERG |
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Limits of Art. 138(3) - NoAmendment on appeal

DE Today: new limitation requests can
be filed on appeal (BGH) still in the
hearing.

DE (new law): Only under strict conditions

< if plaintiff agrees

< if court regards limitation as reasonable
and pertinent

FR NL: [Further] amendment on appeal

AT: Yes (as long as unconditional limitation

| _of claim)
5BARDEHLE PAGENBERG ~- . =

Draft Rule 29 — Request to amend the claims

1. (c) ....the proposed amendments, if
conditional, must be reasonable in number
in the circumstances of the case.

Proposed Venice Resolution

5 BARDEHLE PAGENBERG

493
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Consider the following options

A. Number of citations

a) 1 am in favour of a (significant)
reduction of the number of citations
of prior art — not more than three -
(“show me your best piece of prior
art”)

or

b) I prefer stricter rules on
substantiation, but no limitation of
the number of prior art citations.

5 BARDEHLE PAGENBERG . .

B. Number of Auxiliary Requests

a) [ am in favour of a (significantly)
reduced number of auxiliary
requests as a principle

or

b) I prefer a reduced number of auxiliary

requests in proportion to the number
of citations

5 BARDEHLE PAGENBERG 28
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C. Fixing of time limits for
submissions

E. No filing of new matter on appeal

exception: patentee may file one
unconditional limitation?
. Patentee has no further chance
. Plaintiff can file a new case

SBARDEHLE PAGENBERG

15
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“Rules of Procedure of aFuture :‘E_ﬁi'o;;_e'an |
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I. Strict time schedule
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Rules of procedure of a future ECPC 2
- Written procedure




II. Front-loaded proceeding

“Frontioaded proceedin

- Written procedure

IL. Front-loaded proceeding

2%

Rules of procedure of a future ECPC 4
- Written procedure




IL. Front-loaded proceeding

‘Without an obligation to bring forward
arguments of law, facts and-evidence/offers
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Rules of procedure of a futwe ECPC 5
- Written procedure

I11. Content of written pleadings
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Rules of procedure of a future ECPC 6
- Written procedure




III. Content of written pleadings

 Statement of defence/counterclaim for revocation (riiles 2i;

counterclain for revocation . -
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Rules of procedure of a future ECPC 7
- Written procedure

III. Content of written pleadings
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Rules of procedure of a future ECPC 8
- Written procedure




III. Content of written pleadings

Rules of procedure of a future ECPC 9
- - Written procedure

H]. Content of written pleadings

Rules of procedure of a future ECPC 10
- Written procedure




Jurisdiction, venue, Court-languages

Jurisdiction

Jurisdiction of the Court itself
- Art. 15 (1) PCA incomplete regarding CPR
— Right to a patent (Art. 4,5,6 CPR)
— Prevent indirect use (Art. 8 CPR)
— Actions out of transfer, licenses (Art. 14-19 CPR)

Solution:

- expressly listing
- Catch-all-clause referring to CPR

Levails

winw lovelis.de

A3
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Venue = Jurisdiction of divisions

Art. 15a PCA — a good compromise
- close to domicile or infringement
= close to infringing object, withesses, lawyers
- divisions will be flexible regarding split or no-split

Swedish Council Conclusions

- 7 years evaluation

- Commission proposal

- change to multinational panel-composition
- change to "split only if both parties agree"
- by Mixed Committee

Lovelis wen lovells.de

Cooperation central and local division

Central filing of claims and counterclaims?
"Ping pong" central-local-central Registrar?

Central decision (President) on formal requirements,
fees, languages?

Change anounced

Proposal: Decentral filing, local Vice-President, local
Registrar, keeping central division informed

Lovels wiwviovels.de

29
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11/12/2009

Languages of the Court

valls

Art. 29 PCA: Local language

Art. 29 (3) PCA: EPO-language with consent of both
parties

Exceptional Art. 29 (4) PCA: EPO-language if requested
by one party, if that is fair

Proposal: Appeal Court should be free to switch from the
local language to an EPO-language

www.lovalls.de




11/21/2010

BRISTOWS

Draft ECPC Rules
EVIDENCE

Some Practical Comments

Brussels, 20 November 2009
Edward Nodder, Partner

e m e e —————————— - Production of documents
and objects
B e il e e ikttt Parly experts (under Rule
188) prepare reports
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and inspection)
P's facts relied on for D's facts relied on for P's facts relled
Intringement infringement and on for validity
0 validity m m
CLOSURE —
- 4 3 INTERIM INTERIM ORAL
B months “1T- months CONFERENCE STAGE HEARING
CLAWM
FILED | I , | 1 l | ’ |JUDGMENT
0 1 2 3 4 5 8 7 8 ] 10 11 12 13 14
4 3
1
]
]
P's written evidence D's written evidence P's written 1
on infringement on Infringement and evidence on validily H
validity :
1
1
L
P's indication of D's Indicationof P’s indlcation of further 1| Court expert {under
further evidence on further evidence evidence on validity (| rule 185)identified,
infringement on infringement : appointed, questioned
and validity «| and provides report
' v
] 3
H
L}
1

BRISTOWS




e e e m e o Production of documents
and objects
o mmmmm e —a Parly experts {under Rule
188) prepare raports
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BRISTOWS

Judge — Rapporteur assesses main ISSUES and FACTS in dispute

Orders more evidence if necessary
* Production of documents
* Experts (and questions for experts)
» Experiments
* Inspection

Preparatory discussions with witness and experts R 104(f) — better left to
Judges at Oral Hearing?

BRISTOWS
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Judge — Rapporteur assesses main ISSUES and FACTS in dispute

Orders more evidence if necessary
* Production of documents
+ Experts (and questions for experts)
+ Experiments
+ Inspection

Preparatory discussions with witness and experts R 104(f) — better left to
Judges at Oral Hearing?

BRISTOWS

Judge — Rapporteur checks if

+ Parties have complied with orders

+ Evidence is as complete as necessary for the efficient conduct of the
oral hearing

Sets date for final written submissions

BRISTOWS

3
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Judge — Rapporteur checks if

+ Parties have complied with orders

- Evidence is as complete as necessary for the efficient conduct of the
oral hearing

Sets date for final written submissions

BRISTOWS

Court may decide:-

+ Witness statement and experts reports stand confirmed on written oath
alone — PROBLEM OF DISHONESTY

» Witnesses and experts can be questioned (normally for very limited time) —
PROBLEM OF LATE EVIDENCE SURPRISE

* Exceptionally, after oral submissions from both parties, Court can adjourn
and call for further evidence

BRISTOWS
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Court may decide:-

+ Witness statement and experts reports stand confirmed on written oath
alone — PROBLEM OF DISHONESTY '

o~

* Witnesses and experts can be questioned (normally for very limited time) —
PROBLEM OF LATE EVIDENCE SURPRISE

+ Exceptionally, after oral submissions from both parties, Court can adjourn
and call for further evidence

BRISTOWS

W”"%SS Hearing Court, having pre-read pleadings and core

g:gzo il oy documents, listens to short oral submissions (30
longer in a heavy minutes each side), then conducts questions to
case} witnesses (4-6 withesses per day as in DK)

4 weeks later

Wiritten Arguments in Chief (and any permitted
pleading amendments)

2 weeks

Written Arguments in Reply

2 weeks later

Oral Court hears oral submissions to supplement Written

(*c';ae”gagy) Arguments (half day each side)

ASAP

Judgment

BRISTOWS
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EPLAW Annual Meeting & Congress
20 November 2009, Brusseis

Gonzalo Ulloa
Head of IP/IT, GOmez-Acebo & Pombo (SPAIN)

Courtesy of Judge Robert van Peursem
Vice President District Court The Hague
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Why is designing European RoP so difficult?
Benchmark = your own system

- German infringement proceedings: 1 hour max

- Dutch oral hearing in AR proceedings amounts to closing
arguments Anglo Saxon style + Q&A by the panel: takes a
good deal of a day - will be not so different in other front
loaded systems across Europe without bifurcation like
France, Italy, Scandinavia (and Scotland maybe?)

- and there is England/Wales/Ireland - like in Continental
criminal proceedings fairly much has to be deait with at the
oral hearing itself - amounts easily to several days

f COMEZ-AC

 AsoGapos




» Difficult to imagine proceedings not according to
your own system

- just because you're brought up in it and don‘t know
any better doesn’t necessarily guarantee your own
system as the best

— every national jurisdiction has rather different
perceptions of what amounts to facts, written/oral
evidence, and arguments/reasoning

- even if we try very hard to understand eachother it
very often ends in frustrating Babylonian confusion

— can we do better? yes we can!

f coviicieo ool
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e Rule 112

fair, orderly, efficient cf. Rules 422 and 424 on case
management

ready for decision at the end

Rule 113

- before full panel

- hearing parties’ oral submissions

- time limits and cutting off possible - Rule 114

~ if necessary and under judicial control:

- hearing witnesses and experts

- where appropriate: questioning opposite party’s exp & witn’s

{conitz-acieo & rovieo

ABOGADCS 4
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e Seems the corner stone of how to conduct the UPLS
CFI Oral Hearing

- major features:

— witness and expert evidence will be dealt with for a major
part during the written phase

— purpose hearing to confront experts with their statements
and what has been brought against that —-cf. Rule 179

— but not English style: under the (strict) control of the panel
and to the extend deemed necessary -cf. Rule 179(5)

— bearing in mind 2 rules: a) taking oral evidence shouldn‘t
overburden the hearing b) hearing within 1 day if possible

§ COMEZ-ACEBO (v FOMBO |

s Rule 114

- 1st: principle of proportionality
- but 2nd: as a rule hearing in one day - will not always be

feasible

— under these rules - and rightly so (1 stop shop for Europe /
no de

— novo appeal proceedings) this should be done right in 1st
instance

- limited oral testimony:

- to issues identified by judge-rapporteur or presiding judge to
be

- decided by oral testimony

- NL: after oral hearing interim-order for taking orai evidence
— before judge-rapporteur (outdated procedure, but our law)
- how to do this all in one day? something to discuss

ACEBO Ay POMBO §

f COMEZ

ACQGADOY
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e Rule 115

- as an exception // the Dutch main rule: after hearing the
parties’ oral submissions, the panel may decide to
adjourn proceedings and call for further evidence

- This might happen more than occasionally — although judge-
rapporteur will seek to avoid this and front-loading the
procedure will also keep this within bounderies

“anotabey 7

* Rule 116:

- oral hearing = recorded - like the interim conference,
cf. Rule 106

- public as a rule - safe confidentiality issues

ABCQGARDS 8




e Rule 117

- what if a party does not show up at the hearing?

— never seen this happening in serious patent litigation
outside force majeure - but if both parties inform the
Court they don’t want to attend the hearing the CFI may
skipp the hearing and decide forthwith on the file

- rather self-evident

¢ Rule 118
- decision in writing <6 weeks>

APOGADAS S

¢ Rule 195
- oral hearing in case of preserving evidence ( non ex
parte)

* Rule 206
— oral hearing in case of provisional measures

e In appeal
- Rules 112-117 apply mutatis mutandis

* Rule 428
- early hearing judge-rapporteur for case management
orders

ABOGADOS 10




ALTIUS

The ‘Judge-~-rapporteur’ in the
European and Community
Patents Court

Brussels, 20 November 2009 A

ALTIUS

OVERVIEW OF THE
PRESENTATION

General principles under the Draft
Agreement (version 23 March)

The ‘judge-rapporteur’ (JR) according to
the Rules of Procedure (version 16
October)

Some further thoughts and considerations

G4




Draft Agreement on the
¢ ¢ # | European and Community
Patents Court

o Article 21a (3) and 22 (3) — efficiency, cost-
effectiveness and equitable access

o Article 22(3) - required level of discretion,
“but also predictability of the proceedings

ALTIUS

Draft Agreement on the
European and Community
Patents Court

o Article 23 - Proportionality and fairness:

(1) Litigation is to be dealt with in ways which are
proportionate to its importance and
complexity.

) The rules, procedures and remedies must be
used in a fair and equitable manner and not
distort competition.

ALTIUS
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Draft Agreement on the
European and Community
Patents Court

o Article 24 — Case Management:

“The Court shall actively manage the cases
before it in accordance with the Rules of
Procedure without imﬁairing the freedom of the
parties to determine the subject-matter and the
supporting evidence of their case.”

=> Preamble of the Rules of Procedure: case at
first instance must be concluded in one year

ALTIUS

Draft Agreement on the
European and Community
Patents Court

o Article 32 (2) — Written, interim and oral
proceedings:

“In the interim procedure, after the written procedure
and if appropriate, the judge acting as Rapporteur,
subject to a mandate of the full panel and
designated in accordance with the Rules of
Procedure, shall be responsible for convening an
interim hearing. He shall in particular explore the
possibility for a settlement.”

ALTIUS
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Draft Rules of Procedure —
extensive powers of the JR

General powers

Preliminary objection

Setting of the procedural calendar
Request to amend claims

Interim conference and proceedings
Preparation of oral hearing
Presentation of evidence

Stay or accelerate proceedings
Intervention of third party

Award of damages

Other powers

Request for rehearing

N N

= =k = WO
NreT

ALTIUS

. | Draft Rules of Procedure —

| general powers of the JR

o Rule 1: the JR = the Court

o Rule 101 (2): “The judge-rapporteur
shall have all authority to ensure fair,
orderly and efficient interim
procedure.”

o Rule 421 (1): “During the written
procedure and the interim procedure,
case management shall be the
responsibility of the judge-rapporteur”

ALTIUS

G4




Draft Rules of Procedure —
written proceedings

o Dealing with preliminary objection
o Extension of deadlines for written

pleadings and allowance of additional
pleadings (in all types of proceedings)

o Allowance of second or further
request to amend claims

ALTIUS

Draft Rules of Procedure —
interim proceedings

o Order a party to provide further
clarification or answers, produce
evidence or lodge documents

o Rule 104: interim conference in view
of prepare oral hearing

o Make further arrangements in view of
oral hearing before handing over the

case management to the president of
the panel
ALTIUS
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Draft Rules of Procedure -
Evidence

o Order production of evidence at any
time (Rules 7 and 172)

o Appoint Court expert
o Order inspections or experiments
o Issue letters rogatory |

o Orders to preserve evidence = for the
full panel

ALTIUS | A

Draft Rules of Procedure —
Other powers

o Stay or acceleration of proceedings
after hearing the parties

o Allow or invite third party intervention

o Any other powers not explicitly
reserved for the full panel

o Management of additional
proceedings for the award of
damages

ALTIUS | A
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Draft Rules of Procedure —
Control mechanisms

o Mandate of the full panel (article 32(2)
of the draft Agreement)?

o Review by the panel at the request of
any party or on his own motion:

- hot suspensive;
- the JR will sit on the panel.

ALTIUS

Some further thoughts
and considerations

o What's in a name?

e The JR is a case manager, not a
- rapporteur (cf. one year deadline)

¢ No definition of ‘case management’ =>
Exemplative list of powers (Rules 422
and 424)

ALTIUS

L%




. | Some further thoughts

®0 ) .
and considerations

o The JR plays a central and deciding
role in the preliminary stages of the
proceedings and even beyond =>
Court-managed proceedings

o Is the overriding role of the JR
compatible with (a) limited provisos in
the draft Agreement; (b) the parties’
freedom to ‘set the agenda’ (cf. article
24 of the draft Agreement)?

ALTIUS A

Thé end

Thank you!

e

A LT I U S Christophe.Ronse@altius.com A
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5th European Judges' Forum Venice 30 October 2009

_ Interim injunctions

in the future European and Community Patents Court

5th Venice European Judge’s Forum ¢ San Servolo ¢ 30 October 2009

Gabriella Muscolo, Court of Rome (IT)
Pierre Véron, Véron & Associés, Paris (FR)

Interim injunctions

. Sources

W Article 37 Draft Agreement

on the European and Community Patents Court
(7928/09) 23 March 2009

B Rules of procedure 201 to 209

(Preliminary set of provisions for the Rules of procedure of a
Unified Patent Court - version 16 October 2009)
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5th European Judges' Forum Venice 30 October 2009

Interim injunctions

Article 37 Draft Agreement

on the European and Community Patents Court
(7928/09) 23 March 2009

Provisional and protective measures

(1) The Court may grant injunctions against an alleged infringer or
against a third party whose intermediary services are used by the
alleged infringer, on a provisional basis, intended to prevent any
impending infringement, to forbid the continuation of the alleged
infringement or to make such continuation subject to the lodging of
guarantees. ,

(2) The Court shall have the discretion to weigh up the interests of the
parties and in particular to take into account the potential harm for
either of the parties resulting from the granting or the refusal of the
injunction.

Interim injunctons

Article 37 Draft Agreement
on the European and Community Patents Court.
(7928/09) 23 March 2009

(3) The Court may also order the seizure or delivery up of the goods
suspected of infringing a patent right so as to prevent their entry into
or movement within the channels of commerce. If the injured party
demonstrates circumstances likely to endanger the recovery of
damages, the Court may order the precautionary seizure of the
movable and immovable property of the alleged infringer, including
the blocking of his/her bank accounts and other assets.

(4) The Court may, in respect of the measures referred to in paragraphs
1 and 3, require the applicant to provide any reasonable evidence in
order to satisfy itself with a sufficient degree of certainty that the
applicant is the right-holder and that the applicant's right is being
infringed, or that such infringement is imminent.

'(5) Article 35a, paragraphs 4 to 7, shall apply by analogy to the
measures referred to in this Article.

Interim injunctions - Gabriella Muscolo & Pierre Véron 2
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Interim injunctons

Rules of procedure 201 to 209

(Preliminary set of provisions for the Rules of procedure of a
Unified Patent Court - version 16 October 2009)

B Rule 207 ~ Decision on provisional measures
m 1. The Court may in particular order the following provisional measures:

®m (a) injunctions against a defendant or against a third party whose
intermediary services are used;

B (b) the seizure or delivery up of the goods suspected of infrir;?h_vg a
patent right so as to prevent their entry into or movement within the
channels of commerce;

W (c)ifan ap'pﬁcant demonstrates circumstances likely to endanger the

! recovery of damages, a precautionary seizure of the movable and
immovable property of the defendant, including the blocking of his bank
accounts and other assets.

m 2. In taking its decision on provisional measures, the Court shall have
the discretion to weigh up the Interests of the parties and in particular
take into account the potential harm for either of the parties resulting
from the ordering or the refusal of a provisional measure.

Interim injunctions

Contents (focus on critical points)

W Judges skills
B Judges independence

W Right of action
(balance of interests vs. limits of plaintiff's
rights)

B Protection of defendant interests
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Intedm injunctions

Judges’ skills

Rule 203 - Appointment of of a panel or a single judge

1. In cases where proceedings on the merits of the case are already pending
before the Court, an Application for provisional measures shall be
immediately forwarded to the panel already dealing with the case. In urgent
cases, the decision on an Application for provisional measures may be taken
by the presiding judge or by one of the judges of the panel, acting as single
Judge.

2. In cases where proceedings on the merits of the case have not yet been
cammenced before the Court, the case shail, immediately after the receipt of
an Application for provisional measures, be assigned to a panel in accordance
with Rule 15(1)(d). In urgent cases, the presiding judge or an experfenced
Jjudge of the panel, acting as single judge, shall decide on the Application.

3. The single judge deciding on an Application for provisional measures shall
have all necessary powers of the Court.

Interdm injunctions

Judges’ skills

European Judges appointed to the Court are already
expected having an experience in dealing with interim
injunctions

{see EC directive 48/2004, enforcement directive, art. 9)

A single Judge is more suitable for deciding on interim
injunction than a panel of three Judges, but Judges
appointed to decide on provisional measures ought to
be the more experienced ones

A permanent training both on Patent and Procedural
law is required

Ha
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5th European Judges' Forum Venice

Interim injuncbons

Judges’ independence

Can the judge who has decided on interim
injunction sit thereafter in the panel deciding
on the merits of the case, in view of Human
Rights Convention ?

m Article 6. Right to a fair trial

» “1 In the determination of his civil rights and
obligations or of any criminal charge against him,
everyone is entitled to a fair and public hearing
within a reasonable time by an independent and
impartial tribunal established by law”

Interim injunctons

. Right of action

Most of European Constitutions protect the right of action, interpreted
also as right of urgent action

The Court guarantees the defendant from abuse of the right of actlon

Article 37 and Rule 207.2 provides for Court’s “discretion to weigh up
the interests of the parties” and the power of the court of taking “into
account the potential harm for either of the parties” that means a
balance between the Patent owner and the presumed Infringer's
interests

Is it too much? (In most of continental law systems the so called pericfum in mora is
ascertained referring only to the clalmant position}

A proportionality limit may work better (see enforcement directive art. 3; in
Resolution Venice IV no balance Is mentioned In guldelines on preliminary Injunctions)

10
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Interim injunctons

| Protection of claimant’s interests

Article 37 Draft Agreement

Provisional and protective measures

(1) The Court may grant injunctions... to forbid the
continuation of the alleged infringement or to
make such continuation subject to the

lodging of guarantees

11

Interim injunctions

Protection of defendant’s interests

Rule 209 - Revocation of provisional measures

2. Where provisional measures are revoked, or where they lapse due to
any act or omission by the applicant, or where it is subsequentily
found that there has been no infringement or threat of infringement
of the patent right, the Court may order the applicant, upon request
of the defendant, to provide the defendant appropriate
compensation for any injury caused by those measures.

3. If requested by the defendant, the Court may also order the
applicant to provide adequate security for the legal costs and
other expenses incurred by the defendant which the applicant
may be liable to bear. The Court shall decide whether it is
appropriate to order the security by deposit or bank guarantee.

12
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Interim Injundtions

Protection of defendant’s interests

W Security (before the injunction)

B Compensation (when injunction is revoked)

13

The End

Thank you for your attention
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EPLA RULES ON
REPRESENTATION

e ]
EPLAW Annual Meeting & Congress 2009

Dr. Christian Gassauer-Fleissner

Aftorney at Law in Vienna
Treasurer to EPLAW

E Gassauer-Fleissner

RECHTSANWALTE | ATTORNEYS AT LAaW

Art 28 Draft Agreement ECPC

n Parties shall be represented by lawyers authorized to practise before a
court of a Contracting State

0 Parties may alternatively be represented by European Patent Attorneys who
are entitled to act as professional representatives before the European
Patent Office pursuant to Article 134 of the European Patent Convention
and who have appropriate qualifications such as a European Union Patent
Litigation Certificate

0 Representatives of the parties may be assisted by patent attorneys who
shall be allowed to speak at hearings of the Court in accordance with the
Rules of Procedure

o The requirements for qualifications pursuant to § 2 shall be established by
the Mixed Committee on the basis of a proposal from the Commission of the
European Communities. A list of European Patent Attorneys entitled to
represent parties before the Court shall be kept by the Registrar.

RECHTSANWALTE | ATTORNEYS AT LAW

.E Gassauer-Fleissner
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Rule 6 — Party and party's
representative

Where these Rules provide that a party

perform any act, that act shall be performed
by a representative, unless otherwise
provided

E Gassauer-Fleissner

RECHTSANWALTE | ATTORMNEYS AT LAW

EPO Homepage on EPLA

0 Representation before the European Patent
Court will be compulsory and entrusted to
persons registered as European patent
counsel, who may be assisted by
professional representatives.

E Gassauer-Fleissner

RECHTSANWALTE | ATTORNEYS AT LAW
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Art 19 Statutes ECJ

o The states, other than the Member States, which are parties to the
Agreement on the European Economic Area and also the EFTA
Surveillance Authority referred to in that Agreement shall be
represented in same manner

o Other parties must be represented by a lawyer

o Only a lawyer authorised to practise before a court of a Member State
or of another State which is a party to the Agreement on the European
'Economic Area may represent or assist a party before the Court.

o Such agents, advisers and lawyers shall, when they appear before the
Court, enjoy the rights and immunities necessary to the independent
exercise of their duties, under conditions laid down in the Rules of
Procedure.

Gassauer-Fleissmer

HKBCHTSANWALTE | ATTORNEYS AT LAWY

National situations

o Germany: Expert Committee on
Community Patent and on EPCP: Only
lawyers shall be entitled to represent
parties

O Austria: Before courts only lawyers may
act as representative. Patent agents
according to Patent Agents Act have the
right to speak on technical issues

E Gassauer-Fleissner

RECHTSANWALTE | ATEORNEYS AT LAW
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Resolution Venice IV

O For a speedy and effective procedure it is highly
desirable that the technical aspects and all
relevant legal questions of the case are
presented to the court at least by attorneys who
are fully entitled to represent parties in ordinary
civil proceedings in the court of first instance of
the convention states (Venice |l Resolution XI5)

E Gassauer-Fleissner

RECHTSANWALTE | ATTORNEYS AT LAW

Gassauer-Fleissner
Rechtsanwéilie GmbH

A-1010 Wien, Wallnerstralle 4
Tel. +43 1 205 206 — 100
Fax +43 1 205 206 — 105

E-mail: c.gassauer@gassauer.at

Website: www.gassauer.at

E Gassauer-Fieissner

RECHTSANWALTE | ATTORNEYS AT LAW
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" The COMMUNITY PATENT
(now the “EUROPEAN UNION PATENT”)



EN

EUROPEAN COMMISSION

Brussels, 30.6.2010
COM(2010) 350 final

2010/0198 (CNS)

Proposal for a
COUNCIL REGULATION (EU)

on the translation arrangements for the European Union patent

{SEC(2010) 796}
{SEC(2010) 797}
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EXPLANATORY MEMORANDUM

1. CONTEXT OF PROPOSAL

In the European Union (EU), patent protection is currently provided by national patents
granted by Member States or by European patents granted by the European Patent Office
(EPO) under the European Patent Convention (EPC). When a European patent is granted, it
must be validated in Member States where protection is sought.

For a European patent to be validated in a territory of a Member State, national law may inter
alia require that the patent proprietor files a translation of the European patent into the official
language of that Member State. In order to reduce the costs caused by validation
requirements, in 2000 the EPC Contracting States adopted the so-called "London
Agreement™ which is currently in force in ten EU Member States. The London Agreement is
an optional scheme and therefore results in differences in the translation regimes in the EU
Member States. Seventeen Member States are not parties to the London Agreement and still
require a translation of the entire patent into their official language. Only France, Germany,
Luxembourg and the United Kingdom (which have an official language in common with one
of the official languages of the EPO) have agreed to dispense entirely with translations
requirements. Six other EU Member States that have ratified the London Agreement (but do

- not have a language in common with the EPO) have agreed to dispense with translation

requirements only in part. They still require translation of the claims into their official
language and, in some Member States, also a translation of the description into English where
the European patent has been granted in French or German.

Therefore, the current patent system in the EU, in particular in terms of translation
requirements, involves very high costs and complexity. A European patent validated in 13
countries costs as much as 20 000 EUR, of which nearly 14 000 EUR arises from translations
alone. This makes a European patent more than 10 times more expensive than a US patent
costing about 1 850 EUR”. The high costs in Europe would be considerably reduced with an
EU patent having cost-effective, legally-secure and simplified translation arrangements.
Under this proposal, processing fees for the EU patent covering all 27 Member States would
be less than 6 200 EUR, with only about 10% due to translations. By improving accessibility
to patent protection, particularly for small and medium-sized enterprises (SMEs) and public
research organisations, an affordable EU patent should be an important element in stimulating
innovation and competitiveness in the EU.

In August 2000, the Commission adopted a proposal for a Council Regulation on the
Community patent on the basis of Article 308 EC’. This aimed at the creation of a unitary
Community patent title that is affordable in terms of translation costs. After grant of the patent
by the EPO in one of the official languages of the EPO (English, French or German) and
publication in that language together with a translation of the claims into the other two official
languages of the EPO, the Community patent would have taken effect in the entire EU. In

! Agreement on the application of Article 65 EPC, OJ EPO 2001, 550.

Bruno van Pottlesberghe de la Potterie and Didier Frangois, the Cost factor in Patent Systems,
Université Libre de Bruxelles Working Paper WP-CEB 06-002, Brussels 2006, see pp.17 et seq.
Proposal for a Council Regulation on the Community patent - COM(2000) 412.
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2002, the European Parliament adopted a Legislative Resolution®. In 2003, on the basis of a
common political approach’, the Council started discussions on a different solution requiring
translations of claims into all EU languages. However, no final agreement on this was
reached, given that this approach was rejected by the users of the patent system as too costly
and too complex.

Discussions on the proposal were re-launched in the Council after adoption by the
Commission of the Communication "Enhancing the patent system in Europe" in April 2007°.
The Communication confirmed the commitment to the creation of a single Community patent.
It also offered to explore with Member States an approach to the translation arrangements
with a view to reducing translation costs while facilitating the dissemination of patent
information in all EU official languages.

In December 2009, the Council adopted conclusions on an "Enhanced patent system for
Europe" and a general approach on the proposal for a Regulation on the EU Patent®. Due to

~ the change of legal basis for the creation of the EU patent following the entry into force of the

Lisbon Treaty, the translation arrangements for the EU patent that were initially present in the
Commission proposal of 2000 must now become the subject of a separate proposal. The
present proposal largely reflects the translation system in the original Commission proposal,
but builds on the progress made in the Council since the re-launch of the discussions in 2007.

The Council conclusions affirm the need for a Regulation to cover the translation
arrangements, which should come into force together with the Regulation on the EU patent.
The conclusions confirmed that in order for the EU patent to become operational, to the extent
necessary, amendments might be made to the EPC. The Council also agreed on the main
features of the unified patent court which is another main element in improving the patent
system in Europe. The conclusions, however, are without prejudice to the pending opinion of
the Court of Justice of the European Union on the compatibility of the draft Agreement
creating the unified patent court with the EU Treaties.

Furthermore, in the Europe 2020 strategy’ the Commission, as part of the Flagship Initiative
"Innovation Union", reaffirms its commitment to working towards the creation of a single EU
patent and a specialised patent court in order to improve the framework conditions for
innovation as a driver for future growth On 25-26 March 2010 the European Council agreed
on the major elements of this strategy'’. The need for business and innovators, particularly
SMESs, to have access to an attractive and cost-effective single patent regime and jurisdiction
system was also highlighted in the report to the President of the Commission by Mario
Monti'!. This report recommended adoption of both the single patent and the unified patent
court as a matter of urgency, stated that the patent is a test ground on which to measure the
seriousness of the commitment to a re-launch of the Single Market, and called for the
Commission to maintain its ambition in this area. The Commission Communication on the

European Parliament legislative resolution on the proposal for a Council regulation on the Community
patent - COM(2000) 412 - C5-0461/2000 - 2000/0177(CNS) (OJ C 127E, 29.5.2003, p. 519-526).
Council document 7159/03.

Communication from the Commission to the European Parliament and the Council - COM(2007) 165.
Council document 17229/09.

Council document 16113/09 Add 1.

Europe 2020 "A strategy for smart, sustainable and inclusive growth" - COM(2010) 2020.

10 European Council Conclusions, 25/26 March 2010, EUCO 7/10.

= "A new strategy for the Single Market — at the service of Europe's economy and society" - Report to the
President of the European Commission José Manuel Barroso by Mario Monti, 9 May 2010.
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"Re-launch of the Single Market" planned for autumn 2010 should re-affirm the patent reform
as one of the priorities for such re-launch. The present proposal covering the translation
arrangements of the EU patent is therefore an essential part of achieving this goal.

2. CONSULTATION OF THE INTERESTED PARTIES

In January 2006, the Commission launched a broad consultation on the future patent policy in
Europe'®. More than 2500 replies were received from a variety of stakeholders, including
businesses in all sectors of the economy, industry associations, SME associations, patent
practitioners, public authorities and academics. The replies clearly showed disappointment
with the lack of progress on the Community patent. In particular, sharp criticism was voiced
against the translation arrangements of the Council's common political approach of 3 March
2003, Nearly all stakeholders rejected this solution as being unsatisfactory due to the high
costs and practical difficulties for patent proprietors as well as the legal uncertainty for alt
users of the patent system resulting from the legal effect which would have been given to
translations. The support for other options varied substantially; some stakeholders requested
an English-only regime, while others preferred various multilingual arrangements. Despite
these criticisms, stakeholders did, however, express continued support for a unitary,
affordable and competitive Community patent. These messages were affirmed at a public
hearing held on 12 July 2006.

Discussions with stakeholders have continued following adoption of the Communication in
April 2007. On 16-17 October 2008, the Commission organised a conference on Industrial
Property Rights in Europe jointly with the French Presidency’®. Participants reiterated that the
EU patent "should be cost-effective, legally secure and reduce complexity", and expressed
broad support for new initiatives to deve]og) specialised machine translations for patent
documents for purposes of patent information'”.

Translation arrangements for the EU patent were also extensively addressed in the
consultation on the Small Business Act in 2008. Again, stakeholders identified high patenting
costs as the main obstacle to patent protection in the EU and requested the creation of a

‘unitary EU patent as soon as possible'®. In their separate submissions to the consultation,

businesses in general and SME representatives in particular unequivocally requested a
significant reduction of the costs of patenting (including translation costs) for the future EU
patent'’. Other recent position papers from stakeholders have referred to translations for the
EU patent. A new approach based on specialised machine translations is generally welcomed,
but it is emphasised that such machine translations must not have any legal effect and be used
for information purposes only.

The consultation document, replies from stakeholders and a report on the preliminary findings of the
consultation are available at http://ec.europa.eu/internal_market/indprop/patent/consultation_en.htm.
Council Document 6874/03, 2490™ Council meeting - Competitiveness (Internal market, Industry and
Research), Brussels, 3 March 2003.

Documents and conclusions of the Conference are available at
hitp://ec.europa.ew/internal_market/indprop/rights/index_en.htm.

‘5 See Council document 6985/08, 28 February 2008 and Council document 8928/08, 28 April 2008.

16 Small Business Act for Europe, Report on the Results of the Open Consultation, 22 April 2008,
available at www.ec.europa.eu/enterprise/newsroom.

UEAPME Expectations on the Proposal for a European Small Business Act, 14 December 2007,
available at www.ueapme.com. Response to the Consultation on a Small Business Act for Europe,
2 April 2008, available at http://www.eurochambres.eu.
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3. IMPACT ASSESSMENT

This proposal is accompanied by an impact assessment which compares the economic impact
of four options:

1) An EU patent system in English only,

2) An EU patent processed, granted and published in one of the three official languages
of the Furopean Patent Office with claims translated into the other two official
languages,

3) An EU patent processed, granted and published as in option 2, but with claims

translated into the other four most commonly spoken EU official languages; and

4) An EU patent processed, granted and published as in options 2 and 3, but with claims
translated into all EU languages.

The analysis carried out in the impact assessment has demonstrated that Option 2 is the
preferable option as it maintains the linguistic regime of the well-functioning system of the
EPO and implies only minimum translation costs.

4. LEGAL ELEMENTS OF THE PROPOSAL

The Lisbon Treaty has established a new legal basis, Article 118 TFEU, for the creation of
European intellectual property rights providing uniform protection throughout the European
Union. The first paragraph of this Article sets out the basis for establishing measures creating
these rights in accordance with the ordinary legislative procedure. Based on this Article, the
EU patent will be created by Regulation xx/xx on the European Union patent. As follows
from Regulation xx/xx, the EU patent will be a European patent granted by the EPO.

The second paragraph of Article 118 provides for the basis to establish language arrangements
applicable to European intellectual property rights providing uniform protection by means of
regulations adopted by a special legislative procedure with the Council acting unanimously
after consulting the European Parliament.

The problems of high costs and complexity that arise from the current fragmented patent
system, in particular, the translation requirements established by Member States can only be
addressed by a unitary patent created at the level of the EU.

5. BUDGETARY IMPLICATION

The proposal indicates the necessity inter alia for arrangements concerning the rolling out of

the automated machine translation programme of the EPO. The proposal has no impact on the
EU budget.
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6. DETAILED DESCRIPTION

6.1. Comments on the articles

Article 1 — Subject matter

This Article defines the subject matter of this Regulation.

Article 2 — Definitions

This Article provides for definitions of the main terms used in this Regulation.
Article 3 — Publication of the EU patent specification

This Article provides that once the specification of an EU patent is published in accordance
with Article 14(6) EPC, no further translation is required. Article 14(6) EPC provides that
specifications of European patents are published in the language of the proceedings (one of
the three EPO official languages in which the application for the patent has been filed —
English, French or German) and includes translations of the claims in the other two official
languages of the EPO. This minimum requirement established in the EPC will also apply to
EU patents, but no further translations after the grant of the EU patent will be required. The
Article also specifies that in accordance with the EPC the EU patent specification in the
language of the proceedings will be the authentic text.

This requirement is identical with the Commission's original proposal for a Community patent
Regulation in August 2000 and builds on the existing system of official languages at the EPO
and the use of languages by the majority of applicants'®. This solution is likely to have a
positive impact on all users of the patent system in Europe by achieving a considerable
reduction in translation costs.

Article 4 — Translation in case of a dispute

This Article requires that in the case of a legal dispute the patent proprietor provides at the
request and the choice of the alleged infringer a full translation of the EU patent into an
official language of the Member State in which either the alleged infringement took place or
in which the alleged infringer is domiciled. The patent proprietor shall also provide a full
translation of the EU patent into the language of proceedings of the competent court in the
European Union at the request of that court. The costs of such translations shall be borne by
the patent proprietor.

Article 5 — Report on the implementation of this Regulation

This Article provides for an evaluation exercise including a report on the implementation of
the Regulation. Not later than five years from the date of the entry into force of this
Regulation, the Commission shall present to the Council a report on the operation of the

Currently, 88.9% of the applicants of European patents file their patent applications either in English,
French or German. Applicants from Europe use these languages as their filing language in 93% of the

| ce
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translation arrangements for the EU patent and, where necessary, make proposals for
amending this Regulation. -

Article 6 - Entry into force

This Article provides that this Regulation shall enter into force on the twentieth day after its
publication in the Official Journal of the European Union, but shall apply from the date of
entry into force of the Regulation on the European Union patent. Since the substantive legal
provisions applicable for the EU patent as a European intellectual property title would be
governed by the EU Patent Regulation, but the translation arrangements applicable for these
patents would be regulated by the present proposal, the two legislative instruments would
have to be applied jointly.

6.2, Accompanying measures to be established together with the creation of the EU
patent

Translations for the provision of patent information

Necessary arrangements shall be made between the European Union and the EPO to make
machine translations of patent applications and patent specifications available in all official
languages of the European Union without additional costs for the applicants. Such translations
should be available on demand, online and free of charge on publication of the patent
application. They would be provided for purposes of patent information and would not have
legal effect. This would be made clear to users through an appropriate disclaimer. Contrary to
the current practice where translations are provided several months after grant — when they
are less needed and rarely consulted - their early availability could significantly improve the
dissemination of patent information, in particular for individual inventors, researchers and
innovative SMEs. The machine translation programme will aim to deliver high quality
translations based on technical standards including electronic dictionaries with vocabulary
linked to the international patent classification system.

~ High quality machine translations have already been developed by the EPO in a limited

number of languages. The Commission is also suPporting a project for machine translations
(Patent Language Translations Online, PLuTO) 9,‘ which involves developing translation
software on the basis of patent documentation covering all official languages of the EU
Member States over the next five years. The creation of the EU patent would necessitate the
acceleration of work and the roll-out of such a programme covering all EU languages. The
implementing provisions applicable to the machine translation system would have to be
established by the Select Committee of the Administrative Council of the EPO composed of
representatives of the EU and all Member States.

Reimbursement of costs

European patent applications may be filed in any language in accordance with Article 14(2) of
the EPC. Where the language of filing is not an official EPO language, a translation of the
application into one of the official languages of the EPO must be provided, within a
prescribed time period, so that the application can be processed by the EPO. Under the current
Implementing Regulations of the EPC, applicants filing in a language not in common with

1o Information available at http://cordis.europa.eushome_en.html.

20 Atrticle 14(4) EPC; Rule 6(1) of the Implementing Regulations.
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official languages of the EPO are eligible for a partial reimbursement of the translation costs
at various stages of the procedure before the EPO by way of a fee reduction. This would also
apply to EU patents. However, with respect to applicants for EU patents based in EU Member
States, necessary arrangements shall be made to provide not only for a partial, but for a full
reimbursement of the translation costs up to fixed ceilings. These additional reimbursements
would be financed from the fees of EU patents collected by the EPO. These arrangements
would have to be established by the Select Committee of the Administrative Council of the
EPO composed of representatives from the EU and of all Member States.
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2010/0198 (CNS)
Proposal for a
COUNCIL REGULATION (EU)

on the transiation arrangements for the European Union patent

THE COUNCIL OF THE EUROPEAN UNION,

Having regard to the Treaty on the Functioning of the European Union, and in particular
second paragraph of Article 118 thereof,

Having regard to the proposal from the European Commission,

- After transmission of the draft legislative act to the national Parliaments,

Having regard to the opinion of the European Parliament®!,

Acting in accordance with a special legislative procedure,

Whereas:

(1)

2)

3)

The European Union patent (hereinafter referred to as the "EU patent™) has been
created by virtue of Regulation xx/xx on the European Union patent®. In accordance
with the first paragraph of Article 118 of the Treaty, the Regulation provides for
uniform patent protection throughout the European Union and for the setting up of

- centralised Union-wide authorisation, coordination and supervision arrangements.

Translation arrangements for the EU patent that are cost-effective, simplified and
ensure legal certainty should stimulate innovation and should, in particular, benefit
Small and Medium-Sized Enterprises (SMEs) and be complementary to the
Communication from the Commission to the Council, the European Parliament, the
European Economic and Social Committee and the Committee of the Regions "Think
Small First" - A "Small Business Act" for Europe®. Such translation arrangements

should make access to the EU patent and to the patent system as a whole easier, less

costly and less risky.

Since the European Patent Office (hereinafter referred to as the "EPO") is responsible
for the grant of European patents, including EU patents, the translation arrangements
for the EU patent should be built on the current procedure applied by the EPO. Those
arrangements should aim at achieving the necessary balance between the interests of
economic operators and the public interest in terms of the cost of proceedings and the
availability of technical information.

21
22
23

OJC,,p..
oJC,,p..
COM(2008) 394.
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“4)

)

(6)

(7)

(3)

®

In case of a dispute concerning an EU patent, it is a legitimate requirement that the
patent proprietor provides a full translation of the EU patent into an official language
of the Member State in which either the alleged infringement took place or in which
the alleged infringer is domiciled. The patent proprietor is also required to provide a
full translation of the EU patent into the language of proceedings of the competent
court in the European Union at the request of that court. Such translations should be
provided at the expense of the patent proprietor.

In order to facilitate access to the EU patent, in particular for SMEs, applicants who do
not have a language in common with one of the official languages of the EPO should
be able to file their applications in any other official language of the European Union.
As a complementary measure, for applicants obtaining EU patents and having their
residence or principal place of business within a Member State which has an official
language other than one of the EPO official languages, a system of additional
reimbursements of the costs related to the translation from that language into the
language of the proceedings of the EPO, beyond what is currently already in place for
the European patents, should be established by the time this Regulation applies.

In order to promote the availability of patent information and the dissemination of
technological knowledge, a system of machine translations for EU patent
specifications into all official EU languages should be in place by the time this
Regulation applies. Such machine translations should serve for information purposes
only and should not have any legal effect.

Since the substantive provisions applicable to the EU patent as a European intellectual
property title are governed by Regulation xx/xx on the European Union patent, and
they are completed by the translation arrangements provided for in this Regulation,
this Regulation should apply from the date of the entry into force of Regulation xx/xx.

In accordance with the principle of subsidiarity as set out in Article 5 of the Treaty on
European Union, the objective of the action to be taken, namely the creation of a
uniform and simplified translation regime for the EU patent, can be only achieved at
European level. In accordance with the principle of proportionality, as set out in that
Article, this Regulation does not go beyond what is necessary in order to achieve this
objective.

This Regulation is without prejudice to the rules governing the languages of the
Institutions of the Union established in accordance with Article 342 of the Treaty on
the Functioning of the European Union and to Council Regulation 1/1958 determining
the languages to be used by the European Economic Community,

HAS ADOPTED THIS REGULATION:

Article 1
Subject matter

This Regulation establishes the provisions on the translation arrangements applicable to a
European Union patent.
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Article 2
Definitions

For the purposes of this Regulation, the following definitions shall apply:

(a)

(b)

"European Union patent”, hereinafier referred to as the "EU patent”, means a patent
as defined in Regulation xx/xx on the European Union patent.

"EU patent specification” shall include the description, the claims and any drawings.

Article 3
Publication of the EU patent specification

After the publication of the EU patent specification in accordance with Article 14,
paragraph 6, of the Convention on the Grant of the European Patents of 5 October
1973, as amended (hereinafter referred to as the "EPC"), no further translations are
required.

The text of the EU patent in the official language of the European Patent Office
referred to as the language of the proceedings in Article 14, paragraph 3, of the EPC
shall be the authentic text.

Article 4
Translation in case of a dispute

In the case of a dispute relating to an EU patent, the patent proprietor shall provide at
the request and the choice of an alleged infringer, a full translation of the patent into
an official language of the Member State in which either the alleged infringement
took place or in which the alleged infringer is domiciled.

In the case of a dispute relating to an EU patent, the patent proprietor shall provide at
the request of the competent court in the European Union in the course of legal
proceedings, a full translation of the patent into the language of the proceedings of
the court.

The cost of the translation referred to in paragraphs 1 and 2 shall be borne by the
patent proprietor.

Article 5
Report on the implementation of this Regulation

Not later than five years from the date on which this Regulation enters into force, the
Commission shall present to the Council a report on the operation of the translation
arrangements for the EU patent and where necessary make proposals for amending this
Regulation.
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Article 6
Entry into force

This Regulation shall enter into force on the twentieth day following that of its publication in
the Official Journal of the European Union.

It shall apply from [date of the entry into force of Regulation xx/xx on the European Union
patent]. '

This Regulation shall be binding in its entirety and directly applicable in the Member States in
accordance with the Treaties.

Done at Brussels,

For the Council
The President

12
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MEMO/11/551

Brussels, 9 November 2010

Preparation for the Competitiveness Council of
Ministers, 10 November 2010

An extraordinary session of the EU's Competitiveness Council will meet in
Brussels on Wednesday 11 November under the chairmanship of the Belgian
Presidency: Mr Vincent Van Quickenborne (Minister for Enterprise and
. Streamlining Policy). The European Commission will be represented by
Commissioner Michel Barnier responsible for the Internal Market and
Services.

The Council discussions will be focusing on:

The EU Patent

Ministers are to revisit the issue of an improved EU Patent system. On 1 July 2010,
the Commission launched a proposal on translation arrangements for a future EU
Patent, which is the final element needed for a single EU Patent to become a reality
(see IP/10/870). Obtaining a patent in Europe currently costs ten times more than in
the US. This situation discourages research, development and innovation, and
undermines Europe's competitiveness. The Commission believes that Europe needs
to act so that innovators can protect their inventions at an affordable cost with a
single patent covering the entire EU territory with minimum translation costs and
without needing to validate that patent at national level as they currently have to do.
The draft regulation seeks to ensure translation arrangements for the EU patent are
cost-effective, simplified and ensure legal certainty. The new proposal is an
extension of the European Patent Office's (EPO) successful trilingual system and, if
adopted, would drastically reduce existing translation costs. The Commission hopes
to see Member States move towards a unanimous agreement Wednesday.

More information:

http.//ec.europa.eu/internal_market/indprop/patent/index_en.htm
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| | Towards a
EUROPEAN UNION PATENT COURT?



COUNCIL OF Brussels, 7 December 2009

THE EUROPEAN UNION

17229/09
PI 141
COUR 87

NOTE

from: General Secretariat of the Council

to: Delegations

No. prev. doc.: 16114/09 ADD 1 PI 123 COUR 71

Subject: Enhanced patent system in Europe

- Council conclusions

Delegations will find in Annex, for information, the conclusions adopted by the Council

(Competitiveness) on 4 December 2009 on an enhanced patent system in Europe.
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ANNEX

COUNCIL CONCLUSIONS
on

AN ENHANCED PATENT SYSTEM IN EUROPE

THE COUNCIL OF THE EUROPEAN UNION,

1.  RECALLING that enhancing the patent system in Europe is a necessary prerequisite for
boosting growth through innovation and for helping European business, in particular SMEs,

face the economic crisis and international competition;

2. CONSIDERING that such an enhanced patent system is a vital element of the Internal Market
and that it should be based on two pillars, i.e. the creation of a European Union patent
(hereafter "EU patent") and the setting up of an integrated specialised and unified jurisdiction
for patent related disputes thus improving the enforcement of patents and enhancing legal

certainty;

3. ACKNOWLEDGING the considerable amount of work accomplished so far by the Council's
preparatory bodies on the legal instruments needed to establish the above-mentioned two

pillars;

4. AGREES that the following conclusions on the main features of the European and EU Patentsl
Court (I} could form the basis of, while on the EU patent (IT) they should form part of the
overall final agreement on a package of measures for an Enhanced Patent System in Europe
comprising the creation of a European and EU Patents Court (EEUPC), an EU patent,
including the separate regulation on the translation arrangements referred to in point 36
below, an Enhanced Partnership between the European Patent Office and central industrial
property offices of Member States and, to the extent necessary, amendments to the European

Patent Convention;

16
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5. STRESSES that the following conclusions are without prejudice to the request for an opinion
of the European Court of Justice' as well as to Member States' individual written submissions

and are conditional on the opinion of the European Court of Justice ;

6. TAKES NOTE of the Draft Agreement on the European and Community Patents Court in
document 7928/09 of 23 March 2009 (below the Draft Agreement), acknowledges that some

elements of the envisaged agreement are under particular discussion;

7.  STRESSES, that the system here envisaged should be established with due regard to the
constitutional provisions of the Member States and is without prejudice to the request for an
opinion of the European Court of Justice; and that the establishment of the EEUPC would be
based on an agreement, the ratification of which by the Member States would have to take

place in full compliance with their respective constitutional requirements;

8.  AGREES that the decision on the seat arrangements for the EEUPC should be taken as part of
the overall final agreement referred to in point 4 above and shall be in accordance with

relevant EU acquis;

9.  RECOGNISES that some Member States have fundamental legal concerns concerning the
creation of the EEUPC and its envisaged overall architecture as reflected in these conclusions,
which would have to be revisited in the light of the opinion of the European Court of Justice.

I.  MAIN FEATURES OF THE EUROPEAN AND EU PATENTS COURT

THE EUROPEAN AND EU PATENTS COURT

10. The EEUPC should have exclusive jurisdiction in respect of civil litigation related to the

infringement and validity of EU patents and European patents.

! OPINION 1/09, European Court of Justice.

11
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11.  As outlined in the Draft Agreement, the EEUPC should comprise a Court of First Instance, a
Court of Appeal and a Registry. The Court of First Instance should comprise a central

division as well as local and regional divisions.

12. The European Court of Justice shall ensure the principle of primacy of EU law and its

uniform interpretation.

THE COMPOSITION OF THE PANELS

13. In order to build up trust and confidence with users of the patent system and to guarantee the
high quality and efficiency of the EEUPC's work, it is vital that the composition of the panels
is organised in a way which makes best use of experience of patent litigation among judges
and practitioners at national level through pooling of resources. Experience could also be
acquired through theoretical and practical training which should be provided in order to
improve and increase available patent litigation expertise and to ensure a broad geographic

distribution of such specific knowledge and experience.

14.  All panels of the local and regional divisions and the central division of the Court of First
Instance should guarantee the same high quality of work and the same high level of legal and
technical expertise.

15. Divisions in a Contracting State where, during a period of three successive years, less than
fifty cases per year have been commenced, should either join a regional division with a
critical mass of at least fifty cases per year or sit in a composition whereby one of the legally
qualified judges is a national of the Contracting State concerned and two of the legally
qualified judges, who are not nationals of the Contracting State concerned, come from the

pool of judges to be allocated to the division on a case by case basis.
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16. Divisions in a Contracting State where, during a period of three successive years, more than
fifty cases per calendar year have been commenced should sit in a composition whereby two
of the legally qualified judges are nationals of the Contracting State. The third legally
qualified judge, who would be of a different nationality, would be allocated from the pool of
judges. The legally qualified judges from the pool should be allocated on a long term basis

where this is necessary for the efficient functioning of divisions with a high work load.

17.  All panels of the local and regional divisions should comprise an additional technical judge in
the case of a counterclaim for revocation or, in the case of an action for infringement, when
requested by one of the parties. All panels of the central division should sit in a composition
of two legally qualified judges and one technically qualified judge. The technically qualified
judge should be qualified in the field of technology concerned and be allocated to the panel
from the pool of judges on a case by case basis. Under certain conditions to be defined in the
Rules of Procedure and with the agreement of the parties, cases in the First Instance may be

heard by a single legally qualified judge.

18. The allocation of judges should be based on their legal or technical expertise, linguistic skills

and relevant experience.

19. The provisions regarding the composition of the panels and the allocation of judges should
ensure that the EEUPC is an independent and impartial tribunal within the meaning of Article
47 of the Charter of Fundamental Rights of the European Union.?

2 0JC303,14.12.2002, p. 1.

19

17229/09 g LK/mg 5

ANNEX DG C 1 EN



- JURISDICTION IN RESPECT OF ACTIONS AND COUNTERCLAIMS FOR REVOCATION

20. In order to ensure that local and regional divisions work in an expeditious and highly efficient
way, it is vital that the divisions have some flexibility on how to proceed with counterclaims

for revocation.

(a) Direct actions for revocation of patents should be brought before the central division.
(b) A counterclaim for revocation can be brought in the case of an action for infringement

before a local or regional division. The local or regional division concerned may;
(1) proceed with the counterclaim for revocation; or,

(1) refer the counterclaim to the central division and either proceed with the

infringement action or stay those proceedings; or,

(11)) with the agreement of the parties, refer the whole case for decision to the central

division.
LANGUAGES OF PROCEEDINGS

21. The Draft Agreement, the Statute and the Rules of procedure should provide for arrangements
which would guarantee fairness and predictability of the language regime for the parties.
Furthermore, any division of the EEUPC should provide translation and interpretation
facilities in oral proceedings to assist the parties concerned fo the extent deemed appropriate,

in particular when one of the parties is an SME or a private party.

W W
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22.  The language of proceedings of the local and regional divisions should in general be the
language(s) of the Contracting State(s) where they would be established. Contracting States
may however designate one or more of the official languages of the European Patent Office as
language of proceedings of the local or regional division they host. The language of
proceedings of the central division should be the language of the patent. The language of

proceedings of the Court of Appeal should be the language of the proceedings at the First
Instance.

23.  Any subsequent decisions which would in any way affect the arrangements regarding the

language of proceedings under the Agreement on the EEUPC should be adopted by

unanimity.
THE TRANSITIONAL PERIOD

24.  The transitional period should not last longer than five years after the entry into force of the
Agreement on the EEUPC.

25.  During the transitional period, proceedings for infringement or for revocation of a European
patent may still be initiated before the national courts or other competent authorities of a
Contracting State having jurisdiction under national law. Any proceedings pending before a
national court at the end of the transitional period should continue to be subject to the

transitional regime.

26.  Unless proceedings have already been initiated before the EEUPC, holders of European
patents or patent applications granted or applied for prior to the entry into force of the
Agreement on the EEUPC should have the possibility to opt out of the exclusive jurisdiction
of the EEUPC, if the opt out is notified to the Registry no later than one month before the end

of the transitional period.
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REVISION CLAUSE CONCERNING THE COMPOSITION OF PANELS AND
COUNTERCLAIMS FOR REVOCATION

27. The Commission should closely monitor the functioning, the efficiency and the implications
of the provisions regarding the composition of the panels of the First Instance and the
jurisdiction in respect of actions and counterclaims for revocation, see points 15, 16 and 20
above. Either six years after the entry into force of the agreement on the EEUPC or after a
sufficient number of infringement cases, approximately 2000, have been decided by the
EEUPC, whichever is the later point in time, and if necessary at regular intervals thereafier,
the Commission should, on the basis of a broad consultation with users and an opinion of the
EEUPC, draw up a report with recommendations concerning the continuation, termination or

modification of the relevant provisions which should be decided by the Mixed Committee.

28. The Commission should in particular consider alternative solutions that would reinforce the
multinational composition of the panels of the local and regional divisions and that would
make a referral to the central division of a counterclaim for revocation, or the whole case,

subject to agreement of both parties.

PRINCIPLES ON THE FINANCING OF THE EEUPC

29. The EEUPC should be financed by the EEUPC’s own financial revenues consisting of the
court fees, and at least in the transitional period referred to in point 24 as necessary by
contributions from the European Union (hereafter "EU") and from the Contracting States
which are not Member States. -

30. A Contracting State setting up a local division should provide the facilities necessary for that

purpose.
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31.  The court fees should be fixed by the Mixed Committee on a proposal by the Commission
which should include an assessment by the Commission of the expected costs of the EEUPC.
The court fees should be fixed at such a level as to ensure a right balance between the
principle of fair access to justice, in particular for SMEs and micro-entities, and an adequate
contribution of the parties for the costs incurred by the EEUPC, recognising the economic
benefits to the parties involved, and the objective of a self-financing court with balanced

finances. Targeted support measures for SMEs and micro-entities might also be considered.

32.  The EEUPC should be organised in the most efficient and cost effective manner and should

ensure equitable access to justice, taking into account the needs of SMEs and micro-entities.

33.  The EEUPC costs and financing should be regularly monitored by the Mixed Committee, and

the level of the court fees should be reviewed periodically, in accordance with point 31 above.

34. At the end of the transitional period, on the basis of a report from the Commission on costs
and financing of the EEUPC, the Mixed Committee should consider the adoption of measures

aimed at the objective of self-financing.

ACCESSION

35.  Initially, accession by Contracting States of the European Patent Convention who are not
Member States of the EU should be open for Contracting Parties to the European Free Trade
Agreement. After the transitional period, the Mixed Committee could by unanimity decide to
invite Contracting States of the European Patent Convention to adhere if they have fully
implemented all relevant provisions of EU law and have put into place effective structures for

patent protection.
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IL

THE EU PATENT

TRANSLATION ARRANGEMENTS

36.

The EU Patent Regulation should be accompanied by a separate regulation, which should
govern the translation arrangements for the EU patent adopted by the Council with unanimity
in accordance with Article 118 second subparagraph of the Treaty on the Functioning of the
European Union. The EU Patent Regulation should come into force together with the separate

regulation on the translation arrangements for the EU patent.

THE RENEWAL FEES

37.

38.

The renewal fees for EU patents should be progressive throughout the life of the patent and,
together with the fees due to be paid during the application phase, cover all costs associated
with the granting and administration of the EU patent. The renewal fees would be payable to
the European Patent Office, which would retain 50 percent of the renewal fees and distribute
the remaining amount among the Member States in accordance with a distribution key to be

used for patent-related purposes.

A Select Committee of the Administrative Council of the European Patent Organisation
should, once the EU Patent Regulation enters into force, fix both the exact level of the
renewal fees and the distribution key for their allocation. The Select Committee should be
composed only of representatives of the EU and all the Member States. The position to be
taken by the EU and the Member Statéé in the Select Committee would ﬁeed to be determined
within the Council, at the same time as the EU Patent Regulation is adopted. The level of the
renewal fees should in addition to the above mentioned principles be fixed with the aim of
facilitating innovation and fostering the competitiveness of European business. It should also
reflect the size of the market covered by the EU patent and be similar to the level of the
renewal fees for what is deemed to be an average European Patent at the time of the first

decision of the Select Committee.
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39. The distribution key should be fixed taking into account a basket of fair, equitable and
relevant criteria such as for instance the level of patent activity and the size of the market. The
distribution key should provide compensation for, among other things, having an official
language other than one of the official languages of the European Patent Office, for having

disproportionately low levels of patent activity and for more recent EPC-membership.
40. The Select Committee should periodically review its decisions.

THE ENHANCED PARTNERSHIP

41.  The aim of the Enhanced Partnership is to promote innovation by enhancing the efficiency of
the patent granting process through avoiding duplication of work, with the goal of more rapid
delivery of patents which will increase speed of access to market for innovative products and
services and reduce costs for applicants. Enhanced Partnership should both make use of
central industrial property offices’ existing expertise and strengthen their capacity to enhance

the overall quality of the patent system in future.

42. Enhanced Partnership should enable the European Patent Office to make regular use, where
appropriate, of the result of any search carried out by central industrial property offices of
Member States of the European Patent Organisation on a national patent application the
priority of which is claimed in a subsequent filing of a European patent application. Such a
result should be available to the European Patent Office in accordance with the Utilisation

Scheme of the European Patent Office.”

EPO documents CA/153/09 and CA/PL 8/09.
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43.

45.

46.

47.

Central industrial property offices can play a vital role in fostering innovation. All central
industrial property offices, including those which do not perform searches in the course of a
national patent granting procedure, can have an essential role under the Enhanced Partnership,
advising potential applicants including SMEs, disseminating patent information and receiving

applications.

Enhanced Partnership should fully respect the central role of the European Patent Office in
examining and granting European patents. Under the Enhanced Partnership the European
Patent Office would be expected to consider but not be obliged to use the work provided by
participating offices. The European Patent Office should remain free to carry out further
searches. The Enhanced Partnership should not restrict the possibility for applicants to file
their application directly at the European Patent Office.

Enhanced partnership would be subject to periodic reviews, adequately involving views of the
users of the patent system. In addition, regular feed back from the European Patent Office to
the participating offices on how search reports are utilised at the European Patent Office
would be essential for the enabling of the fine-tuning of the search process to the benefit of

the optimal utilisation of resources.

Enhanced partnership should be based on a European Standard for Searches (ESS), containing
criteria for ensuring quality. The ESS should in addition to searches include standards on inter

alia training, tools, feedback and assessment.

At the same time as the EU Patent Regulation is adopted, the position to be taken by the EU
and the Member States on the implementation of the Enhanced Partnership, including the
ESS, should be determined within the Council and then be implemented within the context of
the European Patent Network (EPN)*, in particular, the Utilization Scheme’ and the European
Quality System®, within the policy of the European Patent Organisation.

EPO documents CA/120/06 and CA/PL 8/09.
EPQO document CA/153/09 and CA/PL 8/09.
EPO document CA/122/06 and CA/PL 8/09.
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48.  The participation of central industrial property offices in an Enhanced Partnership should be
voluntary but open to all. In the spirit of facilitating the utilization and pooling of all available
resources, regional cooperation should be encouraged. In addition the possibility of limiting
the participation of a central industrial property office to one or more specific technical fields

should be further analysed, tested and evaluated.

49.  The steps now taken should be without prejudice to any future development of the Enhanced
Partnership, including future models for improving the partnership between the European
Patent Office and the central industrial property offices. Against this background, the
European Patent Office and Member States should give a comprehensive evaluation of the
functioning and the further development of the Enhanced Partnership, based on experience
gained through the implementation and the performance achieved by central industrial

property offices in meeting the ESS.

AMENDMENTS TO THE EUROPEAN PATENT CONVENTION AND ACCESSION OF THE
EUROPEAN UNION TO THE EUROPEAN PATENT CONVENTION

50.  In order for the EU patent to become operational, to the extent necessary, amendments would
be made to the European Patent Convention (EPC). The EU and its Member States should
take any necessary measures and put them into force, including those for the accession of the
EU to the EPC. Amendments to the EPC deemed necessary in this regard should not imply

any revision of substantive patent law, not related to the creation of the EU patent.
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Jochen Pagenberg™

The EC]J on the Draft Agreement for a European
Community Patent Court — Hearing of May 18,2010

A. The Arguments of Member States and EU Institutions
1. Procedural Situation

On May 18, 2010, the European Court of Justice! held a hearing in the
proceedings for an Opinion under Art. 300(6) EC (now Art. 218(11)
TFEU?) concerning the compatibility of the Draft Agreement for a European
and Community Patent Court with the legislative powers of EU institutions.3
The request for an Opinion was filed by the Council of the European Union
on July 9, 2009.

Twenty countries had intervened and submitted written pleadings, in addi-
tion to the European Parliament and the European Commission. Fourteen
countries* plus the Commission regarded the Draft Agreement as compatible
with the provisions of the Treaty (Czech Republic, Denmark, Finland,
France, Estonia, Germany, Netherlands, Poland, Portugal, Romania, Slove-
nia, Sweden, United Kingdom, Belgium); and seven countries plus the Parlia-
‘ment regarded the Draft Agreement as incompatible with the provisions of
the Treaty (Cyprus, Greece, Ireland, Italy, Lithuania, Luxembourg, Spain).
In addition, Spain and the European Parliament pleaded that the request was
inadmissible, arguing that it was “premature and incomplete” in view of the
uncertainty surrounding the legal context in which the proposed Agreement
is to operate. The assertion that 14 countries were in favor must, however,
be taken with some reservation, since their reasoning was very diverse and
contradictory, as some of the governments rejected the legal basis in favor of
compatibility, while others had chosen Article of the Treaty as the sole
possibility.

The Council, Commission, Parliament and the Member States had the op-

portunity for oral presentations of the usual 15 minutes, according to the

rules of the ECJ. The ECJ had asked the parties in writing before the hearing
to concentrate on three topics:

(i) admissibility of the request, particularly with respect to the reasons
against admissibility submitted by the Parliament;

* Dr. jur; Attorney-at-Law, Munich/Paris; President, European Patent Lawyers Association.

1 Case 1/09. The sitting was in full court with all 27 judges present.

2 The Lisbon Treaty is referred to as the Treaty on the Functioning of the European Union
{TFEU).

3 Doc. st7928/09 of March 23, 2009.

4 Belgium apparently did not submit a written brief but joined the “pro” group in its oral
pleadings.
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(ii) effects of the entry into force of the Lisbon Treaty on the Agreement in
view of the amended rules of the Treaty; and

(iii) how the provisions proposed in the Drafr Agreement fit and can be
integrated into the legal structure of the court system under the Treaty.

The representatives of the parties dealt with the topics by mostly repeating
the arguments from their written submissions.

2. Admissibility

The European Parliament, as well as some Member States, argued that the
request for an Opinion is not only premature and inadmissible because the
European Parliament has yet to approve the Draft Regulation on the Com-
munity Patent,> but also because national parliaments may need to decide
whether the discussed texts are in conformity with their national constitu-
tions in view of the fact that court jurisdiction and competence would shift
from national courts to international courts.®

3. Effects of the Lisbon Treaty

With respect to the effects of the entry into force of the Lisbon Treaty
(TFEU)), most Member States agreed that the new rules dealing with indus-
trial property rights and the jurisdiction in this field have not decisively
changed or extended the powers of the EU or the competence of the EC]J.

The significance of Art. 118 TFEU” was discussed by most speakers, but
primarily in relation to the intended improvement of the competitive situa-
tion by the Agreement “within the internal marker”, which could mean that
it only applies to the EU patent but would leave jurisdiction over national
and EP patents in the hands of the Member States.

However, in the light of the later oral questions of the Court, this second
topic might have aimed at a more precise point, namely whether Art. 118
obliges the EU to set up “centralised Union-wide authorisation, coordination
and supervision arrangements.”

This topic was not discussed by the Member States, however, which primar-
ily dealt with the question whether the internal market, for its own develop-
ment, needs an international agreement with third parties.®

5 Doc. st16113/09 of November 27, 2009.

6 The discussion turned around the interpretation of Art. 218(11} TFEU as to whether the
Agreement was “envisaged”: “11. The ... Council ... may obtain the opinion of the Court
of Justice as to whether an agreement envisaged is compatible with the Treaties.”

7 Article 118 TFEU reads in its relevant part: “In the context of the establishment and func-
tioning of the internal market, the European Parliament and the Council, acting in accor-
dance with the ordinary legislative procedure, shall establish measures for the creation of
European intellectual property rights to provide uniform protection of intellectual property
rights throughout the Union and for the setting up of centralised Union-wide authorisation,
coordination and supervision arrangements.”
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4. The Question of Compatibility

a) Some of the Member States that denied the compatibility of the Draft
Agreement with the Treaty stated that the Agreement would significantly
change the Community legal order by depriving national courts of the
jurisdiction that they today enjoy to hear and determine private party actions
in cases of patent infringement. Others limited these doubts to the jurisdic-
tion over EP patents, for which they challenged the competence of the Union
and denijed the applicability of Art. 118 TFEU for the establishment of an
international court system that goes beyond EU intellectual property rights,
since Art. 118 speaks only of the internal market.

b) But even among the Member States that affirmed the compatibility of the
Agreement, the reasoning could not have been more controversial. If my
counting is correct, seven Member States proposed Art. 308 EC (now
Art. 352 TFEU®) as an argument for compatibility, two of them with reser-
vations as to EP patents. Those that were against the application of Art. 352
TFEU argued that it does not confer competence on the EU to conclude
agreements which fall within the competence of the Member States. Four
Member States relied on Art. 229a EC (now Art. 262 TFEU) — this however
was wholly rejected by five others, although it was accepted by another four,
but only for EU patents. Those that rejected Art. 262 TFEU as a legal basis
argued that, according to its text, “to confer jurisdiction ... on the Court of
Justice [pertaining to] acts which create European intellectual property
rights,”1° Art. 262 only specifies the possibility of conferring jurisdiction on
the Court of Justice in respect of disputes relating to EU patents, but not in
respect of disputes relating to EP patents. Others argued that Art. 262 is not
an obstacle, without discussing whether they meant only EU patents or also
EP patents. Four did not suggest any legal basis at all and only gave general
explanations why they were in favor and that they did not find a provision
speaking against the Agreement.

8 Doubts were raised whether there is evidence that such a shift of competence and jurisdic-
tion is indispensable if the present rules on jurisdiction also have satisfactory results and a
uniform Common Market is achieved by the creation of a uniform IP right for which
special courts exist. Not one Member State mentioned, in this context, their experience
with the Community trademark for which no shift of jurisdiction from the national courts
to international courts outside the EU has taken place. Cf. also for this question, JAEGER,
Hicry, Drexe & ULLricH, “Comments of the Max Planck Institute for Intellectual Pro-
perty, Competition and Tax Law on the 2009 Commission Proposal for the Establishment
of a Unified European Patent Judiciary,” 40 IIC 817, 824 (2009), at No. 14.

9 Art. 308 EC required that the act must be “necessary ... in the course of the operation of
the common market,” whereas Art. 352 speaks of “necessary ... within the framework of
the policies defined in the Treaties.”

10 The text of the former Art. 229a EC Treaty spoke of “Community industrial property
rights.”
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c) While the necessity for the establishment of a uniform patent right for the
Community was affirmed by the majority of Member States, the distinction
between the compatibility of the proposed Agreement with the EU legal
order for EU patents and its lack of competence for EP patents was also
made by a number of Member States, who generally spoke in favor of
compatibility as such. It was not surprising that the question whether and
how to include EP patents in the Agreement was again the subject of
considerable controversy. A few supported combined jurisdiction for EP and

~ EU patents, arguing that one cannot duplicate the patent courts. However,

these same countries had voted in favor of a Revision Clause in December
2009 which, if accepted, would end the jurisdiction of national courts which
would act as local chambers six years after the entry into force of the
Agreement.

d) For some countries, the geographic location of courts sitting in non-
Member States played a decisive role for denying the compatibility of the

Agreement if those foreign courts could decide on the application of intellec-

tual property rights with effect in the internal market. Their argument was
that preservation of the autonomy of Community law requires that the
validity of patents covering the entire European Union cannot be decided by
courts sitting in non-Member States.!! It was indeed a colorful picture of
legal controversy.1?

B. Result of the Oral Presentations

1. Although there were a number of valid arguments that would speak
against the admissibility of the request as being premature based on prior
case law, it is unlikely that the Court will see a problem here despite the
number of open questions about the legal framework.

2. The effects of the entry into force of the Lisbon Treaty primarily concern
further handling of the Regulation for the EU patent by the EU Parliament,
and not the Agreement. However, evidence would still be needed that the
existence of identical courts for EU and EP patents would be indispensable
for the internal market to function. Experience with the Community trade-
mark shows otherwise. The clear answer of some Member States, therefore,
was that “such a construction [of international courts] does not fit” into the
Community legal order and is contrary to the intent and purpose of Art. 118

'TFEU, which only applies to internal IP rights. Although it will certainly not

11 This argument, if it is accepted by the EC]J, might force the Commission to reconsider the

- inclusion of EP patents within the jurisdiction of the EU court system, thus leaving bundle

patents with the national courts, since the shift of jurisdiction from the Member States
might require a modification of the Treaty.

12 Other provisions were discussed as well, such as Art. 225 a EU {now Art. 257 TFEU),
which mentions the creation of a specialized Community court but not of an international
judicial body. Articles 133 EC (now Art. 207 TFEU) and 95 EC (now Art. 115 TFEU), in
conjunction with Directive 2004/48 EC, were rejected as an insufficient legal basis.
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be easy to overcome these legal obstacles, in fact the real problems lie in the
core question of compatibility.

3. The controversy among the Member States that argue in favor of compat-
ibility with the Treaty — some insisting on Art. 308 EC (now Article 352
TFEU) as the only legal basis,’® others relying only on Art. 229a EC (now
Art. 262 TFEU) and rejecting Art. 308 EC because of its vague text — left an
impression of total legal uncertainty. None of the representatives examined
the question why all the rules cited by the different Member States contained
an express limitation to the territory of the internal market. None analyzed
the legal context and purpose of Art. 308 EC or explained how the limita-
tion introduced by the apparently clear language of this provision, with its
reference to “the course of the operation of the common market,”1* might be
circumvented.

One observer in the audience, after having listened to the diversity of the
oral presentations by the Member States, remarked during a break that it
was difficult to understand how they had come to a unanimous acceptance
of the Conclusions on December 4, 2009, in view of the drastic differences
among them.

There were a number of other issues discussed by the Member States, which
however cannot be included within the framework of this report.1’

C. Questions by the Court and the Advocate General After the
Oral Pleadings

1. Lack of Unanimity Among the Member States

The Juge Rapporteur must have had the same impression as to the diverse
legal evaluations of the underlying concepts among the Member States, since
her first question to the Council concerned the degree of unanimity!$ in the

13 Article 352 reads: “If action by the Community should prove necessary to attain, in the
course of the operation of the common market, one of the objectives of the Community,
and this Treaty has not provided the necessary powers, the Council shall, acting unan-
imously on a proposal from the Commission and after consulting the European Parlia-
ment, take the appropriate measures.”

14 Art. 308 EC: “If action by the Community should prove necessary to attain, in the course
of the operation of the common market, one of the objectives of the Community, and this
Treaty has not provided the necessary powers, the Council shall, acting unanimously on a
proposal from the Commission and after consulting the European Parliament, take the
appropriate measures”; Art. 352 TFEU now reads in the underlined part: “within the
framework of the policies defined in the Treaties.”

15 Some discussion turned around Art. 48 of the Agreement and the limited power of the
Court of Appeal to refer questions of Community law to the ECJ for preliminary ruling;
see for recommendations concerning this question, JaEGER, 2010 CML Rev. 93, No. 6.3.3,
notes 192, 193, who recalls that the ECJ itself has accepted a limitation of such references
under the doctrines of acte clair and acte éclairé. Cf. also Jaecer, Hirty, Drexr & ULL-
RICH, supra note 8, at 828 ef seq.
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Council among the Member States on the issue of compatibility, given the
many footnotes in the Draft Agreement. The Council representative ad-
mitted that there were differences of opinion among the Member States on
this point, but refrained from being more specific.

Subsequent requests for further clarification by the Court and the Advocate
General directed to the Council, the Commission and, in part, to the Parlia-
ment, also showed their dissatisfaction with what they had heard so far and
put the main actors on the defensive.l?

2. Necessity of Enactment of the EU Patent Regulation

With her second question, the Juge Rapporteur asked the Council whether
the enactment of the Regulation on the EU Patent was a prerequisite for the
conclusion of the Agreement, which the Council confirmed. This will involve
the Parliament before the court system can be finalized and might delay
further work on the Agreement.

3. Significance of Art. 118 TFEU ~ Lack of EU Court Control over the EPO
Granting and Opposition Process

The following questions by the Court and the Advocate General all focused
on legal control and supervision by the EU legal system over the granting
process for EU patents once this has been entrusted to the EPO.

a) The Juge Rapporteur addressed the first question to the Commission on
the significance of Art. 118 TFEU for the outcome of the Opinion. From the
follow-up discussion it became clear that the judges were touching upon one
of the core questions of judicial power. Would power over the grant of EU
patents remain with the EU or would it be bestowed on the EPO instead?
And most important: Would it be necessary to provide legal recourse against
final decisions of the EPO concerning EU patents?

The representative of the Commission may have understood the question in
a more theoretical or dogmatic sense and responded that the request for an
Opinion was not concerned with the legal foundation of jurisdiction. This
was surprising in view of the long debates on this question in the written and
oral pleadings of different parties, and the fact that the Agreement is all
about the court structure and the jurisdiction of the EU or international
courts.

b} Since the Commission refrained from offering any further clarification of
this question, the judge became more specific and wanted to know whether
transferring power over the EU granting process to an authority outside the

16 Both Art. 262 and Art. 352 require unanimity as a possible authorization.

17 For the sake of coherence, the following citations of questions and answers are not textual
transcripts or translations but draw on the entire discussion. This may facilitate the under-
standing of the legal problems., The comments in italics constitute a personal analysis by
the author of the questions and answers.
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Community would not be in conflict with the powers of the Court, Again,
the Commission’s answer was evasive, asserting that it was not the act of
grant, but the future validity of the patent that was decided by the EPO. No
explanation of this curious proposition was given.

The representative of the Commission did not touch upon the underlying
problem that the Court was interested in, namely, whether it was in confor-
mity with the EU legal order that no Community instance has jurisdiction
and control over the act of grant or refusal; or more precisely, whether there
is a court in the Community that an applicant could call upon if his applica-
tion were rejected in the granting phase or his patent were invalidated in an
opposition proceeding.!®

c) That this was the topic the Court particularly wanted to discuss became
clear from the next question, this time from the Advocate General. She was
interested in whether the EU would have to accept a positive or negative
decision of the EPO, i.e. whether the EU would be willing to give full powers
to the EPO without reservation of its own decisional power.

Comment: Patent practitioners are aware that, in the granting and opposi-
tion phase of the EPO, the patent applicant or patent owner can file an
appeal against the Examination Divisions or the Opposition Division, re-
spectively, but that there is no court above the Boards of Appeal to correct
legal errors, severe violations of procedural rules or an infringement of
Community law.'® While, in case of the grant of an EP patent, third parties
who did not succeed in invalidating the patent in an opposition or bad not
filed an opposition can turn to the national courts for a revocation action,
no such remedy is available to an unsuccessful patent applicant.

This is one of the weaknesses of the EPO procedural system, which has been
widely ignored — or generally accepted — by the Member States of the
European Patent Organisation. Although there bad been a discussion some
years ago over the need to transform the Boards of Appeal into an indepen-
dent court, it did not lead to any concrete steps.2°

18 Former versions of the Community Patent Regulation provided for court control of EPO
decisions, cf. JAEGER, 2010 CML Rev. 83, No. 5.3, note 129.

19 If EU law is therefore applied by non-EU courts, or even an administrative institution like
the EPO, the ECJ must have the last word on validity and interpretation, which also in-
cludes questions of validity of EU acts; see JaAEGER, 2010 CML Rev. 106 et seq.,
No. 6.6.3, with further references to ECJ case law in note 259. This applies all the more
if it is an act of a non-EU institution like the EPO, which acts by delegation of power of
the EU for the granting of EU patents.

20 At the national level, Germany founded the Federal Patent Court 50 years ago in order to
ensure that an act of expropriation, like the invalidation or rejection of a patent, would
always be ordered or controlled by a judge. It was therefore not surprising that the ECJ
saw a problem with the present structural organization of the EPO if applied to EU
patents.
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d) In their answers to this question, the Council and the Commission contra-
dicted each other. The Council regarded such a delegation of power as
unproblematic. The representative of the Commission even took the view
that there would be no delegation of power and alleged that the EU would
still have control of the granting process, since the EPO would grant an EP
patent which the EU would then “transform” into an EU patent. He did not
explain how this was going to work in practice.

Comment: These answers did not give a convincing clarification of the
envisaged procedure. Although a text for the accession agreement with the
EPO must still be drafted, it must be assumed that EPO examiners will act
under the rules laid down in Art. 142 EPC,2 i.e. by an act of delegation of
powers. After the accession agreement with the EU is concluded, the appli-
cant would choose what kind of patent he wishes. If he ticks the box for the
“EU,” he will obtain an EU patent; if be ticks “Switzerland, France and
Norway,” he will receive a bundle of patents for three countries. In the
granting procedure for EU patents as part of the accession conditions of the
EU, the EPO would have to apply the substantive patent law of the EU as
laid down in the EU Patent Regulation, which could differ from the practice
and interpretation of the EPO.22

Such specific granting rules already existed in the past for a number of EPO
member countries which, at the time of joining the EPO, did not allow the
patenting of chemical compounds. As a result, process claims were granted
for those countries, whereas compound claims were granted for the other
countries.”3 If one takes the view of the Commission representative that an
EP patent would first be granted and then “transformed” or “converted”
into an EU patent, one must also explain by whom. The EU has no exam-
iners, so who could force an EPO examiner to grant a claim if he feels that it
should be refused? And what legal remedies are available after the request to
grant an EP patent has been dismissed? Will there be somebody (in the
EPQ2) to revive the invalidated EP patent in the form of a valid EU pateni?
The Court would have liked to have answered this in the context of the
discussion of Art. 118 TFEU (“the Council ... shall establish ... supervision
arrangements”).

21 Article 142 — “Unitary patents: (1) Any group of Contracting States, which has provided
by a special agreement that a European patent granted for those States has a unitary
character throughout their territories, may provide that a European patent may only be
granted jointly in respect of all those States.”

22 At present, this could be the case for biotech inventions. Such a possibility is already fore-
seen in the EPC organisational rules, see Art. 143 EPC - “Special departments of the Eu-
ropean Patent Office — (1) The group of Contracting States may give additional tasks to
the European Patent Office. (2) Special departments common to the Contracting States in
the group may be set up within the European Patent Office in order to carry out the
additional tasks.”

23 ]JAEGER, supra note 12, at 102, No. 6.5.3.
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e) That the Court was not interested in a virtual granting construction
became clear when the Advocate General again pressed for precise answers
as to whether indeed no judicial EU instance is foreseen to control the
granting process of EU patents, and whether the EU Council does not see a
problem concerning the jurisdiction of the EU legal system and the Court.
The President of the Court was also obviously concerned about the lack of
legal review and judicial control by the EU over adverse decisions by the
EPO, since he expressly called this an important question.?* When the
representative of the Commission answered that an appeal was possible
(within the EPO, namely to the Appeal Board) and, as an alternative, that
the Boards of Appeal could be given the right to refer questions on inter-
pretation of EU law to the Court, the President found this “a little surpris-
ing.”?3

Comment: The concerns of the Advocate General and the Court are very
real indeed, if no court exists to control and possibly correct the refusal of an
application by the EPO. The fact that the Member States have accepted this
situation over many decades does not mean that the lack of court control
must be acceptable to users today,’® particularly if this situation must be
acceptable within the EU legal system.?” Cases in which clear violations of
basic procedural rules, e.g. the right to be beard, were at issue have, in fact,
left patent owners helpless before the EPO after all other legal avenues were
exhausted. It is therefore understandable that the EC] judges were surprised
that the EU representatives did not see a problem bere.

One example is the Lenzing case,>® where an EPO Board of Appeal invali-
dated the patent based on a piece of prior art that a member of the Board

24 The comment of the President of the ECJ] was telling, when he called the answer by one
of the EU representatives that he had no problem with the lack of judicial control “rather
strong.”

25 In view of this remark, the question whether the EPO Boards of Appeal can be regarded
as “courts” for the application of Art. 267 TFEU would apparently be decided by the
Court in the same way as with respect to the Boards of Appeals of OHIM, namely that
they are instances of the granting authority and not courts or tribunals.

26 The Member States of the EPO had consciously renounced any intention to provide a court
instance for such review cases, see vaN EMPEL, “The Granting of European Patents,”
No. 521 et seq. (Leyden 1975).

27 JAEGER, supra note 12, at 105, No. 6.6.3, calls it “a central condition that the Agreement
does not interfere with the principles and the functioning of the EU legal order,” with
references to several former Opinions of the ECJ, in note 256. Same opinion, JAEGER,
HiLTy, DREXL & ULLRICH, supra note 8, at 831, ii.: “decisions of the EPO in application
of a future Community patent regulation must be subject to some form of review by a
Community court”; and at 833, c.: “Exempting EPO decisions in application of the Com-
munity Patent Regulation from the possibility of review by the ECJ ... is a rupture of the
complete system of remedies under the EC Treaty. Since, therefore, the lack of review of
EPO decisions on Community patents is incompatible with Community law, a method of
review must be introduced.”

28 Cf. File No. J 0003/98 concerning application No, 89890209.3.
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bad searched for and found after the hearing and which had never been
discussed before. One cannot imagine a clearer case of a violation of the
right to be beard.?® Lenzing challenged the decision on several grounds
before the EPO with requests for self-correction, reinstatement etc.,*° fol-
lowed by a complaint before the German Constitutional Court and finally
even before the Court of Human Rights3! - all without success.>?

The fact that the Commission would be willing to treat the EPO Boards of
Appeal as courts in order to satisfy the requirements of Art. 19(3) TEU or
Art. 267 TFEU would open up another discussion, this time between the
Commission and the Parliament. The latter has always regarded the EPO
Boards as being mere administrative bodies and has therefore refused — to
the distress of the Commission — to accept its members as technical judges in
the future EU patent court system, which does not leave many technically
trained patent experts to fill these jobs in Europe.

29 This author tock over the case for the German proceedings after the ominous decision
had been issued. There was, in fact, a paralle] case in the EPO with very similar facts,
which came up at approximately the same time, the ETA case, Decision of the Enlarged
Board of Appeal of December 10, 1999, G 1/97, 2000 OJ EPO 322. The official state-
ment of the President of the EPO before the Enlarged Board of Appeals in this case was:
“The EPC does not provide for any procedure for reviewing decisions of the boards of
appeal (Article 106(1) EPC), which therefore become final as soon as they are issued.
Only Rule 89 EPC can be applied, allowing the correction of linguistic errors, errors of
transcription and obvious mistakes in decisions, but not the correction of legal errors.”

30 Among others, Art. 122(1) (Reinstatement); Arts. 101(2), 113(1) (Hearing opportunity for
parties); Art. 125 (Application of procedural rules of member states); (all Article numbers
are according to the texts prior to EPC 2000).

31 See European Court of Human Rights, Lenzing v. Germany, No. 39025/97, and Lenzing
v. UK, decisions of September 9, 1998. These two cases were cited in a recent case, Ram-
bus v. Germany, June 16, 2009, again against an alleged violation of the right to be heard
by the EPO, where the Court repeated its belief that: “The European Patent Convention
provides for equivalent protection as regards the Convention [for the Protection of Human
Rights]” — a surprising opinion for a situation where no court control exists.

32 Lord Justice Jacob’s comment on this problem in the parallel English case was in this
author’s view more political than legal when he said: “This country has agreed with the
other State members of the EPC that the final arbiter of revocation under the new legal
system is to be the Board of Appeal of the EPQ. Other States would be justly entitled to
complain if we in this country were to ignore such a final decision ... The suggested
course would be to: ‘hijack an organisation to which [one sovereign State] and other Sta-
tes had given birth and subject it (contrary to the treaty terms) to its own domestic juris-
diction....” One can put the matter another way: the EPO has an internal legal system of
its own. This follows inherently as a matter of course from its own structure as an inter-
national organisation.” The comment of the IPKat Blog {Jeremy Philips) on November 23,
2004, put a finger on the point; while showing understanding for the concerns of Lord
Jacob about possible misuse by delaying strategies, Jeremy Philips nevertheless was surpri-
sed about the result: “It seems anomalous that the national patent laws of Europe’s va-
rious nations must all operate in accordance with principles of human rights while no
such check is placed upon the operations of the European Patent Office itself.”!
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Nevertheless, none of the representatives of the EU institutions — Council,
Commission or Parliament — were ready to jump on the train that the
President and the Reporting Judge tried to put on track, namely the estab-
lishment of an independent EU court instance for remedies against decisions
of the EPO.3* It was astonishing that the representative of the Commission
did not even offer to examine this question, all the more so, since not the
Commission, but the Member States of the EPO are responsible for this
problem. Now it can be hoped that the ECJ itself will give an appropriate
answer in order to bring more justice to the EPO procedure.

4. Language of Proceedings

a) The Advocate General questioned whether it was fair that a defendant
would have to defend himself in a court language that he does not speak,
and which might be the plaintiff’s native language.

b) The Commission, Council and Parliament were unspecific in their an-
swers by stating that this is in conformity with the law today. It was not clear
whether the Court was satisfied with this answer.

Comment: The response concerning the present legal situation is in confor-
mity with practice under Regulation 44/2001 and common procedure in
everyday life: if a German tourist has an accident during a vacation in Spain,
he has to defend himself before a Spanish court in Spanish, if necessary with
the help of a Spanish attorney. Translations are not normally provided by the
~ courts for defendants in civil cases; they have to be organized by the parties
themselves. If one wants to change this in the future and introduce transla-
tions in all fields of law, one should be aware that this would increase
litigation costs enormously.

Yet patent cases are the least problematic, anyway, since translations in court
rooms are already organized by the parties themselves or their attorneys,
which does not require a change of the language of proceedings. In contrast
to a tourist in a traffic accident, companies that can organize sales abroad
usually have trading partners where they do business and should therefore be
able to defend their interests in court. Of course, the situation of the plaintiff
should also be considered. Why should a small entity whose patent is
infringed in its bome country be expected to enforce its rights before a court
in a different language? It follows that the rule concerning the language of
proceedings need not and should not be changed.

33 This could very well be the EEUPC, namely its central chamber, which would have juris-
diction for revocation cases, but one could also consider the Court of Appeal; for similar
considerations, JAEGER, HiTy, DrexL & ULLricH, “Comments of the Max Planck Insti-
tute for Intellectual Property, Competition and Tax Law on the 2009 Commission Propo-
sal for the Establishment of a Unified European Patent Judiciary,” 40 JIC 817, 834
(2009).
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Conclusion

What can be expected from the Opinion of the ECJ? A clear affirmative
answer in favor of compatibility of the present Agreement is highly improb-
able in view of the persistent questions and serious doubts concerning the
lack of judicial EU control over the EPO granting procedure. Beyond this,
the controversy among the Member States over the legal basis of the court
system as a whole, particularly with respect to the combined jurisdiction for
EU and EP patents, will most probably be addressed by the Court and is
unlikely to be resolved to the satisfaction of all Member States.

What then? If an EU patent is still desired by a large part of European
industry,34 then one should concentrate on finalizing the EU Patent Regula-
tion first. Only afterwards — since the Parliament apparently wishes to
discuss a number of questions about the Regulation — will it be worthwhile
to consider an approach by which the court system could be “downsized” to
real needs, namely to provide a uniform answer within the internal market
in case of infringements of an EU patent. While the functioning of this
system and the interest of the users are being tested, things should remain as
they are with respect to EP patents. These patents can continue to be
litigated before the national courts, with an option also to use the new EU
courts, if the ECJ can show how this can be done without violating the
Treaty. Yet there must be an option, particularly for SMEs, to continue using
the familiar, less complex and probably less expensive national courts.?s It

34 This is becoming more and more uncertain after several announcements from the pharma-
ceutical industry that companies will reconsider their filing policy and go back to national
patent filings in order to prevent central attacks on their valuable patents. See also such
doubts by JAEGER, supra note 12, at 72, No. 3.2.

35 JAEGER, id., overstates the financial advantages for SMEs in the belief that the EU system
will offer a cost level for litigation at about the German level. In reality, practitioners
predict that the cost will be three to five times the German level. The estimates in a num-
ber of publications are based on doubtful assumptions: {1} The alleged 20% duplication
of cases is far too high and in reality lies between 5 and 8% on average in the EU accor-
ding to practitioners, so the alleged savings are greatly exaggerated; (2) German cases, as
to output and cost, cannot be counted only by the number of infringement proceedings: a)
an infringement court in the first instance can handle four cases per hearing day, but a
revocation case before the Federal Patent Court or in the second instance before the Fede-
ral Supreme Court requires a full day, which reduces efficiency in a combined system by a
factor of four; b) costs in a revocation case are generally as high as in an infringement
case, so costs for a combined case must be doubled (in Germany only approximately 25%
of infringement cases are countered by a revocation action, whereas in a combined system
this is above 90%}; (3} the German system has a limitation for reimbursable costs, accor-
ding to which court fees and attorneys’ fees are determined on the basis of a litigation
value fixed by the court for each case; this is so far not foreseen in the EU system; (4} A
system with multinational compositions of divisions {even without the ominous “Revision
Clause” in the Council Conclusions) will never reach the output figures of today’s expe-
rienced German courts; present calculations by the Commission assume less than 10% of
the German output figures for infringement-only cases.
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can be anticipated that many of the surprising contradictions among the
Member States on basic legal issues, which were voiced during the hearing,
will slowly dissipate once all the parties see that their concerns have been
addressed and that one class of users is not placed in a less favourable
position than before. For the moment, the “package” in which the Commis-
sion has tied together the Regulation and the Agreement at the request of the
Member States, has turned out to be too burdensome for a smooth passage
along the complicated legal avenues of Community law.36

36

These few points already show that the calculated savings by the introduction of the EU
patent courts are unrealistic, since each of the above points, if proven, will multiply cost
by 400%! This will have the result that, in addition to the pharmaceutical industry, the
largest user group in patent litigation, the SMEs, will also be forced out of the system, not
because they can easily afford to file patents in national offices, but to the contrary, be-
cause they cannot afford to litigate EP patents before the EU courts, as the financial risk
would become too high.

JABGER, supra note 12, at 115, also sees this problem (“the size of the deal is too big”), -
and suggests as a solution an immediate adoption of the court system before the Regula-
tion and the language question have been resolved. This author can only agree on the
following conditions: (a) the cost discrepancies mentioned in supra note 35 must be clari-
fied; (b) the proper functioning of the EU courts must be tested for at least 15 years after
their establishment; c) during this period, users, particularly SMEs, must have an option
to litigate EP patents before the EU courts or the existing national patent courts.
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"EUROPEAN PATENT AND COMMUNITY PATENT COURT"
{. Introduction

1. The European Council has referred to the Court a request for an opinion which concerns a draft
international agreement, the purposes of which is to establish a European patent court ("JB"). The
said agreement would be concluded as a mixed agreement between the European Union, its member
states and a number of third countries.

2. This draft agreed is currently presented in the form a simple working document drafted by the Council
Presidency within the context of a group of measures in patent matters which are currently being
studied at European level, and in particular the possible creation, by the European Union, of a
Community Patent’ as a new title of intellectual property® and accession of the European Union to
the Munich Convention on the European Patent ("CBE"}* . By virtue of the accession of the Union to
the CBE, the future Community Patent will become part of the administrative system instituted for
the European Patent of which delivery is assured by the European Patent Office {"EPO")®

3. The future Patent Court would complete the new measures in patent matters (creation of the
Community Patent and accession of the European Union to the CBE) atjurisdictional level. This would
put in place a unified system of jurisdiction, both for future Community Patents and, more generally,
for European Patents within the meaning of the CBE®, Constituted as an international body, the JB
would not be a specialist court within the "European Union Court of Justice", but a separate body. Its
jurisdiction would be limited to disputes between individuals only, in particular to actions for
counterfeit, revocation proceedings and actions for damages deriving from the protection conferred
by a European or Community patent. By contrast, administrative disputes relating to decisions of the
EPO in matters of the issue of patents would not fall within the scope of competence of the JB; this
type of dispute would continue to be dealt with exclusively by the boards of appeal within the EPO
itself.

2 It seems to us that the term "Community Patent" should be adapted to the new legal terminology as used
since the entry into force of the Lisbon Treaty. However, in order to avoid confusion, we will use the term
"Community Patent" in this statement of position as it is used in the request for an opinion and in the written
observations of the parties. '

? see the proposed Council regulation on the community patent presented by the Commission on 1% August
2000 [document COM (2000) 412 final], and the proposed Council regulation on the provisions relating to
translation for the European Union Patent presented by the Commission on 1% July 2010 [ press release
IP/10/870].

* The CBE was signed in Munich on 5" October 1973 and amended by the review instrument of 29" November
2000. This is an international treaty to which thirty seven states are currently signatories, including all the
member states of the European Union. The European Union itself is not currently a party to this convention.

® By virtue of the CBE, a patent granted by the EPO is valid in the signatory states designated in the patent
application. Patents granted in this way ("European Patents") constitute either national patents giving
national protection or, if the application refers to more than one signatory state, a group of national patents.
Thus, if the issuing procedure for the letters patent in question is unique, the resulting European patent is not
a unitary title but breaks down into a bundle of national patents, each one deriving from the national law of
the states designated by the patent holder. The proposed Community Patent would form part of that bundle
of national patents, gathered together under the title of European Patent.

® See the Communication to the European Parliament and to the Council entitled "Improving the system of
Patents in Europe”, presented by the Commission on 3™ April 2007 {document COM (2007) 165 final].
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4, No unique jurisdiction currently exists to deal with disputes relating to European patents which have
cross-border dimension or to future Community patents. Actions for counterfeit or revocation
proceedings arising out of a European patent are therefore subject to different national laws and
procedures.

- The Legal Context

5, Although the request for an opinion was introduced on the basis of the Union law which arose out of
the Treaty of Nice, the Advocates General are of the view that the application should be examined
under the auspices of the new provisions of the treaties as they arise out of the Treaty of Lisbon. In
effect, the court is asked to take a position on a draft agreement which may be negotiated in future
and which would then be mandatorily concluded on the basis of the EU and FEU treaties in their valid
form since 1% December 2009.

6. The procedure for providing an opinion is based on article 218 paragraph 11 TFEU (formerly article
300 paragraph 6 EC), which is worded as follows: B

"A member state, the European Parliament, the Council or the Commission may seek the opinion of
the Court of Justice on the compatibility of a proposed agreement with the treaties. In the event that
the opinion of the Court is negative, the proposed agreement may not enter into force uniess it is
amended or the treaties are revised.

7. - Article 118 TFEU, which is a new provision introduced by the Treaty of Lisbon, provides as follows:

"Within the framework of the establishment or the functioning of the internal market, the European
Parliament and the Council, ruling in accordance with ordinary legislative procedure, are establishing
measures relating to the creation of European titles which ensure uniform protection of inteilectual
property rights within the Union, and to the putting in place of systems of centralised authorisation,
co-ordination and control at the level of the Union.

The Councii, ruling in accordance with a special legislative procedure, establishes the system of
languages applicable to such European titles by means of regulations. The Council rules unanimously
after consuitation with the European Parliament."

8. In terms of article 216 paragraph 1 TFEU:;

"The Union may conclude an agreement with one or more third countries or international organisations where
the treaties so provide or where the conclusion of an agreement is either necessary to realise any of the
objectives of the treaties within the framework of Union policies, or is provided within a binding legal
instrument of the Union, or even where it has the potential to affect or alter the scope of common rules".

9, Article 262 TFEU (formerly article 229A EC) provides as follows:

"Without prejudice to the other provisions of the treaties, the Council, ruling unanimously in accordance with
a special legislative procedure, and after consultation with the European Parliament, may enact provisions
with a view to attributing to the European Union Court of Justice, to an extent which it will determine,
jurisdiction to rule on disputes relating to the application of acts adopted on the basis of treaties which create
European intellectual property titles. These provisions will enter into force following approval by the member
states in accordance with their respective constitutional rules".

10. Article 344 TFEU (formerly article 292 EC) contains the following provision:

“The member states undertake not to submit -any dispute relating to the interpretation or the application of
the treaties to a method of regulation other than those provided therein."

11. Under the terms of article 352, paragraph 1 TFEU (formerly article 308 EC):

Nod



"If an action by the Union appears to be required within the framework of the policies defined by the treaties
in order to achieve the objectives of the treaties, and the treaties make no provision for the [type of] action
required for that purpose, then the Council, ruling unanimously upon a proposal by the Commission and
following approval by the European Parliament, will adopt the appropriate provisions. Where the provisions in
guestion are adopted by the Council in accordance with a special legislative procedure, it will also rule
unanimously upon proposal by the Commission and following approval by the European Parliament.”

I - The Draft Agreement in Question

12 As we have previously mentioned, the JB would be an international law organisation. According to
the draft agreement submitted to the Court, it would incorporate a double degree of jurisdiction with two
bodies, namely a "court of first instance ("JB-TPI") and a "court of appeal" ("JB-CA"), the latter having
jurisdiction to hear appeals against decisions made by the JB-TPI; the third body of the JB would be a registry.

13, The JB-TPI would be composed of local and regional divisions as well as a central division. All these
divisions would form an integral part of a unique jurisdiction and would adopt uniform procedures.

Competences of the JB

14. With respect to the competence ratione materiae, clause 15 paragraph 1 of the draft agreement lists
the eight areas of competence exclusive to the JB impacting on both the European Patent and the future
Community Patent. By virtue of paragraph 2, the national courts of the contracting states will continue to
have jurisdiction over appeals relating to Community and European Patents which are not the exclusive
jurisdiction of the JB.

15. The territorial competences of the different divisions of the JB-TPI are defined in Clause 15b
paragraph 1 of the draft agreement:

"The actions referred to in Clause 15 paragraph 1, sub-paragraphs a), b), d} and e) will be brought in:
a) the local division situated in the territory of the contracting state in which the counterfeit or
threatened counterfeit was carried out or is likely to be carried out, or in the regional division to which the

contracting state belongs; or

b) the local division situated in the territory of the contracting state where the defendant is domiciled or
in the regional division to which the contracting state belongs.

Actions brought against defendants domiciled outside the territory of the contracting states will be brought in
the local or regional division in accordance with sub-paragraph a).

In the event that there is no local division in the territory of the contracting state and the state does not
belong to any regional division, then actions will be brought in the central division."”

Applicable law
16. With regard to the law applicable in the JB, clause 14 b of the draft agreement provides as follows:
"1) Where it is to hear a matter referred to it in accordance with the terms of this agreement, the patent

court will comply with Community law and base its decisions on the following:
a) this agreement;
b) Community law which is directly applicable, in particular regulations [...] on the Community

Patent, and national legislation of the contracting states implementing Community
legislation; [...]
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2)

3)

c) The Convention of the European Patent and the national legislation adopted by the
contracting states in accordance with that Convention;

d) Any provision of international agreement applicable to patents and which are binding on all
the contracting parties.

In the event that the Court bases its decision on the national legislation of the contracting states, the
applicable law will be determined by the following:

a) the directly applicable provisions of Community legislation; or

b) in the absence of directly applicable provisions of Community legislation, the international
instruments of international private law to which all the contracting parties are party; or

c) in the absence of the provisions set out in sub-paragraphs a) and b} above, the national
provisions of international private law determined by the patent court.

A contracting state which is not a party to the agreement on the European Economic Space will
implement the necessary legislative, regulatory and administrative provisions in order to comply with
Community legislation relating to substantive patent law."

Mechanism for reference for a preliminary ruling

17.

Ill)

2)

The JB-TPI will be authorised to refer to the Court for a preliminary ruling on the interpretation of
Community law or on the validity and interpretation of the acts of institutions of the Community. The
JB-CA will be obliged to do so. This mechanism for preliminary ruling is set out in clause 48 of the
draft agreement, which is worded as follows:

Where a question of interpretation of the treaty [EC] or the validity and interpretation of the acts
adopted by institutions of the European Community is referred to the Court of First Instance it may, if
it considers necessary in order to be able give a decision, ask the Court of Justice [...] to rule on the
question. Where such a question is referred to the court of appeal, it will ask the Court of Justice [...]
to rule on the question.

The decision given by the Court of Justice [...] concerning the interpretation of the treaty [EC] or the
validity and interpretation of acts adopted by the institutions of the European Community will be
binding on the court of first instance and the court of appeal."

The system of languages

18.

"1)

2)

The proposed agreement provides, inter alia, for a specific system of languages which is based on the
official language of the state in whose territory the local or regional division of the JB-TPI is situate.
Derogations will be possible if the state in question so decides, or if the parties mutually so agree.
This system of languages arises out of clause 29 of the draft agreement, which is worded as follows:

The language of procedure in a local or regional division wiil be the official language or languages of
the member state of the European Union, the official language or languages of other contracting
states in the territory in which the division concerned is situate, or the official language or languages
designated by contracting states which share a regional division.

Notwithstanding paragraph 1, the contracting states may designate one or more of the official

languages of the European Patent Office as the language of procedure of their local or regional
division.
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3)

4)

5)

19.

lll)

2)

3)

-

20.

21.

The parties may agree to use as their language of procedure the language in which the patent was
issued, subject to the approval of the competent division. In the event that the division concerned
does not approve the choice of the parties, they may apply for the matter to be brought before the
central division.

[At the request of one of the parties and after having heard the other parties] / [ With the agreement
of the parties), the competent local or regional division may, for reasons of convenience and equity,
decide to use as the language of procedure the language in which the patent was issued.

The language of procedure in the central division will be the language in which the patent in question
was issued.”

The system of languages applicable in the JB-CA is set out in clause 30 of the draft agreement:

The language of procedure in the court of appeal will be the language used in the court of first
instance.

The parties may agree to use as the language of procedure the language in which the patent was
issued.

In exceptional cases and to extent it is judged appropriate, the court of appeal may decide to use, for
all or part of the procedure, another official language of a contracting state as the language of
procedure, subject to the agreement of the parties."

The request for an Opinion

The request for the opinion by the Council, submitted to the Court on 6" July 2009, is worded as
follows:

“Is the proposed agreement creating a unified system of dispute settlement in patent matters
(currently known as the 'Court of the European Patent and the Community Patent') compatible with
the provisions of the treaty which instituted the European Community?"

By way of appendices to the request for an opinion, the Council provided the Court with the following
three documents, none of which has been adopted to date:

Council Document 8588/09 of 7™ April 2009 relating to the Council's revised proposal for settlement
on the Community Patent, prepared by the Presidency of the Council for the attention of the
"Intellectual Property (Patent" Group";

Council Document 7928/09 of 23™ March 2009 relating to a text revised by the Presidency on a draft
agreement on the Court of the European Patent and the Community Patent and on a "draft statute"
for the said Court;

Council Document 7927/09 of 23™ March 2009 concerning a recommendation by the Commission to
the council aimed at authorising the Commission to open negotiations with a view to the adoption of
an international agreement between the Community, its member states and a certain number of third
countries "creating a unified system of dispute settlement in European and Community patent
matters".

Analysis by the Advocates General

The admissibility of the request for an opinion

By way of introduction, it should be pointed out that the entry into force of the Treaty of Lisbon has
not in any way affected the admissibility of this request for an opinion. At the very most, the request
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23.

24.

25.

26.

27.

28.

would have to be reformulated by the Court in order to provide a useful response to the Council
taking into account the new denomination and numbering of the treaties: Is "the proposed
agreement creating a unified system of dispute settlement in patent matters... compatible with the
provisions of the EU and FEU treaties?"

It is on another level that the Parliament, Spain, Greece and Ireland are challenging the admissibility
of the request for an opinion’. Their criticisms, which will examined below, relate, on the one hand,
to the degree of detail of the information relating to the content of the agreement, judged to be
insufficient (see below, section 1.); on the other hand, the Council is accused of having presented its
request for an opinion prematurely, given the status of the file within that institution (see below,
section 2.). Further, this request for an opinion calls for a number of observations by the advocates
general with regard to compliance with the principle of institutional balance (see below, section 3.).

The degree of detail of the information relating to the content of the agreement

The Parliament and Spain asset, first and foremost, that they consider the request for an opinion to
be incomplete, since the content of the proposed agreement is not sufficiently specific®.

In order to appreciate the extent to which the alleged absence of detail as regards content may affect
the admissibility of the request for an opinion, case law makes the distinction according to the object
of the request’: where a request for an opinion relates to the competency of the European Union to
conclude an agreement, it will suffice for the objective and the heads of terms of the agreement to be
known’; by contrast, where a request for an opinion raises the issue of compatibility of the
proposed agreement with treaty regulations, the Court must have at its disposal sufficient
information not only about the objective but also on the content of the said agreement™’.

It follows that case law on the admissibility of requests for opinions is clearly more demanding with
regard to the compatibility of an agreement with the treaties with regard to the competency of the
Union to conclude the agreement in question®. In this instance, the request for an opinion has a
bearing on the compatibility of the proposed agreement with the treaties. It is therefore not
sufficient for the object of the proposed agreement (institution of a unified legal system in matters of
patents, creation of a patent court) to be known. Rather, the request for an opinion should set out
the content of the agreement in sufficient detail.

The Advocates General are of the view that this condition has been met.
The Council has provided the Court with the full wording of its draft agreement which contains, in

particular, provisions for the organisation and financing of the future patent court, its competencies,
the different types of appeal, procedure (including the system of languages), applicable substantive

” The Parliament and Spain set out their challenge at the outset of the written procedure. They were joined by
Greece and Ireland at the time of the hearing, Ireland having already expressed a number of doubts in its
written pleadings.

8 Spain underlines, inter alia, the absence of agreement within the Council with regard to the system of
languages to be applied in the future JB.

® Opinion 2/94 of 28™ March 1996 (Rec. p.1-1759, point 8).

** Opinion 1/78 of 4™ October 1979 (Rec. p. 2871 point 34), Opinion 2/94 (see footnote 9, points 20 to 22} and
Opinion 1/03 of 7" February 2006 (Rec. p.l-1145, point 111), |

*' See Opinion 2/94 (see footnote 9, points 20 to 22)

2 gee Opinion 2/94 (see footnote 9, points 20 to 22)
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29.

30.

31.

32.

33.

34.

35.

law, evidences, the effects of decisions of the JB, the judicial costs and the mechanism for reference
for a preliminary ruling. The fact that the procedural regulation of the JB is not yet known in full does
not mean that the draft agreement overall is insufficiently detailed for the Court to make a decision.

The context in which the draft agreement is presented is also pointed out in the request for an
opinion: the proposed agreement is part of a group measures relating to patents which currently
being examined at European level, in particular the potential creation by the European Union of a
Community Patent as a new title of intellectual property, as weli as the accession of the European
Union to the CBE. Formal adoption of these last measures, in particular the regulations on the
Community Patent, does not appear to be crucial to provide a legally sufficient definition of the
context of this request for an opinion.

In the circumstances, it is appropriate to conclude that the Court has at its disposal sufficient
information with regard to the content and context of the proposed agreement to issue an opinion on
the compatibility of the agreement with the treaties.

Progress of the file within the Council

Next, the Parliament, Spain, Greece and Ireland maintain that the decision-making process relating to
the agreement has not yet progressed sufficiently to enable the Court to make a decision on its
compatibility with the treaties.

As the Council itself admits, the wording of the proposed agreement is not final. All the wordings
submitted to the Court take the form of working documents of the Council Presidency. None of these
wordings has been adopted by the Council, nor been submitted to the Parliament within the
framework of the applicable decision-making procedures.

The question therefore arises of whether the draft agreement in question may be considered as a
proposed agreement within the meaning of article 218 paragraph 11 TFEU®®

In this respect, it is appropriate to recall that the Court may, at any time, receive a request for an
opinion on the basis of article 218 paragraph 11 TFEU, provided that the consent of the European
Union to be bound by the agreement in question has not yet been finally given**.  This type of
request for an opinion can be introduced even before the international negotiations on the proposed
agreement have begun®. It follows that any uncertainties with regard to the realisation of a draft
agreement necessarily characterise the opinion procedure and cannot, by themselves, justify a
declaration of inadmissibility against a request for an opinion®®.

Of course, the procedure instituted by article 218 paragraph 11 TFEU cannot be used abusively by the
petitioner in order to obtain an advisory opinion from the Court on purely hypothetical questions.
The opinions procedure is a procedure of co-operation between the Court on the one hand, and the

13 Article 300 paragraph 6 EC at the time of the introduction of the request for an opinion

 Opinion 1/94 of 15™ November 1994 (Rec. p.I-5267, point 12) and Opinion 3/94 of 13" December 1995 (Rec.
p. I-4577, points 13 and 14).

> Opinion 2/94 (see note 9 above, point 16)

% Similarly, the Court considers, in opinion 1/78 {see note 10 point 34 above ) that a request for an opinion is
not premature merely because, at the time of its referral to the Court, the wording of the agreement under
negotiation contains still a number of undecided alternatives and discrepancies in the wording of certain

clauses.
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institutions and member states concerned on the other. It aims to forestall any potential
complications which may arise from legal challenges based on the compatibility of an international
agreement with the treaties’. Consequently, a response by the Court to the question submitted will
only be justified if it appears that the request for an opinion is based on sufficiently consistent and
cogent evidence that there is a willingness and an intention to conclude an international agreement.

36. The Advocates General are of the view that this is the case here.

37. Firstly, it is a matter of record that the project to create a unified legal system in relation to patents,
as described in the texts submitted to the Court, is being examined by the Council. Further, the fact
that the Council has engaged the procedure set out in article 218 paragraph 11 TFEU presupposes
that it does envisage the possibility of negotiating and concluding such an international agreement®.

38. Secondly, article 218 paragraph 11 TFEU does not require the draft agreement submitted to the Court
to have been formally adopted by the Councii, and even less that the opening of negotiations should
have been authorised. Quite the reverse, the concept of a “proposed agreement” is sufficiently wide
to incorporate a draft agreement prepared by the Council Presidency and discussed within that
institution, as in this instance. According to case law, it will suffice for any potential conclusion of an
international agreement to be the subject of examination and be on the Council agenda for it to be
referred to as a proposed agreement™.

39. Thirdly, the fact that the draft agreement or certain draft legislative measures closely linked to it do
not, for the time being, have the unanimous support of the Council? is irrelevant to the admissibility
of this request for an opinion. In effect, the introduction of a request for an opinion is not subject to
the rules of procedure as the final decision of the Council authorising signature of or concluding an
international agreement. The request for an opinion could be validly introduced by the Council in
application of the ordinary law procedure, that is to say, following a simple majority vote®, even
though conclusion of the final agreement may require a unanimous vote?, in the same way as the
adoption of certain other elements forming part of the accompanying legislative package®.

*7 Opinion 1/75 of 11" November 1975 (Rec. p. 1355, 1360-1361), opinion 3/94 (see note 14 above, points 16
and 17) and opinion 1/08 of 30" November 2009 (not yet published in the Receuil, point 107).

1% Opinion 2/94 (see note 9 above, point 14).
¥ See, in that sense, opinion 2/94 (see note 9 above, point 14).

% The Council itself sets out, in its request for an opinion that, “[the/a] majority of Council members consider
that the proposed agreement constitutes a legally acceptable means of realising the objectives”. For its part,
Spain highlights the fact that there is no unanimity on the future Community Patent or on the [proposed]
system of languages.

! Article 205 paragraph 1 EC (applicable regulation at the time of the introduction of the request for an
- opinion in question, that is to say, prior to the entry into force of the Lisbon Treaty; it should be noted, in
passing, that since the entry into force of the Lisbon Treaty a qualified majority is required, see article 16
paragraph 3 TEU).

?2 This would be the case, in particular, if article 352 paragraph 1 TFEU {alone or in combination with other
provisions) were chosen as the legal basis for the conclusion of the agreement in question.

% This is the case, for example, for the system of languages applicable to the future Community Patent (article
118, second paragraph, TFEU).
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40.

41.

42.

43,

Fourthly, there is nothing to prevent the Counci! from referring a request for an opinion to the Court
before associating the Parliament with the decision-making process relating to the proposed
agreement or with legislative measures closing linked with it, such as the draft regulation on the
Community Patent. In effect, by virtue of article 218 paragraph 11 TFEU, the Council is to be
applauded for introducing a request for an opinion by acting independently (although the same right
is granted to the Parliament, the Commission and each member state), without concerting in any with
other institutions and without awaiting the final outcome of related legislative procedure. Article 218
paragraph 11 TFEU does not, therefore, presuppose any definitive agreement between all the
interested parties as a condition precedent for a request for an opinion. Similarly, the fact that the
final agreement cannot be adopted until after consultation with the Parliament, even after approval
by that institution®®, and that the adoption of any internal measures will be subject to a legislative
procedure®, is irrelevant to the possibilities opened up by the Council on the basis of the opinion
procedure®.

Furthermore, the mere fact that the Council referred a request for an opinion to the Court is not in
itself likely to negatively affect Parliamentary prerogatives. In particular, the opinion which the Court
will give with regard to the compatibility of the draft agreement with the treaties will be without
prejudice to the political and constitutional role of the Parliament, both in the decision-making
process preceding the conclusion of an international agreement and in the legislative procedure for
the adoption of any accompanying measures, such as the regulation on the Community Patent. This
request by the Council will only ensure that the latter will take on the risk of having sought the
opinion of the Court on a draft agreement which not be approved internally by the Parliament or
externally by the international partners of the European Union.

For all of these reasons, the Advocates General are of the view the draft agreement submitted to us
does indeed constitute a “proposed agreement” within the meaning of article 218 paragraph 11 TFEU,
and that the Council was entitled to submit it, in its current form, for appraisal by the Court.

Final observations: the principle of institutional balance

It should be added that the Council’s motives in referring to the Court are irrelevant to the question
of whether this request for an opinion is admissible. Of course, it may be that the Council sought the
opinion of the Court because of a political impasse, in order to clarify whether purely legal
considerations could validly be relied on in challenging the project to create a unified legal system in
the matter of patents. Such considerations, which may have a role to play where an institution or a
member state refers a request for an opinion to the Court, cannot be primarily dismissed as unlawful
and do not justify the Court refusing to answer the question put to it. For as long as this question
relates to a proposed agreement within the meaning of article 218 paragraph 11 TFEU, the Court is, in
principle, bound to make a judgment on its compatibility with the treaties.

However, in giving its response to the request for an opinion, the Court should ensure compliance
with the principle of institutional balance, which means that each of the institutions should exercise
its competencies whilst respecting those of the others”. In the opinion of the Advocates General, in
this instance, this would have two consequences.

* See article 218 paragraph 6 TFEU

% See article 118 first paragraph TFEU with regard to the introduction of a Community Patent.

?® This is without prejudice to the discretion set out in paragraph 46 of this statement of position.

% Decision of 22™ May 1990, Parliament/Council (“Chernoby!” C-70/88, Rec. 1990 p. I-2041, point 22).
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45, In the first place, the Court should refrain from providing the Council with indications which go
beyond what is strictly necessary for the purposes of the evaluation of the compatibility of the draft
agreement in its current form with the treaties. It is incumbent on the Commission and the Council
to update the details of the draft agreement in compliance with the treaties and the general
principles of Union law. Any political choices to be made in order to render the draft agreement
compatible with the treaties cannot be delegated to the Court.

46. Second, it will be appropriate to ensure compliance with Parliamentary prerogatives in the decision-
making and legislative processes relating to the different measures proposed in matters of patents.
With regard to the implementation of the project for a Community Patent, for example, the Council
may not present the Parliament with a fait accompli by concluding the proposed agreement on the
Patent Court at international level in advance.

4. Interim conclusion -

47. In view of the above considerations, the Advocates General consider that the request for an opinion is
admissible. However, in formulating its response to the question, the Court should ensure
compliance with the principle of institutional balance.

B - On the merits

48. With regard to the merits of the question submitted for the assessment of the Court, a distinction should
be made between the competence of the Union and the legal basis for concluding the agreement
contemplated (see section 1 below) on the one hand and the compatibility of the draft agreement with the
treaty system (see section 2 below) on the other.

1. Competence of the Union and legal basis for concluding the agreement

49. Although the Council does not expressly ask for the Court’s opinion either on the competence of the Union
for concluding the agreement contemplated or on the appropriate tegal basis, the Advocates-General believe
that these points should be examined briefly, as also demonstrated by numerous written and verbal
observations submitted to the Court in these proceedings®. In fact, the draft agreement would not be
declared “compatible with the treaties” if the Union were not competent and did not have an appropriate
legal basis for participating in the mixed agreement in question. The compatibility of an agreement with the
provisions of the treaties should be assessed bearing in mind all the rules of the treaties, i.e. both the rules
determining the extent of the competence of the institutions and the basic rules®. The guestion of
compatibility with the treaties therefore necessarily incorporates that of competence and the legal basis.

50. Within the scope of an examination of possible competence and legal bases, one should take into account
however the state of progress of the draft agreement as submitted to the Court. Since the Commission and

% As we will see below, it will be necessary to provide additional guarantees in order to ensure compliance of
the JB with Union law. The choice of whether to seek a further appeal, an appeal in the interest of the law or a
mechanism for re-examination will be incumbent on the political bodies, and the Council in particular, not on
the Court.

*® We recall that certain Member States (particularly Ireland, Italy and Luxembourg) contest the existence of
any legal basis in treaties for the conclusion of the agreement contemplated.

30 Opinion 1/75 (mentioned above in note 17, page 1360); see also in this connection opinion 1/78 {mentioned
- in note 10, point 30) where the Court affirms that “the judgment on the compatibility of an agreement with
the treaty may depend not only on the provisions of substantive law, but also on those concerning
competence...”, as well as opinion 2/91 of 19 March 1993 (Coll. p. I-1061, point 3) where the question of
competence of the Community is treated as forming part of the compatibility of the agreement contemplated
with the treaty.
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the Council have not yet contemplated a specific legal basis for this agreement and since the Parliament has
not yet been involved, it will not be up to the Court to select it in their place. The inter-institutional balance
would be opposed to the Court substituting the political authorities of the Union in that way.

51. In order o be able to give a useful answer to the question of knowing whether the draft agreement is, in
its current state, compatible with the treaties, the Court need simply ensure that a competence of the Union
and a legal basis in the treaties for participating in @ mixed agreement, as is currently under study, are clearly
not lacking. However, it is not necessary to determine the exact scope of the respective competences of the
Union and the Member States™.

52. As indicated by most of the observations submitted to the Court, two legal bases in particular may be
contemplated: firstly, article 216 paragraph 1 TFEU, read together with article 118 TFEU, and, secondly, article
352 paragraph 1 TEEU**. Neither legal basis seems clearly inapplicable at this stage.

53. Article 216 paragraph 1 TFEU contains a coding of the “AETR” case law’’, allowing the Union to conclude
an international agreement, particularly when such an agreement is necessary to achieve one of the objects
contemplated by the treaties within the scope of the Union policies or when such an agreement is provided for
in a restricting legal act of the Union. The introduction of a standardized patent judicial system falls within the
context of the creation of an intellectual property title within the meaning of article 118 TFEU, i.e. the
Community patent. Such a judicial system is also mentioned in the draft regulation on the Community patent,
as currently under study within the Council®.

54. Article 352 paragraph 1 TFEU allows the Counci! to adopt appropriate measures when an action of the
Union seems necessary within the scope of the policies defined by the treaties, to achieve one of the objects
contemplated by the treaties, without their having stipulated the powers of action required for that purpose.

55. Whether based on articles 216 TFEU and 118 TFEU or on article 352 TFEU, a connection with the objects
and policies defined by the treaties constitutes, in any event, the key factor of the analysis. It should be noted
in this connection that, at first sight, the creation of a standardized patent judicial system seems to fall within
the scope of the policies of the Union, particularly within that of the establishment and correct functioning of
the internal market™.

56. In the opinion of the Advocates-General, these considerations are sufficient to conclude, at the current
stage, that a competence of the Union and a legal basis for participating in a mixed agreement such as that
contemplated by the Council are clearly not lacking.

2. Compatibility of the draft agreement with the treaty system
57. The compatibility of the draft agreement with the treaty system was contested in several respects,

particularly by Cyprus, Ireland, Greece, Spain, Italy, Lithuania and Luxembourg. We will firstly deal with the
question of the legality of creating the PC with regard to international jurisdiction {see sub-section a below)

3! See in this connection opinion 2/00 of 6 December 2001 (Coll. p. 1-9713, points 15-19).
32 A combined application of articles 118 and 352 TFEU was also discussed by some.

% This case law, which dates back to the judgment of 31 March 1971, of the Commission/Council (“AETR”,
22/70, Coll. 1971, p. 263) was stipulated more recently in opinion 1/03 (mentioned above in note 10, points
114-133).

* Revised draft Council Regulation on the Community patent (document no. 8588/09 of the Council, annexed
to the request for an opinion), whereas clause 7.

3 Article 3 paragraph 3 TEU and article 26 paragraph 1 TFEU.
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and then the question of observance of Union law by the PC (see sub-section b below), before finishing with a
few remarks on the linguistic system faced by the PC (see sub-section c below).

a) Legality of the creation of the PC as an international court

58. With regard to the legality of creating the PC as an international court, situated outside the judicial system
of the European Union and enjoying sole competence for certain types of appeal, one should first recall that
Union law is not in principle opposed to an international agreement providing for its own judicial system®.

59. That being the case, the legality of creating the PC was called into question by several Member Stats,
particularly with regard to the following provisions: article 19 EU, article 262 TFEU, article 263 TFEU and article
344 TFEU. The common substance of these criticisms consists in stating that the creation of the PC would
change the nature of the European Union judicial system as established by the treaties; according to this
argument, the Union judge would have sole competence to hear disputes concerning intellectua property
titles created by the European Union.

60. We should first point out that it is not the competences of the future PC concerning the European patent
that pose a problem here: in fact, judicial competences concerning the European patent have always been
exercised by the national courts; the Member States are therefore free to assign them to an international
body, created by mutual consent and having the vocation of being “their” common court. . However, the
question of knowing whether and to what extent that same international body can also be assigned certain
judicial competences concerning the future Community patent is more delicate and deserves to be examined
more carefully. It is on this latter aspect that we will concentrate below. We will deal with it both from the
point of view of disputes between individuals and from that of administrative proceedings.

i) Disputes between individuals

61. We should first examine whether the European Union judicial system, as resulting from the treaties,
prohibits assigning to the future PC sole competence to hear certain disputes between individuals in the
Community patent field.

62. The Advocates-General do not believe that that is the case.

63. Firstly, disputes between individuals do not fall within the competence of the European Court of Justice. It
is the national courts that are always called to hear disputes between individuals, whether or not they raise
questions of Union law, even when the validity, interpretation or infringement of a European intellectual
property title is at stake®. This definition of judicial competences reflects the principle of assignment®,
according to which any competence not assigned to the Union in the treaties belongs to the Member States™.

*® See opinion 1/91 of 14 December 1991 (Coll. p. I-6079): in point 40 of the aforesaid opinion, the Court
confirms that the conclusion of an international agreement providing for a judicial system such as that of the
EEA Court is “in principle, compatible with Community law”; in point 70 of that same opinion, the Court also
states that “an international agreement which provides for a judicial system having a competent court for
interpreting its provisions is not, in principle, incompatible with Community law”.

* That is the case, for example, with regard to disputes between individuals over Community trade marks; see
articles 91 to 103 of Council Regulation {EC) no. 40/94, of 20 December 1993, on the Community trade mark
(OJ L 11, p. 1), and in particular article 96 of the aforesaid Regulation, concerning counterclaims for revocation
~or for invalidity.

* Article 5, paragraphs 1 and 2, TEU and article 19, paragraph 3, TEU.

* Articles 5, paragraph 2, TEU and 4, paragraph 1, TEU.
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64. Given that the Union courts are not competent to hear disputes between individuals, the creation of the
PC as an international body would not be perceived as an infringement of the competences of the European
Court of Justice. One cannot take away from the Union judge competence which he does not have.

65. Secondly, article 262 TFEU is not opposed to the creation of the PC as an international body situated
outside the institutional scope of the Union. lt is true that this provision would allow the Union judge, where
appropriate in the form of a specialist tribunal within the meaning of article 257 TFEU, to be assigned some of
the powers it is planned to assign to the PC*’. However, the channel opened by article 262 TFEU is not the
only conceivable channel! for creating a European patent court. Article 262 TFEU does not aim to establish a
monopoly of the Union courts in this field. It does not predetermine the choice of judicial scope which may be
established for disputes over European intellectual property titles*:. As pointed out by several institutions and
Member States during the course of the opinion procedure before the Court, article 262 TFEU only provides
for a right to extend the competence of the Union judge by including certain disputes between individuals,
without requiring the Council to proceed in that way. The Council is free to choose other channels, in this
particular case that of creating an international body situated outside the institutional scope of the European
Union. '

66. Therefore, the establishment of the PC could not be considered to be a way of skirting round article 262
TFEU, all the more so as the PC will actually be a standardized judicial system which will cover both the
Community patent and the European patent.

67. Thirdly, the creation of the PC does not conflict with article 344 TFEU. This latter provision certainly
requires Member States not to submit a dispute concerning the interpretation or application of treaties to a
method of settlement other than those provided for by the treaties. However, this provision only concerns
disputes between Member States, unlike disputes in which individuals participate*. Given that the powers of
the future PC wili only include disputes between individuals, there is no fear that the agreement contemplated
infringes article 344 TFEU®.

ii) Administrative proceedings

68. Secondly, one should check whether it would not have been necessary to include in the competences of
the future PC a section on administrative proceedings. These proceedings concern in particular appeals

* 1t should be recalled that the Commission’s initial proposal to the Council was specifically to create such a
specialist tribunal {"Community patent tribunal”) pursuant to articles 229 A EC and 225 A EC, which became
articles 262 TFEU and 257 TFEU [see documents CMO(2003) 827 end and COM(2003) 828 end].

*! see declaration no. 17 concerning article 229 A EC, annexed to the final deed of the intergovernmental
conference adopting the Treaty of Nice (OJ 2001, C 80, p. 80): “The Conference considers that article 229 A
does not predetermine the choice of judicial scope which may be established for dealing with disputes over
the application of acts adopted based on the Treaty establishing the European Community creating
Community industrial property titles.”

%2 See in this connection the judgment of 30 May 2006, Commission / Ireland (C-459/03, Coll. p. 1-4635, point
128); see also opinion 1/91 {(mentioned above in note 36, points 35 and 39) where the Court only declared the
competence of the EEA Court concerning disputes between Member States and/or “contracting parties”
(including those involving the EEA mixed Committee) incompatible with the treaty.

* That being the case, it should be noted that the agreement contemplated lacks a judicial system allowing
disputes between contracting States to be settled. Consequently, any dispute concerning the aforesaid
agreement and involving a State that is a third party to the agreement may be examined by the International
Court of Justice (see, by analogy, ICJ press release no. 2009/36 of 22 December 2009 concerning a petition
filed by Belgium against Switzerland with regard to a dispute over the interpretation of the Lugano
Convention).
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against the EPO filed by companies making unsuccessful applications for the granting of patents, as well as
appeals filed by third parties unsuccessfully opposing the granting of a patent™.

69. We should recall that Community patents will be granted by the EPO according to the applicable rules
under the EPC for the granting of European patents®. The hearing before the Court showed how this
administrative technique may be classified in two different ways:

* The theory of delegation. according to the Parliament and the Council, administrative powers will be
delegated to the EPO by the European Union; the EPO will grant Community patents instead of and in the
place of a European Union agency™.

¢ The theory of transformation: according to the Commission, the EPO will not act on behalf of the
European Union and will actually only grant a European patent pursuant to the EPC; this European patent
will only be transformed in the Union’s legal system, to become a Community patent, automatically, solely
through the effect of the Community patent regulation.

70. For the purpose of this opinion, it is neither necessary nor advisable to determine which of these two
theories carries conviction*’. Whatever the legal classification of the method of granting of future Community
patents (theory of delegation or theory of transformation), it does not pose a problem from the point of view
of actual judicial protection*® or the correct and uniform application of Union law.

71. In fact, the decisions of the EPO concerning patents can only currently be reviewed by the internal
chambers of appeal created within the EPOQ, excluding any judicial appeal before an external court. There is no
possibility of the European Court of Justice ensuring the correct and uniform application of Union law to
proceedings taking place before the chambers of appeal of the EPO*. On this important point, the legal

* Article 106 of the EPC.

* Article 2 paragraph 1 of the draft regulation on the Community patent and whereas clauses 2 and 2 bis of
the aforesaid draft regulation.

* It should be recalled that the European Union’s accession to the EPC is deemed to allow the European Union
to benefit from the experience and administrative structures of the EPO (see whereas clause 2 of the draft
regulation on the Community patent) without having to create a new agency along the lines of the Office for
Harmonization in the Internal Market (OHIM) which grants the Community patent.

7 The question of knowing whether a possible delegation of powers to an international body such as the EPO
would be compatible with the treaties or not may also be left in abeyance [see in particular in this connection
the criteria drawn by the Court in its judgment of 13 June 1958, Meroni/Haute Autorité, 9/56, Coll. 1958 p. 9
(40)]. This question cannot be answered in the absence of further information on the scope and procedures of
such a delegation. |

* Article 47, first and second paragraphs, of the Charter of Fundamental Rights of the European Union (see
also article 6, paragraph 1, of the European Convention on the Protection of Human Rights and Fundamental
Freedoms).

* At the moment, these chambers of appeal are not considered to be “national courts” competent for
reference of a preliminary question to another court for a ruling [EPO, decision of the Great Chamber of
Appeal of 25 November 2008, case G 2/02, Wisconsin Alumni Research Foundation, published in Official
Journal of the EPO no. 5/2009, p. 306 (pp. 317 to 321), available on the following website:
http://archive.epo.org/epo/pubs/0j009/05_09/05_3069.pdf].

A9



situation concerning Community patents is therefore fundamentally different from that concerning
Community trade marks™.

72. The European Union should not either delegate powers to an international body or transform into its legal
system acts issued by an international body without ensuring that effective judicial control exists, exercised by
an independent court that is required to observe Union law and is authorized to refer a preliminary question
to the Court of Justice for a ruling, where appropriate‘:’l.

73. These requirements can certainly be satisfied in different ways. A possible extension of the competences
of the future PC to include administrative proceedings against decisions of the EPO is just one of the options
that may be contemplated. Another option that may be contemplated is the creation of an administrative
patent court’ which should be authorized, unequivocally, to refer to the European Court of Justice for a ruling
on a preliminary guestion. Under the principle of institutional balance, it is not up to the Court to indicate
which of these different options should be given preference, within the scope of this opinion.

74. However, according to the information available to the Court within the scope of this opinion,
administrative proceedings against decisions of the EPO are not dealt with by any of the different measures
currently being studied with regard to patents. Administrative proceedings do not appear to play a role either
in the draft agreement setting up the £C or within the scope of the European Union’s accession to the EPC.

- 75. Under these conditions, it should be noted that, in its current state, the draft agreement, read in the light
of all the measures contemplated with regard to patents, does not satisfy the requirement of effective judicial
control over the granting of patents or the desire for a correct and uniform application of Union law.

iii) intermediate conclusion

76. In the light of the foregoing considerations, the Advocates-General consider that the creation of the PC as
an international court does not conflict with the objections of principle drawn from the provisions of the
treaties on the European Union judicial system. However, the decisions of the EPO on patents may form the
subject of an effective judicial appeal before an independent court within whose scope a correct and uniform
application of Union law will be assured.

b) Observance of Union law by the PC

77. With regard to ohservance of Union law by the future PC, several intervening parties before the Court
assert that the guaranteed contained in the draft agreement in this connection are insufficient. In the light of
these criticisms, it is appropriate to examine whether the draft agreement may ensure that Union law is
effectively applied by the PC [see sub-section i) below], whether the European Court of lustice can contribute
towards a correct and uniform application of Union law in cases failing within the competence of the PC [see

*® With regard to Community trade marks, the decisions of the OHIM are certainly first reviewed by the
internal chambers of appeal, but a judicial appeal before the Court of the European Union is subsequently
opened (article 63 of Regulation no. 40/95), with the possibility of the Court being referred to within the scope
of an appeal.

*! On delegation, see the Merono/Haute Autorité judgment (mentioned in note 46, p. 40); with regard to
transformation, see the judgment of 3 September 2008, Kadi and Al Barakaat International Foundation/Council
and Commission {(C-402/05 P and C-415/05 P, Coll. p. 1-6351, points 284 and 285).

>2 A draft revision of the EPC providing for the transformation of the current chambers of appeal into a
“European Patent Court of Appeal” is currently being studied within the European Patent Organization (see
the draft proposal concerning the revision of the EPC with a view to the organizational autonomy of the
chambers of appeal of the European Patent Office within the European Patent Organization, CA/46/04,
available on the EPO website: http://www/epo.org/patents/law/legislative-initiatives/autonomy_fr.html).
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sub-section ii) below] and whether sufficient remedies exist for a possible infringement of Union law by the PC
[see sub-section iii) below]. The same applies to the protection of the autonomy of the Union’s legal system>,

i) Application of Union law and observance of its pre-eminence by the PC

78. The law applicable in legal proceedings before the PC is governed by article 14 bis, paragraph 1, of the draft
agreement. It should be pointed out that the PC “observes Community law”>* and also that it “bases its
decision”, inter alia, on “directly applicable Community legislation”>".

¢ Reference to “directly applicable Community legislation”

79. Firstly, it is the reference to “directly applicable Community legislation” [article 14 bis, paragraph 1, b), of
the draft agreement] that poses problems in this particular case, for two reasons.

-80. On the one hand, it is established that Union law does not consist solely of a “legislation”, i.e. written rules
of derived law, but it also contains rules of primary law, whether written or not. These rules bear a certain
importance in disputes between individuals concerning patents. Fundamental rights®®, the general principles
of Union law®” and the freedom of movement of goods®® will simply be mentioned here.

81. On the other hand, the relevant Union law for the settlement of disputes between individuals concerning
patents is not composed solely of directly applicable legislative provisions. There are numerous principles of
Union law that may affect the settlement of such disputes. That is the case in particular with principles
establishing the fundamental rights and general principles of Union law. The same applies to the provisions
contained in directives®, even if such provisions do not have a direct horizontal effect®. All these principles

*% On the need to preserve the autonomy of the Union’s legal system, see opinion 1/91 (mentioned in note 36,
point 30) and opinion 1/00 of 18 April 2002 (Coll. p. I-3493, point 11).

> Introductory part of article 14 bis, paragraph 1, of the draft agreement (for the future, read “Union law”
instead of “Community law”).

*® Article 14 bis, paragraph 1, b), of the draft agreement.

*® See, in particular, article 3, paragraph 2, c) and d) and also articles 13, 15, 16 and 17 of the Charter of
Fundamental Rights of the European Union, which now has the same legal value as the treaties {article 6,
paragraph 1, TEU; see also the judgments of 19 January 2010, Kiicikdeveci, C-555/07, not yet published in the
Collection, point 22, and of 1 July 2010, Knauf Gips/Commission, C-408/88 P, not yet published in the
Collection, point 91). Article 47 of the Charter of Fundamental Rights may also play a role in legal proceedings
before the PC. According to established precedents of the Court, the observance of fundamental rights
constitutes a condition of the legality of Community acts and measures incompatible with the observance
thereof cannot be admitted in the Community (Kadi and others/Council and others judgment, mentioned
above in note 51, point 284).

*" For example, the principle of proportionality and protection of legitimate interests.

*® Articles 34 TFEU and 35 TFEU. See, inter alia, judgments of 14 July 1983, Merck (187/80, Coll. 1981, p. 2063)
and of 21 September 1999, BASF (C-44/98, Coll. P. I-6269). See also article 10 of the draft regulation on the
Community patent; this provision governs the Community exhaustion of the rights granted by the Community
patent, i.e. a question having strong implications on the freedom of movement of goods.

5 See, in particular, the provisions of Directive 98/44/EC of the European Parliament and of the Council of
6 July 1998 on the legal protection of biotechnological inventions (0JL213, p. 13).
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and provisions must be taken into account,.at least for an interpretation and application of the national
legislation and international agreements referred to in articie 14 bis, paragraph 1, b) and d) of the draft
agreement®”,

82. In its current wording, article 14 bis, paragraph 1 b) of the draft agreement therefore risks creating the
impression that the future PC will not be required to take into account, in its judgments, either the treaties or
the fundamental rights and general principles of Union law, or even the relevant directives on the matter.

83. The European Union would not consent to the creation of a competent international patent court when
the rules of operation of that court are at least ambiguous with regard to its obligation to take into account all
Union law. In particular, the Union would not elude its obligation to observe the fundamental rights
guaranteed by the European legal system by participating in a standardized judicial system in which the
application of such rights does not appear to be guaranteed.

84. The observance of all Union law, including the fundamental rights and fundamental values on which the
European Union is based, is of significant importance with regard to patents. In fact, although the dispute in
this field seems, at first sight, to be a fairly technical matter, it should be noted that it may sometimes give rise
to ethical problems of prime importance, particularly in the fields of medicine and biotechnology®. Patent law
may also have significant implications on the freedom of enterprise and the competition law.

85. It could certainly be asserted that the gaps that have just been noted in article 14 bis, paragraph 1 b) of the
draft agreement are filled by introductory phrase of that same provision, according to which the PC “shall
observe Community law” quite simply. However, the Advocates-General consider that the link between the
two references to “Community law” — one at the start of article 14 bis, paragraph 1 and the other in paragraph
1 b) of that provision, is in turn not without ambiguity.

86. One should therefore not rule out the possibility that the future PC will ignore some of the principles and
provisions of Union law mentioned above or that it will not take them into account sufficiently when resolving
disputes between individuals concerning patents. This fear is only reinforced by the fact that the provisions of
the draft agreement on the training of judges of the future PC* do not contain any reference to Union law.

87. That is why it is essential for the scope of the PC's obligation to apply Union law to be clarified in the
agreement contemplated. Along the lines of the Parliament, the Advocates-General consider that such a
clarification should include the obligation to comply with all case law of the European Court of Justice, and not
just the obligation to follow the preliminary judgments pronounced under article 48 of the agreement
contemplated, following reference of a preliminary question from the PC itself for a ruling.

¢ Llack of any reference to the pre-eminence of Union law

88. Secondly, it should be noted that the provisions on applicable law contained in article 14 bis, paragraph 1,
of the draft agreement do not mention the pre-eminence of Union law.

® judgments of 26 February 1986, Marshall (152/84, Coll. P. 723, point 48) of 14 July 1994, Faccini Dori (C-
91/92, Coll. 1994, p. 1-3325, point 20), and Kucikdeveci {mentioned above in note 56, point 46).

*1 see, in this conhection, judgments of 5 October 2004, Pfeiffer and others {C-397/01 to C-403/01, Coll. P.
8835, point 111) of 15 April 2008, impact {C-268/06, coll. P. 1-2483, point 42) and Kiicikdeveci (mentioned
above in note 56, point 45).

%2 A recent case of the Great Chamber of Recourse of the EPO {judgment mentioned above in note 49)
essentially concerned the use of embryos and their destruction. This problem of embryos is also at the heart
of a preliminary case, filed by the German Bundesgerichtshof, which is currently pending before our Court
(case C-34/10, Brustle).

% Article 14 of the draft agreement.
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89. The principle of the pre-eminence of Union law is certainly not contained in a specific provision of the
treaties®. However, this principle has long been affirmed by the case law of the Court®™, and the Union would
not conclude an agreement that may jeopardize it.

90. It should be stated that it is not the hierarchy between “Community legislation” and international
agreements, referred to in article 14 bis, paragraph 1, of the draft agreement® that poses the problem here.
In fact, Union law itself recognizes a higher ranking of the international agreements concluded by the Union
compared to other acts of Union institutions®’.

91. The current wording of article 14 bis, paragraph 1, of the draft agreement calls for the following
observations, however: firstly, the ranking of the primary law of the Union over international agreements and
“Community legislation” is not clearly established; secondly, the ranking of Union law over the national
legislation of the Member States is not clear, the two being mentioned without any distinction in article 14 bis,
paragraph 1 b} of the draft agreement. :

92. In view of the importance that Union law, particularly primary law, may have in disputes between
individuals concerning patents®, the Advocates-General consider that its ranking must be established without
ambiguity in the draft agreement. The determination of this ranking should not be left to the free assessment
of the future PC.

e  Summary

93. Inthe light of the foregoing considerations, the Advocates-General consider that the guarantees contained
in the draft agreement with a view to ensuring the full application and observance of the pre-eminence of
Union law by the PC are not sufficient. Given that Union law and the case law of the Union courts will only be
compulsory for the future PC through the agreement contemplated, the provisions thereof must be totally
tacking in any ambiguity with regard to the scope of the PC’s obligation to observe Union law. That is not the
case with the current state of the draft agreement.

ii) Compatibility of the preliminary system with the judicial system for treaties

94. Anxious to ensure the uniform interpretation and application of Union law in disputes falling within the
competence of the PC, the draft agreement establishes a system for reference of a preliminary guestion to
another court for a ruling in its article 48, which provides for the possibility of the PC referring preliminary
petitions to the European Court of Justice.

95. Such a preliminary mechanism is an essential element which allows the Court of Justice to contribute
towards a correct and uniform application of Union law.

* There is only one declaration on pre-eminence (declaration no. 17, annexed to the final act of the
intergovernmental conference adopting the Treaty of Lisbon, OJ 2007, C 306, p. 256).

* The pre-eminence of Union law has been recognized in established precedents of the Court since the
judgment of 15 July 1964, Costa/ENEL (6/64. Coll. 1864, p. 1141); see finally the judgment of 22 June 2010,
Melki and Abdeli (C-188/10 and C/189/10), not yet published in the Collection, points 52).

®® Article 14 bis, paragraph 1, of the draft agreement mentions “Community legislation” as well as different
international agreements and international conventions to which the European Union will be a party, once the
new system is in place.

*” This can be deduced from article 216, paragraph 2, TFEU, according to which “agreements concluded by the
Union shall be binding on the Union institutions and the Member States”.

% See points 80 to 84 above.
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96. Member States participating in this opinion certainly raised doubts over the compatibility of the
preliminary system provided for in article 48 of the draft agreement with the judicial system for treaties,
however. '

97. Firstly, several Member States assert that the preliminary proceedings under article 267 TFEU are not open
to courts such as the PC in which non-member States participate, including judges originating from non-
member States, and which at least partially sit in non-member States.

98. This objection should be ruled out. According to its wording, article 267 TFEU certainly only contemplates
a reference to the Court of justice by national courts of Member States®. This provision will not form the
legal basis for petitions for a preliminary ruling which the future PC may address to the Court of Justice.
References of preliminary questions made by the CP will be based directly on article 48 of the agreement
contemplated. The preliminary competences of the Court of Justice will therefore be extended by the effects
of an international agreement and will now include a category of petitions for a preliminary judgment net yet
provided for by the treaties.

99. In this connection, it should be noted that the creation of such special preliminary proceedings is not
unknown in Union law; we will simply mention here the Luxembourg Protocol’ which extended the
preliminary competences of the Court of Justice to include cases relating to the Brussels Convention’”.

100. Moreover, it does not appear to be ruled out that an international agreement would vest the Court of
Justice with a preliminary competence for the purposes of application of Union law in non-member States. In
fact, the Court has already decided that it could be referred to for preliminary questions coming from courts
other than those of the Member States, provided that the answers it gives are restricting for the courts to
which the case is referred’. That is the case here, given that the preliminary judgments pronounced by the
European Court of Justice would be restricting for the PC Court of First Instance and for the PC Court of
Appeal”. Of course, one should also ensure that the preliminary judgments of the Court are applied in their
legal and institutional context as defined by all Union law; that is why it is essential to require the PC to
observe all Union law (see points 78 to 93 of this position).

101. Secondly, Luxembourg considers that the preliminary mechanism provided for in article 48 of the
agreement contemplated is incompatible with article 262 TFEU.

% It wilf be noted, however, that our case law recognizes that a common court of several Member States, in
this case the Benelux Court of Justice, has the right to formulate petitions for a preliminary judgment within
the meaning of article 267 TFEU (judgment of 4 November 1997, Parfums Christian Dior, C-337/95, Coll. P. I-
6013, points 20 to 27). A similar-case, relating to the reference of a preliminary question originating from a
chamber of appeal of the European schools is current pending before the Great Chamber of the Court (case C-
196/09, Miles and others).

" Protocol concerning the interpretation by the Court of Justice of the Convention of 27 September 1968
concerning judicial competence and the execution of judgments in civil and commercial matters, signed in
Luxembourg on 3 June 1971 (0] 1975, L 204, p. 28).

1t should be admitted, however, that such a solution has not been adopted with regard to the Lugano
Convention in which not only Member States of the European Union but also non-member States participate.

72 Opinion 1/00 (mentioned above in note 53, point 33); see also opinion 1/91 (mentioned above in note 36,
points 59 and 61 to 65).

" See article 48, paragraph 2, of the draft agreement.
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102. This objection does not carry conviction either. Article 262 TFEU certainly recommends a system in which
the European Court of Justice could be referred to for direct appeals in the field of European intellectual
property titles such as the Community patent. As already stated’, the application of article 262 TFEU only
constitutes a right for the Council. The aforesaid provision does not prohibit the Council from favouring other
channels consisting of the creation of a standardized judicial system allowing “indirect” reference to the Court
of Justice, through a special preliminary mechanism.

103. Consequently, the preliminary mechanism provided for in article 48 of the draft agreement does not
conflict with objections of principle with regard to its compatibility with the judicial system for treaties.

fiii) Remedies in the event of infringement of Union law by the PC

104. Certain Member States participating in the opinion consider, however, that the draft agreement does not
provide sufficient remedies for the case where the CP infringes its obligation of referring to the Court of Justice
preliminarily or, more generally, its obligation to observe Union law. The Parliament has also raised doubts in
this connection.

105. The Advocates-General share this point of view.

106. Although the PC Court of Appeal is required to question the Court of Justice preliminarily when a matter
of interpretation or validity of Union law is raised before it”®, no mechanism guarantees observance by the CP
Court of Appeal of its obligation of reference and, more broadly, observance by that court of Union law as
such.

107. In this connection, the situation in which the future CP will find itself is clearly distinguished from that of
the national courts of the Member States of the Union.

108. In fact, when a national court infringes the obligation of reference falling upon it under article 267 TFEU,
Union law mainly provides two means of remedying this situation. Firstly, an appeal for omission may be filed
against the Member State concerned’®. Secondly, the aforesaid Member State may be held extracontractually
liable”. However, the future PC will not be the object of an appeal for omission in the European Union system
nor will it be subject to any extracontractual liability according to Union law.

109. Contrary to what the Commission maintains, the possible notice of termination of the agreement
establishing the PC in the event of gross and clear infringement of Union law by this international court would
not constitute an effective remedy. Notice of termination of an international agreement is a particularly
onerous measure having serious consequences, particularly when, as in this particular case, it is an agreement
concerning the fegal protection of intellectual property rights of individuals. In the opinion of the Advocates-
General, it is unrealistic to consider that such a measure can really be contemplated in order to remedy any
failings of the PC in individual cases; notice of termination would be appear to be totally disproportionate to
the aim sought which is not to put an end to the standardized judicial system concerning patents but, on the
contrary, to ensure the correct functioning thereof.

110. It is just as unrealistic to assume, along the lines of the Commission, that individuals wiil file appeals
against all the contracting parties to the agreement contemplated in order to bind their collective
extracontractual liability for possible infringements of Union law committed by the PC. It is difficult to see

™ See points 65 to 66 above.
” Article 48, paragraph 1, of the draft agreement.
’® Articles 258 TFEU to 260 TFEU.

7 udgments of 30 September 2003, Kébler (C-224/01, Coll. p. 1-10239) and of 13 June 2006, Traghetti del
Mediterraneo (C-173/03, Coll. P. |-5177).
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which court would hear such collective appeals for damages and under which law, and to a lesser extent what
the chances of success would be.

111. The same scepticism is also required of the remedy put forward by the Netherlands: this remedy consists
in refusing to execute judgments of the PC in Member States of the European Union if the PC faiis to observe
Union law. In this connection, it is sufficient to recall that the national judge referred to for a petition for
execution is not normally calied upon to check the material accuracy of the judgment in question. This judge
could at most refuse to execute a judgment of the PC if it were clearly contrary to public order, which may be
difficult to establish in all cases of infringement of Union law by the PC.

112. Under these conditions, the introduction of other legal channels to mitigate the possible infringement of
Union law and the obligation of reference by the PC is essential.

113. As pointed out by France in particular, a choice of different options would be available in order to
guarantee the correct and uniform application of Union law in disputes falling under the competence of the
future PC. Consequently, one could consider submitting judgments of the PC Court of Appeal to the control of
the European Court of Justice, pursuant to article 262 TFEU. This control could be exercised in different ways:
by an appeal on points of law (open to parties to the dispute befare the PC Court of Appeal), by an appeal in
the interests of the law {open to the Commission and/or to the Member States and/or to the EPO, along the
lines of the former article 68, paragraph 3, EC) or even by a re-examination mechanism (along the lines of the
provisions of article 256, paragraphs 2 and 3, TFEU).

114. Contrary to what the Commission maintains, the introduction of such additional mechanisms {appeal on
points of law, appeal in the interests of the law or re-examination procedure} would not lead to a
misinterpretation of the role of the European Court of Justice. The Court of Justice could certainly then be
called upon to intervene in two different ways in the same dispute pending before the PC: firstly preliminarily,
i.e. under cooperation proceedings, and secondly following an appeal or a petition for re-examination.
However, the two types of intervention would not apply simuitaneously and would not be combined. They
would not necessarily raise the same points of law. Moreover, the preliminary proceedings would remain the
rule, while the appeal or re-examination procedures would be the exception; the latter would only arise in the
‘event of infringement of Union law by the PC or following the PC’s refusal to apply a preliminary reference or
to comply with the preliminary judgment of the Court of Justice.

115. Under the principle of institutional balance, it is certainly not up to the Court to indicate which of these
different options constitutes the more appropriate remedy. This falls within the competence of the political
authorities of the Union. It need simply be stated, for the purposes of this opinion, that the draft agreement
as submitted to the Court is not able to guarantee the correct and uniform application of Union law in disputes
falling within the competence of the future PC, since it is limited to introducing a preliminary mechanism
without providing for effective remedies in the event of the PC’s infringement of its obligation of reference or
of Union law in general. The remedies available in the event of the PC’s infringement of Union law and in the
event of non-observance of its obligation to apply a preliminary reference under article 48 of the draft
agreement are therefore not sufficient.

c) Linguistic system faced by the PC

116. Finally, the linguistic system faced by the PC deserves to be examined from the point of view of the rights
of defence whose respect is a fundamental principle of Union faw’®. In fact, the obligations imposed by an

’® Judgment of 2 October 2003, Corus UK/Commission (C-199/99, Coll. P. 1-11177, point 19). This principle of
respect of the rights of defence is also reflected in article 47, paragraph 2, of the Charter of Fundamental
Rights of the European Union (“right to his case receiving a fair hearing”) and in article 48 paragraph 2 of the
aforesaid Charter.
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international agreement would resuit in affecting the constitutional principles of the treaties, including the
principle whereby all acts of the Union must respect fundamental rights”.

117. As pointed out by Spain in particular, it is not ruled out that a company may be summoned in law, before
a local or regional division of the PC, in a language other than the official language of its country of origin. This
aspect was also debated during the hearing before the Court.

118. It should be pointed out in this connection that the finguistic system faced by the PC Court of First
Instance depends on the place in which the local or regional division in question is situated.

119. When a dispute is brought before the local division of the PC Court of First Instance established in the
defendant’s country of origin or before the regional division to which its country of origin belongs, the
language of the proceedings is either “the official language or languages” of its country of origin or a language
of choice to which its country of origin has given its consent®. In such a case, no infringement of the
defendant’s defence rights should be feared. In fact, the linguistic system applicable to the defendant wili have
been determined by his country of origin, as is the case, in general, in all disputes brought before the national
courts of that country. ‘

120. However, when an action is filed before the local or regional division of the PC Court of First Instance
where an infringement or threat of an infringement has occurred or is likely to occur, the linguistic system
depends on the country or countries in which the division of the PC Court of First Instance in question is
established®’. In this case, it may therefore happen that a company is assigned to a division of the PC Court of
First Instance situated outside its country or its region of origin and, consequently, in a language other than
that to which the company is accustomed. Such a situation will only occur when the company in question has
exercised commercial activities abroad. It may therefore seem lawful for it then to have to sustain the risk of
being summoned in law in the country or region where it has carried out business, and in the language
applicable in that country or region.

121. The situation is clearly more delicate, however, when the country where a company must be assigned
does not participate in any local or regional division of the PC Court of First Instance. In such a case, the
dispute would be brought before the central division of the PC Court of First Instance, and the language of the
proceedings would be that of the patent®?, namely German, English or French®, Consequently, a company
may be summoned in law in a language in whose choice neither its country of origin nor the country where it
carries out its commercial activities has participated. In the absence of any provision in the draft agreement

allowing the central division to depart from the rule of the language of the patent® or allowing the defendant

7 See in this connection the judgment of Kadi and others / Council among others (mentioned above in note
51, points 285).

% Article 29, paragraphs 1 and 2, and article 15, bis, paragraph 1 b) of the draft agreement. We would add
that the Commission has just proposed a translation system for the future Community patent whereby the
holder of a Community patent may be required to produce a copy of that patent translated into the language
of an alleged infringer or into the language of the judicial proceedings when it is not that in which the patent
has been granted (see article 4 of the proposal and press release IP/10/870 of 1 July 2010).

* Article 29, paragraphs 1 and 2, and article 15 bis, paragraph 1 a) of the draft agreement. On the system of
translation applicable to the patent in question, see note 80 above.

* Article 29, paragraph 5, and article 15 bis, paragraph 3 of the draft agreement.
* See articles 14 and 70 of the EPC.

 The possibility of departure provided for in article 29, paragraph 4, of the draft agreement only applies to
local and regional divisions of the PC Court of First Instance.
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to obtain translations of procedural documents®, this linguistic system appears to be unacceptable with
regard to observance of the rights of defence®.

122. Within these limits, the Advocates-General consider that the linguistic system faced by the central
division of the PC may affect the rights of defence.

3. Conclusion

123. In the light of all the foregoing considerations, the Advocates-General consider that the agreement
contemplated is, in its current state, incompatible with the treaties. The reasons for this incompatibility can be
summarized as follows:

e The guarantees contained in the draft agreement with a view to ensuring the full application and
observance of the pre-eminence of Union law by the PC are insufficient (see points 78 to 93 of this
position).

e The remedies available in the event of the PC’s infringement of Union law and in the event of non-
observance of its obligation to effect a preliminary reference pursuant to article 48 paragraph 1 of the
draft agreement are insufficient (see points 104 to 115 of this position).

e The linguistic system faced by the central division of the PC may affect the rights of defence (see points
121 and 122 of this position).

e The draft agreement, read in the light of all the measures contemplated concerning patents, does not
satisfy the requirement of ensuring effective judicial contro! and a correct and uniform application of
Union law in administrative proceedings concerning the granting of Community patents (see points 68 to
75 of this position).

VI — Proposed response to the request for an opinion

124. For the reasons stated above, the Advocates-General propose that the Court respond as follows to the
request for an opinion submitted by the Council of the European Union:

“In its current state, the agreement contemplated creating a standardized system for the settlement of
disputes concerning patents is incompatible with the treaties.”

For the Advocates-General
[Signature]

Juliane Kokott

Advocate General

¥ On the contrary, article 31, paragraph 1, of the draft agreement allows any division of the PC Court of First
Instance and the PC Court of Appeal to “ignore”, “to the extent considered appropriate”, the requirements
concerning translation. Moreover, the interpretation during hearings before the PC will only be assured “to
the extent considered appropriate” (article 31, paragraph 2, of the draft agreement).

% If there is certainly no other general principle granting each citizen the right to everything that may affect his
interests being drawn up in his language in all circumstances (judgment of 9 September 2003, Kik/OHIM, C-
361/01 P, Coll. P. I-8283, point 82), no obligations would be created for the citizen or no documents would be
filed against him against which he cannot defend himself, owing to a lack of understanding of the content
thereof (see in this connection, with regard to the publication of a Community regulation, the judgment of 11
December 2007, Skoma-Lux, C-161/06, Coll. P. 1-10841).
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SIXTH VENICE JUDGES’ FORUM (2010)

Prof. Dr. Winfried Tilmann

Introductory comments to the discussion of the Opinion given by the
Advocates General on the compatibility of the Draft agreement on the
-European and Community (E.U.) Patents Court with E.U. law

Introduction

In May of this year, an Oral Hearing has taken place before the ECJ on the EU
Council's Request for an Opinion on the Compatibility of the draft-Agreement on a
European Patent Court with EU law.

- In July the Advocates General have presented a written Statement. According to
that Statement the draft-Agreement is not compatible with EU law, and this for four
reasons.

Two of these reasons may be easily remedied. One concerns the principle of full
application and pre-eminence of EU law to be recognised by the Patent Court. The
other concerns the linguistic regime in the procedure before the central division of
‘the Patent Court. | will not deal with these two minor problems to be solved by
drafting.

The two other reasons for incompatibility would, however, create méjor obstacles.
They would be very difficult to remedy, if they were true, that means: if the ECJ
would follow the Advocates General in these two respects.

I pfopose to concentrate our debates on these two major problems.

l. Problem 1

| start with the "Conclusion” at the end

° The draft agreement, ((read in the light of all the measures contemplated concerning
patents,)) does not satisfy the requirement of ensuring effective judicial control and a
correct and uniform application of Union law in administrative proceedings concerning the
granting of Community patents (see points 68 to 75 of this position).

In my own words: the Advocates General say that the administrative decisions of
the European Patent Office in granting or not granting a Community Patent (now
called: EU Patent) should be subject to a judicial control. Without any change these
acts would be controlled only by the Appeal Boards of the EPO.
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Now, what are the arguments_of the Advocates General? | will cite the -main
parts of their reasoning:

69. We should recall that Community patents will be granted by the EPQ ((according fto the
applicable rules under the EPC for the granting of European patents)). The hearing before
the Court showed how this administrative technique may be classified in two different ways:

o The theory of delegation: (( according to the Parliament and the Council))
administrative powers will be delegated to the EPQ by the European Union; the EPO will
grant Community patents instead of and in the place of a European Union agency.

* The theory of transformation: (( according to the Commission,)) the EPO will not act
on behalf of the European Union and will actually only grant a European patent pursuant to
the EPC; this European patent will only be transformed in the Union’s legal system, to
become a Community patent, automatically, solely through the effect of the Community
patent regulation.

70. For the purpose of this opinion, it is neither necessary nor advisable to determine which
of these two theories carries conviction. Whatever the legal classification of the method of
granting of future Community patents (((theory of delegation or theory of transformation))), it
does (not) pose a problem from the point of view of actual judicial protection or the correct
and uniform application of Union law.

The "not" in 70. has to be deleted (translation error).

| dare to predict that the European Court of Justice will not follow these arguments
and their conclusion. | will briefly present my Theses for this prediction which you
find on the second paper before you regarding this Problem 1

Of course, we must consider also, how a judicial control over the acts of the EPO
would have to be installed and realised, if my prediction is wrong and the ECJ will
follow the Advocates General in requiring such a legal control.

Now, what are my arguments?

1. The "theory of transformation" is correct. The EU-Patent Regulation will
transform certain European Patents into EU Patents (see Art. 142 EPC).

2. It follows from that legal construction that the EPO will not "grant Community
Patents". The EPO will continue granting European (bundie) Patents which will be
transformed by the EU-Patent Reguiation into EU Patents.

3. The EPO is constituted and acting on the level of international taw. On that level
a principle of "actual judicial protection” does not exist. There are many
international agencies rendering administrative acts without judicial control. Think
of the UN agencies.

4. The EPOQ is not part of the Union Structure. Therefore, it is not subject to the
general requirement of "correct and uniform application of Union faw",

5. However, in one point the AG might be right: the EPO, already presently, is
applying certain patenting-rules of EU law (e.g. parts of the BioTech Directive,
incorporated into the EPC-Regulations). Even if such rules are not incorporated
into the EPC or into its Regulation, it follows from Art. 31 of the Vienna Convention
on International Treaties ("later practice" as relevant factor for interpretation) that
the EPO must administer these rules in conformity with the decisions of the ECJ,
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since the majority of the EPC-member states are bound to observe these decisions
in practicing the same EU rule regarding the same patent.

6. And there is another point into the direction of the Advocates General: The
Boards of Appeal of the EPQ, in my opinion already presently, are able to and
obliged to refer interpretation-questions to the EPQ. This obligation follows (a) from
a correct interpretation of the ratification of the EPC by the EU-member states and
(b) from the Vienna Convention.

{a) The EU member states may concentrate their patent-granting activity only
together with their obligation to submit questions on the interpretation of EU law to
the ECJ.

(b) This obligation is extended to all new EU patenting rules by the Vienna
Convention (see nr. 5, above).

| know that the Enlarged Appeal Board of the EPO has denied the possibility of
submitting referrals to the ECJ, but the Board was wrong, as | have explained.

Of course, it would be even better to adopt a rule to this effect in the Implementing
Rules by a decision of the Administrative Council. The EU-EPC states are obliged
to do that, since they cannot escape the obligation to submit referral questions to
the ECJ just by centralising their patent-granting procedure staying competent for
the after-grant part of the procedure.

The Appeal Boards would be "courts" of a mixed agreement (EU- and non-EU-
States) able to refer questions to the ECJ according to its practice. By the way, the
German Constitutional Court (Bundesverfassungsgericht) has accepted the quality
of the Appeal Boards of the EPO as "courts" under Art. 24 of the German
Constitution (Grundgesetz; BVerfG GRUR 2001, 728/729). Also the European
Human Rights Court accepts them as an equivalent to Art. 6 Human-Rights-
~ Charter (NJW 1999, 1173)

Only briefly: What would be the possible remedies, if the ECJ would follow the
Advocates General in requiring judicial control over the acts of the EPO regarding
EU patents?

1. The first suggested remedy (Nr. 73):

Extension of the competences of the future Patent Court to include administrative
proceedings against decisions of the EPO.

That means: An appeal against the acts of the EPO to the Patent Court of the
Agreement

2. And the second suggested remedy (Nr. 73):

Creation of an administrative patent court which should be authorised...to refer to
the European Court of Justice on a preliminary question.

Which means: Creating another international court in addition to the Patent Court to
control the acts of the EPO.

Certainly, both suggestions would create huge practical and legal problems. They
are not necessary in my opinion.

A49



4

(Prof. Tilmann then asked the Judges on the podium, Mr. Grabinski and Mr. van
Peursem, to present their view regarding this Problem 1 and regarding the
solutions proposed by the Advocates General).

1. Problem 2

The second problem raised by the Advocates General is defined in the
"Conclusions" as follows:

o The remedies available in the event of the PC’s infringement of Union law and in the
event of non-observance of its obligation to effect a preliminary reference pursuant to article
48 paragraph 1 of the draft agreement are insufficient (see points 104 to 115 of this
position).

In my own words: the normal rules against national courts not applying EU law
correctly and not referring preliminary questions to the ECJ do not work with that
new Patent Court.

What are the arguments of the Advocates Generals? In summary :

107. In this connection, the situation in which the future CP will find itself is clearly
~ distinquished from that of the national courts of the Member States of the Union.

108. In fact, when a national court infringes the obligation of reference falling upon it under
article 267 TFEU, Union law mainly provides two means of remedying this situation. Firstly,
an appeal for omission may be filed against the Member State concerned. Secondly, the
aforesaid Member State may be held extracontractually liable. However, the future PC will
not be the object of an appeal for omission in the European Union system nor will it be
subject to any extracontractual liability according to Union law.

110. It is just as unrealistic to assume,(( along the lines of the Commission)), that
individuals _will file _appeals agqainst all the contracting parties fo the agreement
((contemplated)) in order to bind their collective extracontractual liability for possible
infringements of Union law committed by the PC. ({ It is difficult fo see which court would
hear such collective appeals for damages and under which law, and to a lesser extent what
the chances of success would be.))

112. Under these conditions, the introduction of other legal channels to mitigate the
possible infringement of Union law and the obligation of reference by the PC is essential.

Is that line of argumentation really true and valid?
First: Wouldn't it be possible to instail the State of the Seat of the Patent Court as

addressee of a treaty-violation action by the Commission and of a damage-claim by
the injured party, that State representing all EU States member to the Agreement?

Secondly: Is it allowed under EU law to invent other remedies as those provided for
in the Lisbon Treaty? |

May [ put it this way: The new Patent Court, is it not, seen from the viewpoint of the
EU States member to the Agreement, merely a centralised national court? Does
the Lisbon Treaty allow for the creation of other remedies than those in place for
national courts which means:

- a treaty-violation action by the Commission and

- a damage claim by the injured private party?
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Now, what are the alternatives suggested by the Advocates General. | cite from
their Nr. 113, just adding that, in my opinion, these alternatives are not only
unnecessary but also not admissible under EU law:

113. ((As pointed out by France in particular, a choice of different options would be
available in order to guarantee the correct and uniform application of Union law in disputes
falling under the competence of the future PC. Consequently, one could consider
submitting judgments of the PC Court of Appeal to the control of the European Court of
Justice, pursuant to article 262 TFEU.)) This control could be exercised in different ways:
by an appeal on points of law (open to parties to the dispute before the PC Court of
Appeal), by an appeal in the interests of the law (open to the Commission and/or to the
Member States and/or to the EPO, along the lines of the former article 68, paragraph 3, EC)
or even by a re-examination mechanism (along the lines of the provisions of article 256,
paragraphs 2 and 3, TFEU).

(A debate among the Judges followed)

29-30 October 2010
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An integrated jurisdictional system for European and

EU patents — Does it fit all?

- The practitioner’s point of view -

Dr. Jochen Pagenberg, Bardehle Pagenberg, President EPLAW

I. Present Status of the work for the European and EU Patent Court System

1. Summary of developments

The Draft Agreement on the European and Community Patents Court is before the ECJ wait-
ing for the opihion on its comﬁatibility with the Treaties. An unofficial version of the Opinion
of the Advocates General has become known some time ago which regards the Draft incom-

patible with the EU Treaties. The Opinion of the ECJ is expected by the end of the year.

2. Status of the preparatory work

The Expert Group of the EU Commission consisting of 5 patent judges and 5 patent litigators
from 7 Member States had started off with the aim and corresponding instructions from the
Commission to establish a streamline procedure of high quality and affordable cost encour-

aged by the second Venice Resolution of the Judges’ Forum!,

e with generally a one-day hearing for all pleadings and evidence discussions, and

e adecision by the local and regional chambers within a year from the filing date of an
action.

A number of large corporations, also from outside the EU, have continued pressing for a pro-
cedure which would allow more extensive evidence trials. Although the principle of propor-
tionality is mentioned in the Rules which may allow for exceptions from the one-day hearing

rule, it is still open how the aim of an efficient cost-conscious procedure can be defended. The

1
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discussion shows that the interests of small and medium size companies have often been over-

looked in the discussion and that one system might not fit all users.

3. Cost
a) The EEUPC will not offer a cheap procedure

Cost 1s a point which is closely related with the length of trials and hearings. For a number of
reasons the predictions as to litigation cost published so far are unrealistic. Those who expect
that he new EEUPC will be able to offer patent litigation at the cost of the continental Sys-
tems, in particular of the German courts, seem to overlook a number of issues which do not
match and will in fact be considerably different from the German situation of today. Only a

few points may be mentioned.

® There will be no substantial savings due to a reduction of parallel litigation. Since
under the EEUPC local and regional divisions will have competence to grant injunc-
tions for the whole EU - at least for the so-called EU patents -, there is no need for par-
allel litigation in several countries anymore which allegedly amounts to ca. 20 % of all-
cases in Europe. All practitioners in the main litigation countries regard this percentage
as much too high and assume on the basis of their own experience that a realistic figure
is perhaps 5 % to 8 % which reduces the expected savings of about 300 million per year
considerably. Furthermore, the great majority of SMEs will anyway not be the benefici-
aries of such savings, since they often litigate only in their home country and rarely file
a case abroad. This shows that the needs of SMEs are indeed often overlooked in the

discussion.

» Combined litigation is more expensive than a bifurcated system. It has also not been
considered that the litigation figures in Germany are calculated on fees before the in-
fringement courts which are not only very experienced, but also, due to their specific
working procedure?, are used to handling on average four infringement cases per hear-

ing day, while under the EU combined system of infringement and revocation one full

! Published in 38 IIC 826 (2007)

2 which is primarily based on written submissions with a hearing at the end of the exchange of argu-
ments of the parties
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hearing day per case will be needed. This means that there is a difference between the
output figures® of a factor 4 which will, of course, also translate into four times higher

costs if one applies the same criteria to it.

o There will be about three times more revocation actions. It is furthermore important
to mention that the European combined system will lead to more revocation actions.
Under the German system, where revocation or nullity actions cannot be filed before
the infringement court, but in a separate case before the Federal Patent Court, such ac-
tions arc only filed in about 25-28% of the infringement cases. Under the new system,
where the defendant has the possibility to counter-sue before the same court, one will
certainly have a similar practice as one can see it today in countries with a combined
- system where more than 90 % of defendants in infringement cases counter-sue by way
of an invalidity complaint. This does not only considerably slow down a procedure in
comparison to “pure” infringement cases, but it also brings about an increase in cost,
since the increased number of invalidity cases, in comparison to the German practice of

today, would need more manpower — and thus require more money".

The result will be that nobody can seriously promise that the future EU courts wﬂl of-
fer the same financial conditions to SMEs as they can be found today before the Ger-

man courts, that is, if the EU system shall be self-financing.
b) Considerably higher cost through central revocation actions

EPO opposition proceedings today can be conducted in the EPO within a reasonably
cost frame. Complaints are only raised by users about the length of time the EPO nor-
mally needs which often holds up infringement litigation considerably. With centralized
jurisdiction of the EEUPC which would include EP patents, defendants in an infringe-

ment case will be able to file a central revocation attack before a court if they see this

* EEUPC judges are expected to dispose of ca. 25 cases per year which, if this figure also includes set-
tlements, withdrawals etc., would be too low for an experienced and efficient patent judge in the first in-
stance

* As far as the hearing is concerned, this time is already covered by the one day hearing per case. How-
ever, attorneys’ time must be added with a factor 3 to 4 in comparison to the German revocation cost,
since the number of cases filed will increase from ca. 25 to 28% to more than 90%.
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as a strategic advantage in a given case; in fact they can also do this after an EPO oppo-

sition has remained unsuccessful.

In such court actions expert opinions on each side, court experts and witness hearings
could significantly change the litigation strategies in Europe, and such central attacks
with eventually lengthy trials would also hit SMEs which file 50% of the EP patents.
Companies with tight budgets might reconsider their filing strategy, if EP patents fall
under the exclusive jurisdiction of the EEUPC. If no option is foreseen for EP patents to
litigate before the national courts’ as today - which is a growing request coming not
only from SMEs but also from large corporations®-, companies might be forced to go
back to the national offices and file their patents thefe7. What consequences this may
have for the budget of the EPO is still open. But it would certainly not be reasonable to

take this risk, which is unnecessary under the circumstances.

The following drawing will show® that only few industry groups need the EPO, while a

majority could also switch to national offices without cost disadvantages.

> For “bundle patents” a revocation action must be filed separately in each country, so that no central
court attack is possible, and the procedural risks are foreseeable

® A request for an option to litigate EP patents before national courts has also been raised in a paper of
the Confederation of British Industry (CBI) of November 2009 submitted to the EU Commission: ,,We
consider strongly that the Court should not have exclusive jurisdiction in relation to European patents

... There should be no withdrawal of the European patent system, which should remain in place and co-
exist as should national patents ... Use of the UPLS must be optional and not mandatory in respect of
existing European patents

" To the SMEs must be added a number of large pharmaceutical applicants which fear that a central at-
tack will unnecessarily endanger their valuable patents, so that the national offices are preferable.

® Cited from a study of the Siemens patent department in 2002,
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Designated States

Already before the Opinion of the Advocates General had become known, the Draft
Agreement contained a number of uncertainties about the quality, efficiency and cost,
and one can assume that there would be no significant difference between SMEs and
large corporations in this respect, so that as many as 90 % of proprietors of EP patents
might opt out of the system, in order to avoid being “trapped” by the new rules. This
concerns also the opt-out possibility under Art. 58 of the Agreement before its entry
into force under which more than 500 000 granted patents may be transferred to the na-
tional court systems and thereby avoid the above disadvantages and uncertainties of the

new court.
c¢) The Revision Clause

Among other unpredictable implications must be mentioned the Revision Clause in the
Council Conclusions of December 4, 2009. If implemented this would result in an abol-
ishment of local languages by the establishment of “multinational panelé”, which would
consist of a mix of nationalities of judges for whom there would exist no requirement to
speak the language of the country of the proceeding, so that they would presumably
only be able to communicate in English — if at all. SMEs which are accustomed to liti-
gation in their own home countries before their own judges, will hesitate accepting un-
familiar judges, foreign languages and an increase of litigation cost by expensive trans-
lations of documents or even interpreters for the judges during hearings. So already the

expectation that this change will happen, could be a reason for migration.

5
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It might have been overlooked until today that it was not any of the small and medium
companies which had requested the institution of a Community patent and a centralized
jurisdiction, since the reason for this request was the allegedly unacceptable situation of
parallel litigation and diverging decisions in Europe. Since SMEs have rarely had paral-
lel litigation, there was no request for Community litigation coming from the SMEs.
This shows that it would be highly unfair to deprive one part of the users of a procedure
which they have used successfully for thirty years only to improve the situation for an-

other group of users which may represent perhaps 10% of the litigating parties.
d) Users need time to test the system.

If there will not be given an option for EP patents from the beginning to continue using
the national courts, the proposed transitional periods must definitely be extended, since
- with only seven or even five years they are unreasonably short. It would not be appro-
priate to force users into a system which they have no chance to test in practice. If one
makes a simple calculation and adds up the (1) Granting and opposition period [5 -8

years], (2) the time until first infringements occur and the first cases are decided after

two instances [5 — 8 years] and (3) the time until enough representative cases by

-enough different divisions have become final in which the key legal questions have
been dealt with [another 5 to 8 years], one must calculate at least 20 years to convince
users of the quality of the system’. It may be recalled that after 1978 the first litigation
based on an EP patent which reached the German Supreme Court was decided fen years
after the filing date in the EPO.

It is obvious that one cannot base a filing strategy for the whole EU on one single deci-
sion of the highest court. Users would get the impression that by being forced into a
system which they have no chance to test they should not be given the time to reflect,
because the drafters are not sure about the quality of the system. While it may be under-
standable that one would like to have large numbers of cases shortly after starting the
system, this goal will not be achieved because of the uncertainty about quality, cost and

financial risks.

? This also shows that the time frame within which the Revisions Clause comes into play is unreasonable
as well and proves that it is a purely political clause.
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I1. The Opinion Proceeding before the Court of Justice
1. Contradictory pleadings of Member States in the Hearing

The major point of uncertainty exists, however, because the further work on the court
system will decisively depend on the outcome of the opinion procedure before the
European Court of Justice. There was a great deal of controversy between Member
States in the hearing in May'®, whether or not the Draft Agreement was compatible
with the Treaties, and the Opinion of the Advocates General which has become known

a few months ago regards indeed the Draft Agreement as incompatible.
2. Green Light for EPLA?

Apart from the statement of incompatibility for which a lack of ECJ competence in the

future patent court system has been given as a main argument, the most interesting re-
citals are 58, 60 and 63 of the Opinion which should be reproduced here:

58. With regard to the legality of creating the PC as an international court, situated out51de the judi-

cial system of the European Union and enjoying sole competence for certain types of appeal, one

should first recall that Union law is not in principle opposed to an international agreement provid-
ing for its own judicial system'"...

60. We should first point out that it is not the competences of the future PC concerning the Euro-
pean patent that pose a problem here: in fact, judicial competences concerning the European patent

have always been exercised by the national courts; the Member States are therefore free to assign
them to an international body, created by mutual consent and having the vocation of being “their”
common court. However, the question of knowing whether and to what extent that same interna-
tional body can also be assigned certain judicial competences concerning the future Community
patent is more delicate

63. ..Disputes between individuals do not fall within the competence of the European Court of Jus-
tice. It is the national courts that are always called to hear disputes between individuals, whether or
not they raise questions of Union law, even when the validity, interpretation or infringement of a
European intellectual property title is at stake. This definition of judicial competences reflects the

principle of assignmentss, according to which any competence not assigned to the Union in the
treaties belongs to the Member States

1% See the report of the Hearing by Pagenberg, 41 1IC 695 (2010)

I The opinion adds here a footnote which reads: See Opinion 1/91 of 14 December 1991 (ECR. p. I-
6079): in point 40 of the aforesaid opinion, the Court confirms that the concluszon of an international
agreement providing for a judicial system such as that of the EEA Court is “in principle, compatible with
Community law”; in point 70 of that same opinion, the Court also states that “an international agree-
ment which prowdes for a judicial system having a competent court for mterpretmg its provisions is not,
in principle, incompatible with Community law”.
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This reads like an official rehabilitation of the members of the EPLA Working Party
who during the discussions on EPLA before 2006 had been accused by the representa-
tives of the Commission at that time of having no right and competence to negotiate the
EPLA Agreement without the authorization of the EC. Now the AGs take exactly the

opposite view, and it will be interesting to see where the ECJ stands.

Outlook

The question will now be — assuming the ECJ argues along the same lines as the AGs —
whether the work on EPLA should be resumed, if the political problems as to if and
how the ECJ should be involved in the future patent litigation beyond the rules laid
down in Art. 47 of the Draft Agreement will be regarded as too complicated or too
time-consuming. The lack of trust of the Advocates General'? towards the future patent
judges will not make it easy to find a solution which will be acceptable by the users,
namely large corporations and SMEs. More involvement of EU instances, be it the EU
Commission, Member States or the courts in Luxembourg would cause enormous prob-
lems. The well-known blog IPKat has summarized the views of the users recently as

follows:

The possibility of all European patent litigation going to the ECJ will certainly horrify
many industry groups who are almost universally opposed to such a prospect.. This has
long been regarded by many as a complete deal-breaker because of the Court's record
in relation to trade marks, as well as the slow nature of the ECJ process.

Using the EPLA as a testing ground between a smaller number of countries in order to
find out whether a multinational patent court systems can properly function and will be
accepted by the users, before the larger and presumably more complicated EEUPC will
be started, may avoid mistakes which could perhaps not be remedied anymore or only

with considerably greater difficulties.

2 See among others par. 86 of the Opinion: One should therefore not rule out the possibility that the fi-
ture PC will ignore some of the principles and provisions of Union law mentioned above or that it will
not take them into account sufficiently when resolving disputes between individuals concerning patents....

8
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AIPPIPs work on the Protocol, now “EPLA”, and a
European Patent Court (question 165) and on the
evolution of the discussions as regards the Draft
Regulation on Community (“European Union”)
Patent (question 162)



AIPPI Special Committee Q162

Community Patent Regulation

~Annual report of Special Committee Q162 prepared for the
AIPPI Paris Congress October 3-6, 2010

1 Names and Functions of Committee Members
Chairman: Peter-Ulrik Plesner (Denmark)
Co-Chairman: Luc Santarelli (France)

Secretary: Enrique Armijo (Spain)

Members: Geoffrey Bayliss (United Kingdom)

Nanno Lenz (Germany)

Anna Ferreira da Silva (Portugal)
Takashi Ishida (Japan)

Gerald J. Mossighoff (USA)

Luigi Carlo Ubertazzi (italy)

Reporter General: Jochen Biihling

2 History

The special committee was established for the purpose of studying and preparing
an opinion paper expressing the views of AIPPI national and regional groups on
the European Commission Proposal for a Community Patent Regulation.

The special committee has prepared a report of 10 June 2002 for the Lisbon
EXCO meeting, a report of 30 October 2003 for the Lucerne EXCO meeting, a re-

port of 1 June 2004 for the Geneva Congress, a report of June 2005 for the Berlin
EXCO and a report of July 2006 for the Gothenburg Congress, a report of August

NE4



2007 for the Singapore EXCO meeting and a report for the Boston Congress
meeting of September 2008 and a report for the Buenos Aires ExCo meeting in
September 2009.

Neither the EXCO meetings nor the Congress have passed any resolution in rela-

tion to the Community Patent.
3 Development since the Buenos Aires ExCo

In relation to the draft Agreement on the European and Community Patent Court
and draft statute we refer to the Q 165 report. The latest draft is dated 23 March
2009 - STO7 928.

The Court of Justice of the European Union (CJEU) held its first oral hearing on
18 May 2010 concerning the legality of the proposed Patents Court Agreement
and EU-Patent Regulation. The Advocates General has issued an opinion of 2
July 2010, in accordance with which the current draft is not in all aspects in ac-

cordance with Community Law.
. The court's opinion is expected later this year.

On 4 December 2009 the Council of the European Union adapted a "conclusion

-on an enhanced patent system in Europe.

Reference is made to

Article 4,
"AGREES that the following conclusions on the main
features of the European and EU Patents Court (I)"
could form the basis of, while on the EU patent (ll)
they should form part of the overall final agreement

on a package of measures for an Enhanced Patent
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article 36

and article 50

System in Europe comprising the creation of a Euro-
pean and EU Patents Court (EEUPC), an EU patent,
including the separate regulation on the translation
arrangements referred to in point 36 below, and En-
hanced Partnership between the European Patent
Office and central industrial property offices of Mem-
ber States and, to the extent necessary, amend-

ments to the European Patent Convention:"

“The EU Patent Regulation should be accompanied
by a separate regulation, which should govern the
translation arrangements for the EU patent adopted
by the Council with unanimity in accordance with Ar-
ticle 118 second subparagraph of the Treaty of the
Functioning of the European Union. The EU Patent
Regulation should come into force together with the
separate regulation on the transiation arrangements
for the EU patent.”

“In order for the EU patent to become operational, to
be extent necessary, amendments would be made to
the European Patent Convention (EPC). The EU and
its Member States should take any hecessary meas-
ures and put them into force, including those for the
accession of the EU to the EPC. Amendments to the
EPC deemed necessary in this regard should not im-
ply any revision of substantive patent law, not related

to the creation of the EU patent."
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The latest proposal for a Council Resolution on the EU Patent is dated 27 No-
vember 2009, document 16113/09.

The European Parliament has had its first reading on the proposal of the regula-
tion on the EU-patent. In May 2010 the European Patent Court gave its opinion
regarding the EU-Council according to the first consultation procedure, which was
made in 2002.

Om 30 June 2010 the Commission presented a new proposal for a council regula-
tion on the translation arrangements for the European Union Patent. The proposal
is made under the Lisbon treaty, article 118, second paragraph. It shall be
adopted by a special legisiation procedure with the Council acting unanimously af-

ter consulting the European Parliament.

The main points in the draft translation arrangements are as follows:

e The EU-patent will be issued following the same language regime as the EP-
Patent, i.e. in one of the official languages of EPO, English, German or French

with the claim translated into all 3 languages.

e In the case of a legal dispute the patent proprietor provides at the request and
the choice of the alleged infringer a full translation of the EU patent into an of-
ficial language of the Member State in which either the alleged infringement
took place or in which the alleged infringer is domiciled. The patent proprietor
shall also provide a fult translation of the EU patent into the language of pro-
ceedings of the competent court in the European Union at the request of that
court. The costs of such translations shall be borne by the patent proprietor.

e Necessary arrangements shall be made between the European Union and the

EPO to make machine translations of patent applications and patent specifica-
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tions available in all official languages of the European Union without addi-
tional costs for the applicants. Such translations should be available on de-
mand, online and free of charge on publication of the patent application. They
would be provided for purposes of patent information and would not have legal

effect.

» European patent applications may be filed in any language in accordance with
Article 14 (2) of the EPC. Where the language of filing is not an official EPO
language, a translation of the application into one of the official languages of
the EPO must be provided, within a prescribed time period, so that the applica-
tion can be processed by the EPO. Under the current Implementing Regula-
tions of the EPC?° applicants filing in a language not in common with official
languages of the EPO are eligible for a partial reimbursement of the translation
costs at various stages of the procedure before the EPO by way of a fee re-
duction. This wouid also apply to EU patents. However, with respect to appli-
cants for EU patents based in EU Member States, necessary arrangements
shall be made to provide not only for a partial, but for a full reimbursement of
the translation costs up to fixed ceilings. These additional reimbursements

would be financed from the fees of EU patents collected by the EPO.

4 - Comments to the proposal for a Council Resolution on the EU Pat-

ent

The Special Committee will mention the following rules in the proposal which we

believe could be discussed further:

Article 9; Limitation of the effects of the EU Patent, contains the so-called Bolar

exemption. The wording is a follows:

“The rights conferred by the Community patent shall not extend to:
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(b.1) acts carried out solely for the purpose of conduction the necessary tests and
trials in accordance with Article 13 of Directive 2001/82/EC or Article 10 of Direc-
tive 2001/83/EC; in respect of any patent covering the product within the meaning

of either of the said Directives;"

The proposed wording will give room both for registration of new original products

and generic products.

Article 9a; Government use

The proposal is as follows:

"Any provision in the law of a Member State allowing non-commercial use of na-
tional patents by or for the government may be applied to EU Patents, but only to

the extent that the use is necessary for essential defence or national security.”

It seems that this exemption is not restricted to the use of the EU Patent within the

specific Member States.

Article 11; Rights conferred by the EU Patent application after publication

The rule concerning compensation in paragraph 2 states:

"In determining the reasonable compensation, the [European and Community Pat-
ents Court] shall take into account all relevant aspects, such as the economic con-
sequences to the injured party of the use made of the invention, as well as the
undeserved profits made by the person using the invention and the behaviour and

the good or bad faith of the parties. The compensation shall not be punitive.”

It seems that the compensation is not limited to the actual loss of profit of the pat-

entee, even if the undeserved profit is higher than the actual loss.
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Article 13; Process patents: burden of proof

"1. If the subject-matter of a Community patent is a process for obtaining a new
product, the same product when produced without the consent of the proprietor
shall, in the absence of proof to the contrary, be deemed to have been obtained

by the patented process.

2. The reversal of the burden of proof provided for in paragraph 1 shall apply
equally where there is a strong likelihood that the same product was obtained by
the process and the holder of the Community patent has not been able, despite

reasonable efforts, to determine what procedure has actually been used.

In adducing proof to the contrary, the legitimate interests of the defendant in pro-

tecting his/her manufacturing and trade secrets shall be taken into account."

Both alternatives in TRIPS article 34 is thus incorporated.

Articles 15, 16 and 17; Entry of rights in the Register of EU Patents

Articie 15 concerning transfer contains a provision that transfer of shares to the
extend to which it is verified by such written documents referred to in paragraph 1
shall have effect viz-a-viz third parties only after entry in the Register of EU Pat-

ents.

Article 16; Rights in rem and Article 17; Levy of Execution do not contain a similar

requirement of registration. Today this is not a requirement in all countries.

The proposed system is thus that both transfer, right in rem and levy of execution

shall be entered in the Register of EU Patents in order to be legally binding.
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Article 19; Contractual licensing contains the following provisions:

"1. The Community patent may be licensed in whole or in part for the whole or

part of the Community. A licence may be exclusive or non-exclusive.

2. The rights conferred by the Community patent may be invoked against a licen-

see who breaches any restriction in the licensing contract.

3. Article 15(2) and (3) shall apply td the grant or transfer of a licence in respect of

a Community patent.”

In certain jurisdictions there is an assumption that a licence is a simple licence if it
is not explicitly stated that it is exclusive. There can further be an assumption that
a simple licensee is not entitled to grant sublicenses. It is a question who is enti-
tled to sue under the patent for infringement, and who can defend the patent in

validity proceedings can also be regulated.

Article 21; Grant of compulsory licences

Paragraph 1 concerns a provision in accordance with which a third party can re-
quest a compulsory licence in case of lack or insufficient exploitation of a EU Pat-
ent.

Article 21.2 contains a provision in accordance with which the proprietor of a na-
tional or EU Patent who cannot exploit his/her own patent may without infringing
an older EU Patent then request a compulsory licence of this older EU Patent.

That is a dependent patent.

Article 28: Grounds for revocation
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Article 28 refers to the grounds for revocation mentioned in Article 52 to 57 of the
EPC.

Paragraph 1(b) refers to the condition in article 83 EPC. Compliance with Article

84 is not a reason for revocation. It could be considered if this is reasonable.
Article 54; Prohibition of simultaneous protection

In accordance with article 54 it is not possible to have a granted EU Patent and a
national patent within the territory of the EU Patent. Today it is in certain jurisdic-
tions possible to have simultaneous protection in form of both an EU Patent and a

national patent.

According to Article 28 1. (f) an EU patent may be revoked if the subject-matter of
the patent is not new having regard to the content of an earlier national patent ap-
plication or an earlier national patent made public in a Member State on or after

the filing or priority date of the EU patent .

Thus, there is not the possibility of conversion of an EU patent into a national pat-
ent in a Member State where the earlier national patent application or patent re-
ferred to above would not be a bar to patentability (similar to Article 108 of the
Council Regulation (EC) No. 40/94 on the Community Trade Mark).

5 Future work for the Special Committee

The special Committee does not propose a resolution on the proposed Community
Patent Regulation for the Paris Congress. The Special Committee Q 162 will con-

tinue to follow the developments and report to the Bureau and the next congress.

July 9, 2010
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AIPPI Special of Committee Q 165

Optional Protocol to the EPC with regard to Litigation

Concerning European Patents

Dr. Jochen Pagenberg
Chairman Q 165

Compostion of Special Committee Q165

Chair: Dr.Jochen Pagenberg (Germany)
Co-Chair: Piet C. Schalkwijk (Netherlands)
Secretary: vacant
Members: Raimondo Galli (Italy)

Thierry Sueur (France)

Raul Bercovitz (Spain)
Konrad Becker (Switzerland)
Peter Plesner (Denmark)

l. Present Status of the work for the European and EU Patent Court System

1. Summary of developments

This Committee and its work depend to a great extent on political developments which have
influenced the subject matter and the course of the discussion to a great extent. New papers
and draft statutes have been produced in Brussels each month and came back in revised
form within even sho,rter times. Since the Chairman of this Committee is at the same time a
member of the EU Commission’s expert group consisting of five judges and five attorneys
from 7 different countries, he has attended for about three years the regular discussion meet-
ings of this group in Brussels. These were dealing at first with a number of drafts of the
Agreement for what is now called the European and EU Patent Court (EEUPC), and then
with the Rules of Procedure, with only a short excursion to the Regulation for the Community
Patent, now named EU Patent. All three documents are still not in final form and partly dis-

puted.

The Agreement is before the ECJ waiting for the opinion on its compatibility with the Treaties.

An unofficial version of the Opinion of the Advocates General has become known a few
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weeks ago which declares the Draft Agreement incompatible with the EU Treaties. The Opin-

ion of the ECJ is expected by the end of the year.
2. Status of the Rules of Procedure

The expert group had started off with the aim and corresponding instructions from the Com-
mission to establish a streamline procedure of high quality and affordable cost encouraged
by the second Venice Resolution of the Judges’ Forum',

* with generally one-day hearings for all pleadings and evidence discussions, and

» decisions by the local and regional chambers within a year from the filing date of an

action.

A number of large corporations, also from outside the EU, have continued pressing for a pro-
cedure which would allow more extensive evidence trials. Although the principie of propor-
tionality is mentioned in the Rules which may aliow for exceptions from the one-day hearing
rule, it is still open how the aim of an efficient cost-conscious procedure can be defended.

The discussion shows that one system might not fit all users.
3. Cost
a) The EEUPC will not offer a cheap procedure

Cost is a point which is closely related with the length of trials and hearings. For a number of
reasons the predictions as to litigation cost published so far are unrealistic. Those who ex-
pect that he new EEUPC will be able to offer patent litigation at the cost of the continental
systems, in particular of the German courts seem to overlook a number of issues which do
not match and will in fact be considerably different from the German situation of today. Only
two points may be mentioned.

J The litigation costs in Germany are normally calculated on the costs before the
infringement courts which are not only very experienced, but which also, due to their
largely different working procedure, are used to handle on average four infringement
cases per hearing day, while under the EU combined system of infringement and
revocation one hearing day per case will be needed, which is only 25% in comparison
to Germany now. This means that there is a difference between the output figures of
a factor 4 which will, of course,. also translate into four times higher cost if one applies
the same criteria to it.

' Published in 38 IIC 826 (2007)
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) Under the German system, only about 25 to 28% of the infringement cases
filed are being answered by a revocation action before the Federal Patent Court. Un-
der the new system, where the defendant has the possibility to counter-sue before
the same court, one must expect a similar practice as one can see it today in coun-
tries with a combined system where more than 90 % of defendants in infringement
cases counter-sue for invalidity or revocation which would need more manpower —
and thus more money.

These two points show aiready that nobody can seriously promise that the future EU
courts will offer the same financial conditions as they can be found today before the

German courts, if the EU system shall be self-financing.
b) Considerably higher cost through central revocation actions

EPO obposition proceedings today can be conducted in the EPO within a reasonably
cost frame. Complaints are only raised by users about the length of time the EPO nor-
mally needs which often holds up litigation considerably. With centralized jurisdiction of
the EEUPC which will include EP patents, defendants in an infringement case will be
able to file a central revocation attack before a court if they see this as a strategic ad-
vantage in a given case; in fact they can also do this after an EPO opposition has re-

mained unsuccessful.

Expert opinions on each side, court experts and witness hearings could significantly
change the litigation strategies in Europe, and such central attacks with eventually
lengthy trials would also hit SMEs which file 50% of the EP patents. Companies with
tight budgets might reconsider their filing strategy, if EP patents fall under the exclusive
jurisdiction of the EEUPC. If no option is foreseen for EP patents to litigate before the
national courts as today” where no central court attack is possible, companies might be
forced to go back to the national offices and file their patents there®. What conse-
quences this may have for the budget of the EPO is still open. This concerns also the
opt-out possibility under Art. 58 of the Agreement before the entry into force of the
Agreement under which more than 500 000 granted patents may be transferred to the

national court systems and thereby avoid the above disadvantages of the new court.

2 A request for an option to litigate EP patents before national courts has also been raised in a paper of
the Confederation of British Industry (CBI) of November 2009 submitted to the EU Commission: ,,We
consider strongly that the Court should not have exclusive jurisdiction in relation to European patents
...There should be no withdrawal of the European patent system, which should remain in place and co-

exist as should national patents ... Use of the UPLS must be optional and not mandatory in respect of ex-
isting European patents

3 To the SMEs must be added a number of large pharmaceutical applicants which fear that a central at-
tack will unnecessarily endanger their valuable patents, so that the national offices are preferable.
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¢) The Revision Clause

Among other unpredictable implications must be mentioned the Revision Clause in the
Council Conclusions of December 4, 2009. If implemented this would result in an abol-
ishment of local languages by the establishment of “multinational panels”, which would
consist of a mix of nationalities of judges for whom there would exist no requirement to
speak the language of the country, so that they would presumably only be able to com-
municate in English — if at all. SMEs which are accustomed to litigation in their own
home countries before their own judges, will hesitate accepting unfamiliar judges, for-
eign languages and an increase of litigation cost by expensive translations of docu-
ments or even interpreters for the judges during hearings. So already the expectation

that this change will happen, could be a reason for migration.
d) Users need time to test the system.

If there will not be given an option for EP patents from the beginning to continue using
the national courts, the proposed transitional periods must definitely be extended,
since with only 7 years they are unreasonably short. It would not be appropriate to
force users into a system which they have no chance to test in practice. If one makes a
simple calculation and adds up the (1) Granting and opposition period [5 -8 years], (2)
the time until first infringements occur and the first cases are decided after two in-

stances [5 — 8 years] and (3) the time until enough representative cases by enough dif-
ferent divisions have become final [another 5 to 8 years] in which also the key legal
questions have been dealt with, one must calculate at least 20 years to convince users
of the quality of the system®. It may be recalled that after 1978 the first litigation based
on an EP patent which reached the German Supreme Court was decided ten years af-
ter the filing date in the EPO. This shows that one cannot base a filing strategy for the
whole EU on one single decision of the highest court. Users wouid get the impression
that by being forced into a system which they have no chance to test they should not
be given the time to reflect, because the drafters are not sure about the quality of the

system.

Il. The Opinion Proceeding before the Court of Justice

* This also shows that the time frame within which the Revisions Clause comes into play is unreasonable
as well and proves that it is a purely political clause.
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1. Contradictory pleadings of Member States in the Hearing

The major point of uncertainty exists, however, because the further work on the court
system will decisively depend on the outcome of the opinion procedure before the
European Court of Justice. The chairman of Special Committee Q 165 has attended
the hearing before the ECJ on May 18, and there was a great deal of controversy be-

tween Member States whether or not the Draft Agreement was compatible with the
| Treaties; a summary of the hearing is attached which will have been pubtished in IIC in

a few days from now.
. 2. Green Light for EPLA?

Apart from the statement of incompatibility for which a lack of ECJ competence in the
future patent court system has been given as a main argument, the most interesting

recitals are 58, 60 and 63 of the Opinion which should be reproduced here:

58. With regard to the legality of creating the PC as an international court, situated
outside the judicial system of the European Union and enjoying sole competence
for certain types of appeal, one should first recall that Union law is not in principle
opposed to an international agreement providing for its own judicial system”...

60. We should first point out that it is not the competences of the future PC con-
cerning the European patent that pose a problem here: in fact, judicial compe-
tences concerning the European patent have always been exercised by the na-
tional courts;_the Member States are therefore free to assign them to an interna-
tional body, created by mutual consent and having the vocation of being “their”
common court. However, the question of knowing whether and {o what extent that
same international body can also be assigned certain judicial competences con-
cerning the future Community patent is more delicate

63. ..Disputes between individuals do not fall within the competence of the Euro-
pean Court of Justice. It is the national courts that are always called to hear dis-

putes between individuals, whether or not they raise questions of Union law, even
when the validity, interpretation or infringement of a European intellectual property
title is at stake37. This definition of judicial competences reflects the principle of
assignment38, according to which any competence not assigned to the Union in
the treaties belongs to the Member States

> The opinion adds here a footnote which reads: See Opinion 1/91 of 14 December 1991 (ECR. p. I-
6079): in point 40 of the aforesaid opinion, the Court confirms that the conclusion of an international
agreement providing for a judicial system such as that of the FEA Court is “in principle, compatible with
Community law”; in point 70 of that same opinion, the Court also states that “an international agree-
ment which provides for a judicial system having a competent court for interpreting its provisions is not,
in principle, incompatible with Community law ",
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This reads like an official rehabilitation of the members of the EPLA Working Party who
during the discussions on EPLA before 2006 had been accused by the representatives
of the Commission at that time of having no right and competence to negotiate without
the authorization of the EC alleging that only the European Community had compe-
tence for creating an international court, even if only a few members of the Community
were willing to join. Now the AGs take exactly the opposite view, and it will be interest-

ing to see where the ECJ stands.
Outlook

The question for Committee Q 165 will now be ~ assuming the ECJ argues along the
same lines as the AGs — whether the work for EPLA should be resumed while leaving
aside the EEUPC for a while, since EPLA might be easier to be accomplished now. Or
whether one'rshould at the same time explore parallel avenues around the political
stumble stones of the EEUPC, in order not to lose time for the project as a whole. His-
torically the second alternative has proven very successful when the Strasbourg and
the Munich Patent Conventions were discussed in the 1960ies by different teams who

succeeded to agree on identical texts of substantive laws which are still valid today.

Dr. Jochen Pagenberg

September 10, 2010
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A centralized court for patent litigation
in Switzerland

by Peter Heinrich



SWITZERLAND

NEW PATENT LITIGATION COURT FOR ALL OF SWITZERLAND

Switzerland, member of the European Patent Organisation, will have one first-
instance patent court for the whole territory commencing its activity
presumably on January 1, 2012.

The new Swiss Federal Patent Court will replace the present 26 cantonal courts
having jurisdiction over patent matters. This concerns infringement as well as
validity actions (Switzerland continues to have no “bifurcation”, i.e. the same
court deals with infringement and validity actions or questions).

The Federal Patent Court (Bundespatentgericht, Tribunal fédéral des brevets,
Tribunale federale sui brevetti) will consist of judges having a law degree and
judges with a scientific or engineering background. All judges are required
to have a sound knowledge of patent law. The Federal Patent Court will
normally sit in threes, of which at least one judge will have a law degree and a
least one a technical background. The president - normally assisted by a
technical judge - will decide on preliminary measures.

" The Patent Court will have exclusive jurisdiction over infringement and validity
actions including actions for permanent and preliminary injunction,
ascertainment, damages, accounting of profits or compensating unjust
enrichment. As regards actions based on licence agreements, transfer of patents,
employees’ rights in inventions and other matters related to patents, the
jurisdiction of the Patent Court is not exclusive.

As re-gards procedure, the patent court will have the new possibility of a “saisie
descriptive” (description of products or processes by an expert to be used as a
means of proof in future litigation) similar to the French example.

The court may allow the parties to use the English language in the
proceedings.

Because of the new specialised court and also because Switzerland will have a
new unified Civil Procedure Code (starting from January 1, 2011), patent
litigation in Switzerland is likely to make a considerable leap forward as far as
quality and speed are concerned.

Peter Heinrich, Streichenberg Attorneys at law, Zurich
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