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i.

Resolutions of EPLAW

The European Patent Lawyers Association (EPLAW, formerly: EPLA) comprises

European lawyers who specialize and have extensive experience in European patent

law litigation, and who, therefore, have practical experience in the exact field to which

the Questionnaire of the European Commission relates. EPLAW has, since 2001,

given its advice to the European Commission and other relevant bodies in the form of

written Resolutions. The Resolutions directly related to the matters raised in the

Questionnaire are contained in Annex 1. These Resolutions continue to represent the

opinions of EPLAW, and are part of its advice to the European Commission. Their

contents may be summarized as follows:

1. Resolution of 19.09.2001: EPLAW advises against a fully centralised Com-

munity Patent Law Court and gives the same advice regarding the EPLA pro-

ject. It proposes (no. 11) to harmonise patent enforcement regarding 10 spe-

cific questions. Some of these proposals have now been taken over by the En-

forcement Directive (2004/48/EC).

2. Resolution of 08.11.2002: EPLAW supports the proposal of the European Par-

liament of April 10, 2002, that the first instance decisions on Community Pat-

ents should (as in the field of Community Trade Marks) be rendered by national

courts with long experience in patent litigation and that an appeal from these

courts should be available to a centralized second instance court. EPLAW (in
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no. 5) does not see a lack of competence of EC member states to conclude

EPLA (then: EPLP). The Community Patent court and the EPLA court would

not decide on the same patents (Community Patents; EPC bundle patents).

3. Resolution of 14.03.2003: EPLAW comments on the Council's "Common Po-

litical Approach" (CPA) of 03.03.2003 (full centralisation). It points (page 1) to

the facts that the CPA is inconsistent with the court system for Community

Trade Marks, Community Designs and Community Breeders Rights and that it

goes further, regarding centralisation, than the court system in the United

States. EPLAW predicts that the solution favoured by the Council would deter

many inventors, especially small and medium size firms, from using the Com-

munity Patent system. EPLAW advocates having a court of first instance close

to the owners and users and to the place of the material conflict.

4. Resolution of 12.02.2004: EPLAW reiterates (no. 1) that it was and is in favour

of a reduced number of national patent litigation courts taking over the role of

the first instance court of the Community Patent Court System using the ex-

perience of national court judges. EPLAW gives detailed advice regarding the

paper COM (2003) 828 Final of the European Commission.

5. Resolution of 02.12.2005: EPLAW, in the light of the Resolution of leading

patent judges in Europe of October 14-16, 2005, urgently asks for co-operation

between the EU Commission, the EU Council and the European Patent Offce

to make progress:

. without delay, for enhanced co-operation on EPLA for all member states

interested in a European litigation system for EPa patents,

. in revising the text of the Community Patent Regulation with participation

of experienced patent judges and attorneys, and

. on the harmonisation of diverger)ces in the practice of the national courts

and the EPO.
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6. Additionally, EPLAW has sent to the European Commission a series of resolu-

tions (Annex 2) on:

. the concentration and specialisation of national patent courts

(21.11.2003),

. the problems of language (21.11.2003),

. the problem of privilege (08.11.2004),

. Art. 22.4 of the EC 44/2001 Regulation and cross border litigation

(08.11.2004).

II.

Present State - Analysis

The present state of European patent law corresponds exactly to the predictions con-

tained in the Resolutions of EPLAW (Annex 1) mentioned above:

1. Patent users find the proposal for a Community Patent as presented by the

European Commission over-centralised and, especially regarding the transla-

tion and court language problems, vastly impracticaL. Furthermore, they doubt

the cost and fee predictions of the European Commission. For these reasons,

they have already made up their minds that they would continue to prefer the

European Patent System under the European Patent Convention (EPC) even if

the Community Patent would be created on the lines of the European Commis-

sion's proposal.

The European Commission and the Council, until now, have not been respon-

sive to these fears of the users for which the Community Patent System is sup-

posed to be designed. Therefore, the work on the Community Patent is being

stalled (EPLAW Resolution of December 02, 2005, preamble, first bullet point).

EPLAW, therefore, welcomes the initiative of the European Commission to start

a consultation process by the Questionnaire.
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2. The work on the European Patent Litigation Agreement (EPLA) is finished to a

large extent (EPLAW Resolution of December 02, 2005, preamble, second bul-

let point). The leading patent judges in Europe have, in their Resolution of Oc-

tober 14-16, 2005, supported the convening of a diplomatic conference to pro-

ceed on the broad lines of the present proposal of an EPLA.

3. A harmonisation of patent litigation law, called for by EPLAW since 2001 (see i.

1. above) has now also been asked for from the members of the European Par-

liament (EPLAW Resolution of December 02, 2005, preamble, third bullet

point).

4. Against this background, EPLAW, in its Resolution of December 2, 2005 (An-

nex 1), has urgently asked for progress:

on EPLA,

on a revision of the text of the Community Patent Regulation with the par-

ticipation of experienced patent judges and attorneys, and

on the harmonisation of divergences in the practice of national courts and

the EPO, a subject for which EPLAW had prepared a detailed analysis for

the Venice Conference of Patent Judges (Annex 3).

5. EPLAW's response to the Questionnaire of the European Commission starts

from the basis of this December 02, 2005 Resolution approved unanimously by

its members present at its 2005 Congress.

II.

Answers to the Sections of the Questionnaire

1. Section 1: Basic principles and features of the patent system

The idea behind the patent system is that it should be used by busi-
nesses and research organisations to support innovation, growth and

qualiy of life for the benefit of all in society. Essentially the temporary
rights conferred by a patent allow a company a breathing-space in the
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market to recoup investment in the research and development which led

to the patented invention. It also allows research organisations having
no exploitation activities to derive benefits from the results of their R&D

activities. But for the patent system to be attractive to its users and for
the patent system to retain the support of all sections of society it needs

to have the following features:

clear substantive rules on what can and cannot be covered by pat-

ents, balancing the interests of the right holders with the overall ob-

jectives of the patent system

transparent, cost effective and accessible processes for obtaining a

patent
predictable, rapid and inexpensive resolution of disputes between
right holders and other parties

due regard for other public policv interests such as competition

(anti-trust), ethics, environment, healthcare, access to information,
so as to be effective and credible within society.

The description of basic principles and features of "the patent system" is, both,

too general and not related to the specific objects of the matters in question, i.e.

(1) the Community Patent, (2) the EPLA project and (3) harmonisation of prac-

tice under the European Patent Convention. Section 1 reads as if today's task

were to create a patent system from scratch. In fact, the real issues to be

solved on the basis of answers to the Questionnaire are: (1) Which court sys-

tem to provide for patents granted by the European Patent Office on the basis

of the existing European Patent Convention and (2) how to arrive at a harmoni-

sation of divergent national court practice in the field of patents.

1.1 Question 1.1

Do you agree that these are the basic features required of the patent system?

a) Basic features 1 and 4 described in Section 1 read, as if it were the object

of the Community Patent and/or the Commission to provide for "substan-

tive rules on what can and cannot be covered by patents, balancing the

interests of the right holders with the overall objectives of the patent sys-

tem", having "due regard for other public policy interests such as competi-
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tion (anti-trust), ethics, environment, health care, access to information,

so as to be effective and credible within society". In reality, this is not the

case and not the question for both systems, since these considerations

are for the patent granting rules of the EPC which are in accordance with

TRIPs and which are implemented effectively by the European Patent Of-

fice. These rules also incorporate EU legislation (Rules 23(b)-(e) imple-

menting provisions of the Biotech Directive).

b) Basic feature 2 (transparent, cost effective and accessible processes for

obtaining a patent) also is not a central objective of the Community Pat-

ent and the EPLA project because the patent granting process of the

EPO is already transparent and accessible and does not require change

in these respects. So far as cost effectiveness is concerned this is impor-

tant and must be dealt with within the structure of the EPC, especially by

reducing the translation requirements (see no. 2.1(d) below).

c) Only basic feature 3 (predictable, rapid and inexpensive resolution of dis-

putes between right holders and other parties) correctly describes the ba-

sic objects of both the Community Patent and the EPLA project.

d) Not mentioned under the 4 basic features is harmonisation of the practice

of national courts and of the EPO regarding the existing rules of the EPC,

especially on novelty and inventive step, as well as (regarding the na-

tional courts) on scope of protection.

e) For these reasons EPLAW recommends redrafting the first paragraph of

section 1 along the following lines:

Section 1

Basic principles and features of the Community Patent and the
European Patent Litiaation Aareement

Both, the Community Patent and the European Patent Litigation

Agreement (EPLA) are based on the patent granting decisions of the

European Patent Office (EPO) under the rules of the European Pat-
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ent Convention (EPC). Both projects deal with the post-grant phase

in giving effective protection for the patent owner and the possibilty

to invalidate a European Patent which has been granted by the EPO

but, according to the opinion of the competent court, should not
have been granted. Basically, neither the Community Patent nor the

EPLA project are intended to have or should have an effect on the

patent granting procedure (the pre-grant phase). Both proposals
should address the following problems:

- how to arrive at a predictable, rapid and not overly expensive
resolution of disputes between right holders and other parties,

- how to arrive as quickly as possible at a harmonisation of the
practice of national courts regarding the scope of protection of
European Patents and regarding the invalidation of European

Patents, taking account of the practice of the European Patent
Office.

f) The second feature which has been added reflects the opinion of the us-

ers of the patent system that such divergences in practice are the real

motivation for a centralised court structure, but that it would take a long

time for such a structure to harmonise, by court decisions, the great num-

ber of existing divergences.

1.2. Question 1.2

Are there other features that you consider important?

See answer to 1.1.

1.3 Question 1.3

How can the Community better take into account the broader public interest in

developing its policy on patents?

This question has nothing to do with

the Community Patent
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the EPLA project

harmonisation of court practice regarding the EPC rules

as the three fields of action where the European Commission is seeking advice

by the Questionnaire.

2. Section 2: The Community Patent as a priority for the EU

The Commission's proposals for a Community patent have been on the

table since 2000 and reached an important milestone with the adoption of

the Councils common poliical approach in March 2003

lhttp://register.consilum. eu.intlpdf/en/03/sto7/st0715gen03.pdf; see also
http://europa.eu.intlcomm/internal-marketlen/indprop/patentldocs/2003-

03-patent-costs_en.pdf). The disagreement over the precise legal effect

of translations is one reason why final agreement on the Community pat-

ent regulation has not yet been achieved. The Community patent delivers

value-added for European industry as part of the Lisbon agenda. It offers

a unitary, affordable and competitive patent and greater legal certainty

through a unified Community jurisdiction. It also contributes to a
stronger EU position in external fora and would provide for Community

accession to the European Patent Convention (EPC). Calculations based

on the common poliical approach suggest a Community patent would be

available for the whole of the EU at about the same cost as patent protec-

tion under the existing European Patent system for only five states.

2.1 Question 2.1

By comparison with the political approach, are there any alternative or addi-

tional features that you believe an effective Community Patent system should

offer?

EPLAW continues to support, as it has done since its creation, the project of a

Community Patent. However, the proposal of the European Commission in the

form of the Common Political Approach (CPA) of the Council does not meet the

needs and expectations of the future users of the Community Patent, especially

for the following reasons, described in more detail in the EPLAW Resolutions in

Annex 1.
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a) The fully centralised European patent litigation court system

- does not respect the principle of subsidiarity (Art. 5 ECT) because it is

unnecessary. Decentralised first instance courts are not only equiva-

lent (this would be sufficient for the applicability of the subsidiarity

principle), but offer a far better solution. A conflict would be decided by

experienced patent judges close to the parties and close to the place

of conflict in the language of the part of the Community where the con-

flct arises and at the same time avoiding the problem of a central first

instance court waiting for cases which may be rare for a considerable

time,

- is in conflict with the solutions found for the Community Trade Mark

(CTM), the Community Design and the Community Breeders Rights.

b) The costs of a fully centralised Community Patent Court are grossly un-

derestimated by the European Commission. If the first instance would be

left to specialised national courts (as in the case of the CTM), the costs of

70% of the cases would be borne by the European Union member states.

c) The language of the Community Patent Court should be the language of

one of the European Union member states in which the alleged infringer

offers or sells the contested goods and which language is chosen by the

claimant under the control of the court.

d) The translation requirement (in addition to the filing language) should, as

proposed by members of the European Parliament, be restricted to the

language, which over the last 3 years has been the language in which the

greatest number of European Patents have been filed. In effect, this

would be the English language.

If, for reasons of equal treatment and fairness, it is regarded as neces-

sary to have additional translation of claims as a means of providing in-

formation for local industry into all languages of the member states, such

translations should be restricted to the first claim and any other inde-
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pendent claims of each patent. This would amount to a considerable cost

saving and is entirely sufficient for industry and patent practitioners.

3. Section 3: The European Patent System and in particular the European

Patent Litiaation Aareement

Since 1999, States party to the European Patent Convention (EPC), in-

cluding States which are members of the EU, have been working on an

agreement on the liigation of European patents (EPLA). The EPLA would

be an optional liigation system common to those EPC States that choose

to adhere to it.

The EPLA would set up a European Patent Court which would have juris-

diction over the validity and infringements of European patents (including

actions for a declaration of non-infringement, actions or counterclaims

for revocation, and actions for damages or compensation derived from

the provisional protection conferred by a published European patent ap-

plication). National courts would retain jurisdiction to order provisional

and protective measures, and in respect of the provisional seizure of
goods as security. For more information see lhttp://ww.european-
patent-office.org/epo/epla/pdf/agreemenCdraft.pdf).

Some of the States party to the EPC have also been tackling the patent

cost issues through the London Protocol which, would simplify the exist-

ing language requirements for participating states. It is an important pro-

ject that would render the European patent more attractive.

The European Community is not a party to the European Patent Conven-

tion. However there is Community law which covers some of the same

areas as the draft Litigation Agreement, particularly the "Brussels" Regu-

lation on Recognition and Enforcement of Judgments (Council Regula-

tion no 44/2001) and the Directive on enforcement of intellectual property

rights through civil procedures (Directive 2004/48/EC).

lhttp://europa.eu.int/eur-
lex/pri/en/oj/dat/2004/1_195/1_19520040602en00160025.pdf).
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It appears that there are three issues to be addressed before EU Member

States may become party to the draft Litigation Agreement:

. (1) the text of the Agreement has to be brought into line with the

Community legislation in this field

(2) the relationship with the EC Court of Justice must be clarified

(3) the question of the grant of a negotiating mandate to the Com-

mission by the Council of the EU in order to take part in negotia-

tions on the Agreement, with a view to its possible conclusion by

the Community and its Member States, needs to be addressed.

EPLAW welcomes the openness to EPLA shown by the EU-Commission in

Section 3 of the Questionnaire. EPLAW "urgently asks for co-operation be-

tween the EU Commission, the EU Council and the European Patent Offce to

make progress without delay for enhanced co-operation on EPLA for all Mem-

ber States interested in a European Litigation System for EPO Patents" (EPLA

Resolution of December 02, 2005, see Annex 1).

In the view of EPLAW, the EPLA project, dealing with European Patents as dis-

tinct from future Community Patents, does not clash with the project for a

Community Patent. Since the Community Patent leaves it completely to the de-

cision of the applicant whether he wants the Community Patent as the right re-

sulting from the patent granting decision of the European Patent Office, or

whether he wants a so-called EPC "bundle-patent" (which is, presently, the

only effect of the EPO's granting a European Patent), there would be a "healthy

competition" between both systems, forcing the Community Patent to be more

attractive than the simple European Patent in its present form as enhanced by

EPLA. Therefore, both systems should be implemented. They can exist side-

by-side offering different services for different demands.

The Community Patent project may benefit from the work on the EPLA project,

the latter having been developed in close contact with future users. The EPLA

project provides for an intelligent and cost-saving combination of a reduced

number of regional first instance courts (the costs of which should be borne by

the relevant member states) and a central appeal court (the costs of which are

borne by all member states of EPLA). This is another argument against total

DUSLlB01/DUST/162969.01



12

court centralisation proposed by the European Commission for the Community

Patent.

The leading patent judges in Europe, in their Resolution of October 14-16,

2005, have indicated that EPLA may be designed and implemented in the form

of an "enhanced co-operation" of EU member states (Art. 11, 11 a ECT; Art 43

ff. EUT). EPLAW strongly supports this proposal which would result in having

the European Court of Justice (ECJ) as the authority to interpret the patent

granting and scope of protection rules of the EPC as well as the rules of EPLA

itself.

3.1 Question 3.1

What advantages and disadvantages do you think that pan-European litigation

arrangements as set out in the draft EPLA would have for those who use and

are affected by patents?

The advantage for the owners of European Patents and for possible infringers

would be that an effective system of a reduced number of experienced patent

courts and of a central appeal court would provide legal security at reasonable

speed and cost, which is in the interest of both parties.

3.2 Question 3.2

Given the possible coexistence of three patent systems in Europe (the national,

the Community and the European patent) what in your view would be the ideal

patent liigation scheme in Europe?

For the time being, the users of the patent system need all three forms of pat-

ent (national patents, European Patents, Community Patents). They would wel-

come a harmonised coexistence of these three forms which would make each

of these forms as useful as possible for the special needs of the respective

patent applicants. Moreover, the Community Patent project and the EPLA pro-

ject should be integrated into each other.

a) For national patents the number of national courts should be reduced

(EPLAW Resolution concerning concentration and specialisation of na-

tional patent courts of 21.11.2003, Annex 2).
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b) For European Patents there should be a partially centralised system as

provided for by the EPLA draft.

c) For Community Patents, there should be the same structure as in EPLA.

d) The EPLA court structure and the Community Patent Court structure

should be integrated into each other: The first instance should be the

same and the appeal court should be the same, both applying the EPLA

and the Community Patent rules as the case may be.

e) The integrated system would avoid a duplication of court structures. In

essence, there would be only one structure above the level of purely na-

tional courts (deciding on national patents, see 3.2(a)).

f) This effective integrated system could and should be enhanced by the

harmonisation of presently divergent court practice (see Section 4, be-

low).

4. Section 4: Approximation and mutual recoanition of national patents

The proposed regulation on the Community patent is based on Article 308

of the EC Treaty, which requires consultation of the European Parliament

and unanimity in the Council. It has been suggested that the substantive

patent system might be improved through an approximation (harmonisa-

tion) instrument based on Article 95, which involves the Council and the

European Parliament in the co-decision procedure with the Council acting

by qualified majority. One or more of the following approaches, some of

them suggested by members of the European Parliament, might be con-

sidered:

(1) Bringing the main patentabilty criteria of the European Patent

Convention into Community law so that national courts can refer

questions of interpretation to the European Court of Justice. This

could include the general criteria of novelty, inventive step and
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industrial applicabilty, together with exceptions for particular
subject matter and specific sectoral rules where these add value.

(2) More limited harmonisation picking up issues which are not spe-

cifically covered by the European Patent Convention.

(3) Mutual recognition by patent offices of patents granted by an-

other EU Member State, possibly linked to an agreed quality

standards framework, or "validation" by the European Patent Of-

fice, and provided the patent document is available in the original

language and another language commonly used in business.

To make the case for approximation and use of Article 95, there needs to

be evidence of an economic impact arising from differences in national

laws or practice, which lead to barriers in the free movement of goods or

services between states or distortions of competition.

EPLAW, in general, agrees with proposals from the members of the European

Parliament that the practice of the courts in the member states in the European

Union should be further harmonised in certain areas keeping in mind that - as

mentioned under Section 1, the substantive provisions of the European Patent

Convention in most key areas like (1) patent granting/invalidity (Arts. 54, 56, 57

EPC) and (2) scope of protection (Art. 69 EPC and Protocol thereto) have al-

ready an identical wording. A centralised second instance court would of itself

create more harmony in practice. The task of harmonising divergent court prac-

tice regarding certain aspects by case law may, however, be a very long proc-

ess, because one would have to wait until a relevant case arrives and is

brought up to the level of the ECJ. Still, more harmonisation by statute is unde-

sirable until some degree of judicial harmonisation is achieved. For this pur-

pose EPLAW has prepared an analysis listing (not exhaustively) the present di-

vergences in national court practice (Annex 3). EPLAW proposes that a har-

monisation text should be prepared with the active co-operation of the leading

patent judges in Europe. This text could form the basis for guidelines to be

widely applied.

DUSLlB01/DUST/162969.01



15

4.1. Question 4.1

What aspects of patent law do you feel give rise to barriers to free movement or

distortion of competition because of differences in law or its application in prac-

tice between member states? .

The divergences listed in Annex 3 relate, firstly, to the scope of protection

granted by national courts to European Patents. These divergences must be

harmonised, because Art. 69 EPC and the Protocol thereto contain, although

generally worded, an exclusive rule as to the scope of protection.

The divergences, secondly, relate to the invalidation of European Patents and,

here, do not only exist between national courts but also between some national

courts and the practice of the European Patent Office. These divergences must

be harmonised, because Art. 138 EPC (regarding the invalidation of European

Patents) refers telle quelle to the patent granting rules to be applied by the

EPO; these rules leave no room and discretion for different practices of courts

and the EPO.

The divergences listed in Annex 3 may have an impact on the decision of the

owners of European Patents regarding the question where to start litigation

against an assumed infringer. This impact will be reduced when the process of

harmonisation advances.

4.2 Question 4.2

To what extent is your business affected by these differences?

. That these divergences have a practical impact on the decisions of patent

owners is best shown by the interest of European industry in an (improved)

Community Patent system and in the EPLA project. It is generally hoped that a

partially centralised court structure with a common appeal court for EPLA and

the Community Patent, together with guidelines to be developed by experi-

enced judges (see above), would, in the long run, harmonise these diver-

gences.
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4.3 Question 4.3

What are your views on the value-added and feasibilty of the different options

(1) - (3) outlned above?

a) Option 1

EPLAW believes that action is needed only regarding the existing diver-

gences such as those listed in Annex 3.

b) Option 2

If the ECJ would be the interpreting authority for the Community Patent

and the EPLA courts, further harmonisation could and should, in the view

of EPLAW, be left to the ECJ answering questions (Art. 234 ECT). Given

the experience with the Biotech and the Computer Software Directives,

the construction of an integrated European Patent litigation system (see

EPLAW's proposals on Section 3) should not be burdened with a general

implementing directive regarding the interpretation of patent concepts

such as the exclusions from patentability (Arts. 52, 53 EPC) or the whole

contents of novelty (Art. 54 EPG) and inventive step (Art. 56) where no

problem has arisen in the past.

c) Option 3

If the applicant is interested in protection in more than one state, he wil

choose the EPC system (or the Community Patent system) himself.

Therefore, there does not seem to be a real need for mutual recognition.

Furthermore, feature 3 would create difficult problems regarding priority.

The public would not know, from the point in time of the national applica-

tion, whether and for which other states the applicant would seek ex-

tended protection.

In practice, applicants often apply at the same time for certain national

patents and for a European Patent, renouncing on their national right

when they receive a European Patent, because the national patent, in

most member states, loses its effect at that point in time (see Art. 139.3

EPC).
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4.4 Question 4.4

Are there any alternative proposals that the Commission might consider?

An alternative to an EU harmonisation directive regarding Option 2 (see 4.3

above) would be to prepare with the help of the leading patent judges in Europe

(see introduction to Section 4, above) guidelines as mentioned before (see An-

nex 3) which later may be transformed into implementing rules of the EPC by

the Administrative Council of the EPO (Art. 33(1 )(b) EPC).

5. Section 5: General

We would appreciate your views on the general importance of the patent

system to you.

On a scale of one to ten (10 is crucial, 1 is negligible):

The members of EPLAW, professionally, are in constant contact with users of

the European Patent system. The following numbers give an indication of how

these users probably would answer this question. They are estimated and

given by EPLAW because it cannot be expected that a great number of individ-

ual business enterprises will answer the Questionnaire themselves and be-

cause the associations of such enterprises which do answer will probably not

be "nearer" to the thinking of individual enterprises than the members of

EPLAW. This said, the following numbers, of course, have to be taken with the

appropriate reserve.

5.1 Question 5.1

How important is the patent system in Europe compared to other areas of legis-

lation affecting your business?

Answer: 7
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5.2 Question 5.2

Compared to other areas of intellectual property such as trade marks, designs,

plant variety rights, copyrights and related rights, how important is the patent

system in Europe?

Answer: 7

5.3 Question 5.3

How important to you is the patent system in Europe compared to the patent

system worldwide?

Answer: 10

5.4 Question 5.4

If you are responding as an SME, how do you make use of patents now and

how do you expect to use them in future? What problems have you encoun-

tered using the existing patent system?

Answer: 60:40 final use of European Patents compared with final use of na-

tional patents. The problems are the same as described in Section 4.

5.5 Question 5.5

Are there other issues than those in this paper you feel the Commission should

address in relation to the patent system?

Answer: No
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EPLAW
European Patent Lawyers Association
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Resolution

on a Central European Patent Court

i.

i . EPLA welcomes the proposal of the EU-CoIDssion regarding the Community Patent

Regulation. Based on the practical patent litigation experience of its members with (national
and European) Patents, EPLA would lie to contribute to the creation of a Community Patent
related court system which is of high qualty, is reasonably swif and which achieves its
results with reasonable costs for both pares concerned (Le. the claiant and the defendant).

2. EPLA is concerned about the prospect of possible duplication of patent.elated court systems
arsing out of the parallel plans of the EU-CoIlssion (regardig the Community Patent)
and members of the European Patent Convention (regarding a Protocol to that Convention).

3. The EU-Commssion has stated that after the Regulation (BC) No. 44/2001 of the Council of
December 22, 200 the competence for establishig a patent-related court system in Europe
lies with the Community. If ths view is legaly correct, EPLA is of the opiion that the
effort should be concentrated on the Community Patent system. It urges EU-member states
to cooperate in Council deliberations on the dra Community Patent Regulation, so that the
time lint set by the Presidents of the CounciJ (end of the year 2(01) can be met.

Correspondingly, EPLA, in ths Resolution, states its opinon only regarding the Community
Patent system as proposed by the EU-Commssion in the dra Community Patent Regulation.
However, the Resolution is relevant also to the European Patent Litigation Protocol
Proposals.

AssoiiOl cunnpác davocalS sp&iaJiK das Ie COltciicu~ de bmWl cI'invcnlion
EUlbc Vcciiguni ci Patc~hiswlJie
Si~gc : Avenue Louise, 149 (boitc 20) 1050 BRUXELLES - BELGIQUE
Association sa but luctatif (Loi du 27 juin 1921)
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n.

4. The Community Patent related court system must be designed in such a way that the
centralisation envisaged is effective regarding its possible benefits (i.e. community-wide
protection with an adequate and predictable scope of protection) and, at the same time, the
Community Patent related Court System should avoid a prolongation of procedures caused by
a bottle-neck situation such as that presently expenenced in the patent-grting, opposition
and appea procedures before the European Patent Offce. A patent owner who has finally
gained his patent though these lengthy procedures expects to be able to enforce his valuable
right agait an infringer in a reasonably swüt and afordable litigation proedure. These

practical aspects must, in the opinion of EPLA, domiate all decisions regarding a
Community Patent related court system.

5. Given these aspects, the personal and cost-related predictions and estimates of the EU-
Commssion on page 68 of its draft Community Patent Regulation are, as seen from the
experience of EPLA-members gained in all major patent-litigation EU member states, grossly
understated. If one takes into account the annual number of decisions of a member of an
EPO-appeal board, who is dealng only with the question of validity and not, as in the

i , litigation court also with questions of inngement, leavig aside other possibly complex

legal questions regularly aasing in patent-litigation, the assumption that a chamber of thee
judges could deal with 200 litigations per year is clearly unrealstic. EPLA estimates that in
order to be able to decide the estiated 1000 patent cases per year, a single central court of
first instance, burdened with a widely underetimated language problem, would need more
likely between 50 and 100 judges. Such a number of judges, who are expenenced in patent
caaes and able to understand the major languages of the Community (in a wide range of
diferent technical fields) does not exist.

6. Weighig the possible benefits of centralisation (see 4 above) against the probable bottle-
neck effect of centralsation already on the firt-instance level, it is prudent to confine

centralsation - at least for a long initial phase - to a higher instance. The decision of such a
higher instance would have a guiding effect on the rirst instance decisions and would,
therefore, achieve, to a large practical extent, a hanoiizig effect also regarding the level of
first instace. Since in all major patent-litigation ED-member states about 70 % of all patent
litigation cases are defintively decided by the first instace court, the higher instance could
concentrte on the 30 % of cases which ar usualy of a more difficult natue and require
special attention.

.
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II.

7. The Community Patent related court-system should, in the opinon of EPLA, take account of
the existing systems of protection of IP-related rights on the Community-level, such as:

· plant varety protection (Ar. 101 Regulation 2100/94 of July 27, 1994), which is close to

the patent-protection of technical inventions, and

· the protection of the Community Trademark (Art. 93, 94 Regulation 40/94 of Decem-
ber 20, 1993).

8. Both existing systems provide for

· Community-wide protection by a single judgement, if the action is stared in the state of
the seat of the defendant;

. the possibilty of Community-wide preliminar measures regarding all member states

where an infringement is takng place; and

. the possibility of starting an action on the merits in every state where an infngement is
takg place.

These systems allow for internal "competition" of legal and judicial systems which tends to
achieve the best possible result. They are at the same time balanced, because they take due
regard of the legitimate interests of the defendant.

9. Ths is another reason for limtig a centrisation (meanng a single cour on one level) to a
higher instance, as it is successfully provided for in the Trademak System by the guiding
role of the European Court of Justice.

10. The Community Trademark-System has only to a limited extent established European rules
regaring procedural and material questions (especially sanctions). The TRs-obligations of
bath the Community and the EU member states make it possible to "haronise" such rules to
a larger extent. The Community Trademark System could (and should) be amended
accordigly.

.
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11. The following measures could be adopted in the Community Patent Regulation to haronise
Community Patent enforcement. These measures would, at the same time, additionally justif
the decision to limit court-centralsation (meaning a single court for the Community) to a
higher intance:

a) A concentration of jurisdiction to one or few specialised Community Patent Court with
national presence in each member state or group of member states;

b) the possibilty of an appeal to a central European Patent Court;

c) unifonn rules on the scope of protection;

d) unorm rules on the sanctions (including damages; Ar. 45 TRs, and damages for
misuse of sanctions, Art. 48 TRs);

e) unionn rules on assignment and licensing;

f) unifonn rules on civil procedure (includig provisional protective measures, Art. 50, 57

TRs);
g) unifonn rules on pre-tral and in-tral evidence (Art. 34.1,43 TRIPs);

h) unifonn rules on obligations to provide infonnation (Art. 47 TRs);

i) adoption of the competence-rules of the CT (see no. 8 above); and

j) regulation of the relationship between the negative action for non-infringement and the
positive action on the merits by amending Regulation 44/2001.

12. A basic proposal along these lines was adopted by AlPI in Melbourne and would have the
following effects:

a) More than 70 per cent of the patent litigation cases would be defintively decided by the
Patent Court of first instace, because ths percentage is the average in national courts.

b) The unifonn rules according to no. 11 above would make it possible to leave first instance
litigation close to the place of confct.

c) There would continue to be a heathy competition for quality, speed, effectiveness and
costs between the court the claimant may choose.

d) Sma and medium-size enterprises would favor such a system over a centr court alady

in the first instance.

.
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08 November 2002
EPLA

Resolution on a European Court Svstem for Patents

The European Patent Lawyers Association (EPLA) is the representation of lawyers with
long-time experience in Patent Litigation. EPLA wants to share the experience of its
members with the EC-institutions (Commission, Council, Parliament, ECJ) active in pre-
paring a Community Patent with a Community Patent Court system. It also wants to give
any information or advice useful for the Workng Group of the European Patent Conven-
tion (EPe) on a European Patent Litigation Protocol (EPLP).

During EPLA's 2. congress in Brussels on November 8, 2002, EPLA discussd questions
relevant for both possible systems.

Lawyers are representing claimants and defendants. Their only "interesf' lies in a high
quality and a reasonably quick procedure, ~ich, conceming the Communit Patent,
convinces the inventors that they are well advised to use the Community Patent and not
to continue to use national patents or the EPC-bundle patent.

Regarding the Community Patent, the deliberations during the second congress form the
basis for the following Resolution:

1. EPLA had welcomed the Common Approach reached under the Swedish Presi-

dency in Stockholm stressing the importnce, regarding the first instance. of

courts close to the conflct and to the partes,
courts using the language of the partes in its area of jurisdicton,
quick and low-cost proceedings.

The Communit Patent will not be accepted, and the EPC-bundle-patent will con-
tinue to be used, if the solution for a central and regional Community Patent Court
does not follow these principles, on which the Council agreed.

2. EPLA welcomes the proposal accepted by. the European Parliament on
April 10. 2002 regarding a court strcture,

where the first instance decisions are rendered by national courts with long
experience in patent litigation and
where an appeal from these courts is available to a centralized second
instance.

This solution. which Is implementing the principles of the Stockholm Approach
would leave more than 70 % of all patent litigation cases close to the partes. The
more difcult or the more disputed cases would, on appeal, be decided by the cen-
tral appeal board, which would give, by its decisions, guidance for the courts of the
first instance. This solution is compatible with the relevant Artcles of the
Nice Version of the EC.

DUSLIB01\DUST\9253.1
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3. EPLA would, if the proposal No.2 is not accepted, be in favour of a system,

where the central panel and a sufcient number of regional panel of the
Community Patent Court would decide in the first instance. and the court of
first instance of the European Court of Justice would act on an appeal from
these panels,

if the regional panels would be established where national courts with the
highest numbers of decisions on European Patents exist showing the conff-
dence of the owners of European Patents in their jurisdiction,
if the regional panels would start to work at the same time as the central
chamber
if the regional panels would, if they not otherwise agree, use the language of
their countr, Which would highly faciltate the procedure regarding difcult
technical cases.
if the jurisdiction of the central chamber and the regional panels would follow
the rules of Regulation 4412001 (ex Brussels Convention).

'J
,

, "I.

4. EPLA strongly advise against the latest proposal of the EC-Commission, which
would centralize all cases in the central panel, until this panel would decide 150
cases per year, startng only then with the establishment of regional panels. This
would remove patent litigation for a long time from the neighbourhood of the partes
and prove to be a strong deterrent against the use of the Community Patent. A
patent owner would feel much more comfortable under the present European Pat-
ent-system.

5. EPLA does not see a lack of competence of EC-member-states to conclude a
European Patent Litigation Protocol (EPLP). The Community Patent Court and the
EPLP-Court would not decie on the same patents (Community Patents; EPC-

bundle-Patents).

However, EPLA favours the Community Patent Court-system, leaving the EPC-
bundle-Patent-cases to the national courts, which would, deciding EPC-bundfe-
patents, certainly follow the guidance of the Community Patent Court on Commu-
nity Patents.

DUSLlB01\DUST\9253.1
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March 14, 2003

Community Patent (( Common political approach ))

EPLA Position paper

"

it

The European Patent Lawyers Association (EPLA) comprising lawyers with may yea experience in

European Patent Law litigation welcomes the breakough achieved in the ED Council in creatig a

Communty Patent. Eurpean patent litigation lawyers and their international clients have awaited the
,

e:rtblishment of such a Communty-wide patent right for more tlan 30 years. By adherence to the

European Patent Convention the Communty offers inventors tle option to choose between the trditional

":European Patent" offenng, by a centrl grt through tle European Patent Offce, a bundle of national

patent rights on the one hand and the new unita Couuunty Patent coverig the enti Common Market i

on the other hand. ,

. \

The choice which inventors wiU make wil largely depend on the quality which the Communty Patent

system can offer, and ths quality win be determed by the cost of obtaig and maitainig a

Conuunty Patent and by the cost and the speed of the Communty Patent Court which will decide

i iifrgement and nulity proceedgs.

Regardig the stctu of the Communty Patent Cour, tle Council, until now, has not foUowed the

European Parliament Resolution tht the first intace should consist of regional cour with a centr

appe cour giving guidace to their decisions which was also tle unaJous advice of European patent

litigators represeted by EPLA. Instead, the Council has opted for a central court offirst insce for all

Communty Patets. The Council, thus, went fuer than the cour system in the United States, where

patent cases ar head, in the rus instace, by different Federal Cour and, on appea only, by a centrl

appeal cour and is not coherent with the cour system for Communty Trademks, Design and Plant-

:Breeders-Rights (entrted to the national cour of member-states). The solution favourd by the Council

wil, as EPLA and its members ex.pect, deter many inventors, especially small and medium size fi,

from using the Communty Patent system.

i\ialion cue d'aYO spiali dd Ie conlenliew des bRVIS d.ÏDveliOl
. Eurolihe VeRinliiø de Palbtswi
Siègc: Avenue Louise, 149 (boitc 20) 1050 BRUXELLES - BELGIQUE
Assocation sas but lucrtif (Loi du 27 juin i 92 i)
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. Patent owners wi) generaIJy prefer to use a cour neay - which for may would seem to be less

costly - and therefore have a tendency to choose the EPC bundle patent instead of a Community

Patent. They might also want to cooperate with their known and trsted patent litigation lawyers

reresentig them in a fit intace litigation. If they have to car the costs of sendig them to a

centr cour of first instace they may well rather choose the less costly alterntive of contiuing to

use the EPC-bundJe-patent givi~g them the opportty to use a cour neary.

A single central patent litigation cour for the Communty patent wil offer no solution in the event

of over-long procedures, or bottle-necks, in such a centr cour. Under the present system of the

EPC-bundle-patent the patent-owner may choose the cour givig tÍe most speedy procedure. A

kind of healthy "competition" of the first intace national cours ha reduced the dution of first

insce procedures in some of the EPC-member-states to 6 - 9 month. If the proposed system has

only one centr first instance cour the patent owner has to make use of such a cour, even if the

duration of patent litigation procedurs exceeds 1 or 2 or even 3 year as is quite often the case in

the appeal procedures in the EPO and in the Alicante Offce (for Community Trade marks) or-

closer to the problem - in the procedures before the CFI and the ECl. A bottle-neck situation almost

certy wil arse because of the languge and translation problems in invalidity and infgement

.

caes.

. Without a choice between different cour and without competition between them as a guartee of

speed and quality, and in paricular without the possibility to litigate close to the place of

infgement, the future Community Patent wil lack importt featues which users want. Here

again the US system ca be cited as an example: Although the US do not have specalied court, a

number of courjudges have specialized in patent law and developed an especialy fas procedure

which has led to a concentrtion of patent litigation in these cour. The cetr Cour of Appeal is

ther to ensue haroniation. One must not overlook the possibilty that, jf in Europe there is no

choice withi the system, users wiJI choose between the available systems which may lead to a

faiure of the Communty Patent.

. The belief tht haronition and predictabilty of decisions ca only be achieved with a fi

instace centr court is contrdicted by the practice in different area. How different chabers

withn the same intitution may decide ca best be demonstrted by the Boars of Appeal in

Alicante and also in the EPO. On the other hand. with a competent and experenced appeal cour a

predictable case law can develop as can be demonstrated by the practice of the Geran Supreme

Cour in patent cases.

':V£11M POO1I Papo R... SIule _ .. Pr.. ,..ty Pl- Cc ~ _ 20 EP.. pe.. .DO
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· EPLA, for this reon, proposes, as a fist step, that the intenm-period (planed to end "at the latest

by 2010") be extended for a period suffcient to allow existig reources in U1e Communty to

demonstrate how they can contrbute to the success of the Communty patent. As the Communty

Patent wiU have, for cost reasons, a slow star, U1e period unti 2010 is not long enough for such a

practical demonstration.

· Such an approach wiU certnly be more in line with the Principle of Subsidiarty. It is, above all a

safer and more practical proposaL.

EP LA offer its and its ex~enced members advice in fiding good practical solutions concerng the

qut:stons discussed. EPLA fuer offers its advice for the great number of detaled quesons stll to be

solved in creting the fit civil law cour system and civil procedure law system in the ED.
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EPLA
European Patent Lawyers Association

Statement

Regarding the Proposal for a Council Decision

establishing the Community Patent Court and

Concerning Appeals before the Court of First Instance

COM(2003) 828 final

The European Patent Lawyers Association comprises European lawyers who specialise in

patent litigation. The members of EPLA have declared themselves in favòur of a' Community

Patent which can be enforced before the Community Patent Cour in litigation proceedings,
,

.' ¡ which, regarding speed and cost, are comparable to the leading patent litigation cours in

.. i member states. Therefore, they have studied with interest the Proposal mentioned above.

They want to give their opinion and advice to the ED-Commission and to the member states

who will decide on that Proposal in the Council.

1. EPLA understands that the Proposal is based upon the Common Approach of March 3,

2003. Therefore, it only wants to reiterate briefly that EPLA was and is in favour of a

reduced number of national patent litigation court tag over the role of the first

instance cour of the Communty Patent Cour System, because it believes, that in doing

so the expertise of the national judges can be used, the problem of a (possibly) small

number of Communty Patent cases in the intial stge would be taen care of (because

those cour would be active also with liigation regarding Europea Patents and

national patents) and tht a central second inance cour would be suffcient to

guantee a hanonised interpretation and application of Communty Patent law.

2. Regarding technical experts (AAex n. Ar. 7) EPLA believes that it is not necessar

and not even advisable to have technca expert playig the role envisaged by the

Proposal. The reasons for this are:

A ''1
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a) Only highly experienced patent judges can be appointed. This reduces the need

for such expes.

b) There are serious concerns as to how the techncal experts may interact with the

judges outside the open hearng, and tht there is a likelihood of them confusing

issues of fact and law without the knowledge of the paries. Ths concern is

increased because of the intention to appoint experts with relevant experience of

patent law.

c) Nothng stads in the way of paries appointing and remuneratig their choice of

independent expert to consider the technical issues and to prepare a tehncal

brief and evidence to assist the cour.

d) Such independent par experts and any independent cour-appointed expert can

be held to account by the availabilty of cross-examination.

, .
e) Precise arangements for the giving of techncal assistce to the cour can be

determined at an ealy case management conference (if possible with the same

panel of judges who will hear the tral). Ths will help a speedy proceeding.

If, however, there are to be technical expert as proposed EPLA advises against

appointig those expert by means of a procedure which would appear to be equivalent

to appointing judges. Actuly, the technical expert are advisors of the judges; they

belong to the staff of the cour. Therefore, they should be appointed in the same way as

other sta members. This would render the nomiation procedure more flexible. A

flexible procedure is necessar, because it mus be anticipated. that techncal expert

ready to serve as ful time sta members and havig the quaity tó be expected will not

be eaily found on the market and that swift decisions must be taen. Furer, EPLA

believes that techncal expert should be appointed because of their techncal expertse

alone.

2
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Inead of recruiting a small number of technicians on a permanent basis as employees,

a better option would be to choose from a pool of ad hoc experts e.g. from the Boards of

Appeals of the EPO or the techncal judges who exist in the national cour or simply

from a pre-established list of uuversity professors etc. A small number of employed

expert win not be able to cover all techncal fields, all languages required and they will

soon be overworked if they have to draf techncal opinions for the court.

3. A number of provisions deal with the role of member states and institutions of the

CommuDity in patent litigation proceedings regarding Communty Patents (Anex II,

Ar. 10 (1), which does not exclude Ar. 19 (1), 20 (2), 49 (1); Anex II, Ar. 21, 55,61

a (3), second sentence). EPLA believes, that there should be no role for member sttes

and other institutions of the Community in patent litigation cases, which are purely civil

law cases between private paries. The interest of the Communty is suciently

safeguarded by the possible role of the Advocate-General, to which we wil refer later.

EPLA sees a danger that private pares would tr to engage their own member states to

intervene on their behalf in patent litigation cases thereby introducing ascts of politics

into such proceedings.

Furermore, having regard to the great number of member states afer the enlargement

process and given the fact that the proceedings could be conducted in a language which

the receivig member state and its offcials would not understad anyway, the provision

of inormation to member sttes regarding the existence and the resuts of proceedings

of the Commuuty Patent Court would be an wuecessar and costly burden on the

Cour and on the pares who have to contrbute to the cost of the Cour by cour fees.

4. The Proposal, until now, does not contan spcial and appropriate rues regarding the

paricipation of the Advocate-General. EPLA proposes a rule, according to which the

Communty Patent Cour decides on a case by case basis whether an Advocate-Geeral

should tae par in the proceedings or not. The reason for ths proposal is tht in the

great majority of cases there wil be no aspects of special interest to the Communty or

relatig to the development of Communty Law. The emphasis win be on the techncal

natue of the cae as to which the Advocate-Gener, lackig techncal exprience,

could not be expected to be able to contrbute. Otherwse, the Proposal would have to be

3
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amended so that at the level of the Advocate-Generals there would also be a person

specialising in technical questions. However, ths seems unecessar; techncal

questions arsing in patent proceedings, generally do not call for a contrbution

regarding Conuunty interests or Communty law.

5. The language-rules regarding the proceedings of the Community Patent Cour and the

Cour of First Instace in Communty Patent litigation are completely

tnratipractical and will impede a speedy and cost-effective procedure. They are

unacceptable for the futue paries and their representatives. They will stad in the way

of paries using the Community Patent System. EPLA realises that the proposal tres to

reta the basis of the CODUon Approach of March 3, 2003. However, the Council

should be free to adopt a system which is clearly better for handling complex techncal

1

cas.

The objections of EPLA to ths language-regime are not only basd on the practica

experience of its members. The proposed rules also contrdict the spirt of Reguation

4412001: According to that Reguation (Ar. 2) a defendant may not only be sued in the

countr where he is domiciled (and where the cour speaks his languge). The defendant

may also be sued in the member state where an infngement occurs (Ar. 5 Reguation

44/2001), and ths is happenig in the majority of cases. Before the cour of the

member state where the infngement occur the defendant must argue his case in the

language of that stte. There is no reason to aford the innger a better languge-option

in the Communty Patent System than in proceedings governed by Regulation 4412001.

If, however, the Council feels that it is bound by the CODUon Approach of March 3,

2003, in that the language of the defendant's domicile must be used, EPLA urges the

Council to include into that rue exceptions regarding cases, where there is no

legtimate interest of the defendant to use his own languge. The proposal of EPLA is

as fonows:

a) If a defendant acts or theatens to act outside the Member State where he is

domiciled, the language of the proceedings will be one of the languges of the

European Patent Convention as chosen by the plaintiff

4
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b) If the defendant is domiciled outside the EU, the rue established under a) will

apply.

c) In proceedings with more than one defendant who are not all domiciled in the

same Member State, the rule established under a) will apply.

d) The court wil deliver a judgement in the language of the proceedings. However,

if the language of the proceedings is not one of the EPC languages, the cour will

also make available a translation of its his decision in the language in which the .

patent was granted.

e) If a decision of the cour contains an amendment of the patent, the par of the

decision fonnulating the amendment wil be in the language in which the patent

was granted.

6. Regarding court fees, EPLA believes that it is prudent not to believe that these cour

fees to be paid by the pares (ultimately the losing par) will be suffcient to cover the

overal costs of the CommUJty Patent Cour and of the special chamber of the Cour of

First Instance. With few caes in the initial phase it mus be expected that the cour fees,

at leas at that stage, will contrbute only a smalJ percentage to the overal costs of the

cour. However, even when the number of proceedings increases, cour fees canot be

prohibitive and should not deter pares from using the Communty Patent System.

Therefore, the Communty must tae into account that it will bear a large proporton of

the costs of the Communty Patent Cour and the chamber of the Cour of First Instance.

This is, in the opinon of EPLA, another reason for using the existig national cour in

the capacity of the first instance cour of a CommUJty Patent Cour.

7. Regarding the right of representation (Anex n, Ar. 11), EPLA believes that the

Proposal stres the nght balance. The Proposal is in line with the procedur rues of

alost all member states. The grat majonty of member states admt only lawyers to

. represent the paries before the cour in patent litigation proceedings, allowig patent

agents to tae par in the oral discussions, according to the procedural rules. Having

regard to Regarding thè education of patent agents and wso their large nwnber the great

5
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number of patent agents (the great majority of whom have no experience in patent

litigation cases), ths solution makes sense also on the Communty level since in patent

litigation cases at ths level, a grat number of diffcult civil law and civil procedural

law questions can arse of which the vast majority of patent agents will have litte or no

experience. The judges of the Communty Patent Cour and of the Cour of Firt

Insce, who are themselves lawyers, can and must expect from the repreentatives of

the pares that they are able to discern and to discuss with them legal questons on the

sae level, having had the same legal education.

8. EPLA has some fuer remarks regarding questions or detail in the Proposal. These

are dealt with the Anex to this Statement.

EPLA
Board of Directors

12 February 2004 i, ,
~.
,. .

, \~, ~
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Annex

1. Regarding enforcement, Ar. 244, 256 EC must be read together with Anex II, Ar. 22

(2) and (3). The Community Patent Cour will have only the power to impose fiancial

sanctions. All other questions (including the enforcement of the ficial sanctions) will

be left to the member states. The formulation of Ar. 22 (2) should make clear, that the

decision is not "enforceable against member states", but that member states must

comply with their duty to enforce decisions of the different bodies of the European

Cour of Justice acting in patent infngement cases.

2. In Anex II, Ar. 5 (2), a reference to Ar. 18 should be included. In Anex II, Ar. 10

(1) the number of exceptions should be enlarged: Already in its Statement, EPLA has

declared itself in favour of enlarging the exceptions by declaring the followig aricles

as not being applicable: Art. 19 (1), Art. 20 (2), Ar. 24 (2), Ar. 49 (1), Ar. 51, Art. 61

a (3), second instance. For the same reason, Anex II, Art. 21 should be deleted.

it
I
,'\ '

~;. Furennore, in Anex II, Ar. 10 (1) an exception should be made regarding Ar. 21

(I), referg to "brief statement". The Communty Patent Cour can expect to receive

extensive and infonnative wrtten statements. It is unecessar to refer to the "pleas in

law on which the application is based". The rule to be devised should refer to all

teclucal and legal aspects of the case.

4. Again, regarding the exceptions in Anex n, Ar. 10 (1) there is, in private patent

litigation, no reason to give the cour the right to requie member states and intitutions

not being par of the case to supply all inonnation which a cour considers necessar

for the proceedigs. Furennore, there should be no right of the cour (Art. 25) to

entrt to a "Committee or other organsation it chooses" the tak of givig an expert

opiiion. The cost rule in Ar. 29 (3) should be changed accordig to the usua rules in

civil procedure law regarding cost, námely that the costs are cared by the losing

par. However, there must be a cost-fixig and cost-controlling decision by the cour in

order to avoid unecessar costs to be born by the losing par.

7
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5. Anex II, Ar. 12: There is no "sixt paragraph" in Art. 20.

6. Annex II, Art. 12 (3): The Community Patent Cour should not have the right to

dispense with ora proceedings. At least there should be a rule, that such a procedure

ca only be used if both paries agree.

7. Anex II, Ar. 17: There must be a possibility for a revision of the court's decision if the

patent is totaly or parly invalidated afer the court decision ha become final. (For

example, the patent may be revoked in appeal proceedings at the European Patent offce

afer the iningement case has been decided in the favour of the claimant).

8. Anex II, Ar. 27: EPLA supports this proposal, but proposes to add some words to the

Explanatory Memorandwn and to the Reasons for the proposal to the effect that the

restrction in Ar. 28 (3), (that new facts and new evidence may only be produced if

their submission by the pary concerned couId not reaonably have been expected

durng the proceedings at first instance) is applied in a reasonable, not to restctive

way, taking into account that after a decision of the ffrst instace the focus of the cae

could prove to be different from what the pares had expected durng the first intace

and tht the oral hearg before the Commuuty Patent Cour, actig as firs instce,

may have produced results surrising to one par or to both paries. The Cour of First

Insce (as an appeal cour) should not be forced to decide a cae knowig or

preswnng that the decision is false, because there has been a presentation of relevant

new facts to hi which were excluded by the rue in Ar. 27 (3).

9. Chapter II of Anex II asswnes that all provisions of the Statute of the Cour of Justice

should be applicable to the speciaIised Patent Chamber of the Cour of First Instace.

However, the following rues should not playa role in patent proceedings:

a) Advocate-General (Ar. 49 and 53 (3)): The Advocate-General should parcipate

in the patent civil law proceedings only if the cour asks him to do so.

8 -
A i~
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b) Regarding Ar. 50, there is no need to add two non-specialised judges to the the

judges of the patent chamber and/or for the cour to sit in a "Grad Chamber". The

two other judges of the Cour of First Instace would not be able to paricipate in

. techncal questions.

c) Ar. 51 is not applicable to civi law cases.

d) There is no special rue for patent cases regarding an appeal agaist decisions of

the Cour of First Instance to the European Court of Justice. Therefore, the rues

of Ar. 56 to 59 and 61 apply. Ar. 60 and Ar. 62 are not applicable.

10. Regarding the new Ar. 61 a (2):

a) The reference to Ar. 15 should be deleted, because there is no need to enlare the

patent chamber by another two judges.

b) We have aleady refelTed to Ar. 61 a (3), second sentence: Member States and

institutions of the European Conuunty should not have the right to intervene in

civil law proceedings.

9
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Resolution

Adopted by the General Assembly of the
European Patent Lawyers Association (EPLAW)

Brussels - 02 December 2005

In view of:

. the fact that the work on the Community Patent is being stalled by
translation and other problems.

. the work on the European Patent Litigation Agreement is finished to a large

extent,

. the Resolution of leading patent judges In Europe of October 14-16, 2005,

. the proposal of the European Parliament to harmonize divergences in the

post-grant phase of European patents between national courts and the
patent granting practice of the European Patent Ofce,

the European Patent lawyers Association urgently asks for co--peratlon between the EU
Commission, the EU Council and the European Patent Offce to make progress:

. without delay for enhanced co--peration on EPLA for all member states
interested in a European litigation system for EPO patents,

. to revise the text of the Community Patent Regulation with participation of

experienced patent judges and attorneys,

. on the harmonisation of divergences in the practice of the national courts

and the EPO

in order to arrive at a combined solution to advance innovation in Europe as effectively as
possible.

IPII""COI092) LN:1 FCFBB_ 4(1)
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Response

of the European Patent Lawyers Association (EPLAW) to the

Questionnaire "On the patent system in Europe"

f)ublished by the European Commission on 16.01.2006

ANNEX 2

Resolution on Experts
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Annex 2 2./11. 2003

EPLA 2003 Congress in Brussels

RESOLUTION ON EXPERTS

EPLA believes that the needs of the Community Patents Court will be bes met by the
adoption of a system whereby :

only highly experienced patent judges can be appointed;

technical advisors should NOT be appointed to assist the Court (there being
serious concerns as to their legl sttus, how they may interact with the judges

outside the Court and the likelihood of them confusing issues of fact and law);

partes may appoint and remunerate their choice of independent expert(s) to
consider the technical issues and prepare evidence to assist the CoUrt;

such independent part expert and any Court-appointed expert can be held to

account by the availabilty of cross-examination;

the precise arrngements for the giving of technical assistnce to the Court to
be determined within the above guidelines by an early case management

conference - if possible with the same panel of judges who will hear the triaL.

*****
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EPLA 2003 Congress in Brussels

RESOLUTION ON LANGUAGES

The European Patent lawyers Association (EPLA) adopted the following resolution on
the languages of the proceedings before the CPC (Community Patent Court):

Taking into consideration:

I. that the present proposal (Art 1.7 of the Common Political Approach of March
3, 2003) sttes that the CPC wil conduct the proceedings in the offcial language
of the Member Staæ where the defendant is domiciled;

2. that after the Enlargement of the EU this proposal means that the Court has to

conduct proceedings in 21 different languages;

3. that it is essential for a successful community patent system that disputes are
settled in effcient proceeings by expert judges;

4. that the present proposal will not be able to achieve such settement of disputes.

The proposed proceedings wil involve cosdy and time consuming trnslations
and will make a direc exchange of views between the partes and the Court
during the hearings in many cases virtually impossible. the latter being very
importnt for the good administration of justice in patent cases;

5. that under the law of the EU as it stnds at present a defendant domiciled in the

EU who engages in actities outside his countr of domicile or who is
summoned as a co-defendant in patent proceeings outside his countr of
domicile has to defend himself in a language which is not necessarily the language
of the Member State where he is domiciled (compare Ar 5 under 3 and Ar. 6

under i of the Reglation on Jurisdicton);

6. that the present proposal does not give a solution for proceedings involving a

defendant from outside the EU or proceedings involving multiple defendants;

7. that the present proposal has not addressed the issue of the Court partally

invalidating a patent grante in a different languge than the language of the
proceedings;

8. that EPLA, although convinced that the language sysem as proposed in the

European Patent Litgation Agreement would lead to a more effcient and better
system, has noticed the concern for the rights of the defendants who operate
within the border of their own Member State more espeially the medium and
small enterprises;

9. that it is importnt for third partes to be able to take knowledge of the

judgments of the court.

ÇL
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Resolves that:

i. If the present proposal remains unamended. a viable and credible Community

Patent wil not be possible and the only solution would than lie in having the
specialized Court of the Member States dealing with Community Patent
litigation (compare the Community Trademark).

2. In order to achieve a more workable solution the proposal should be amended

as follows:

a) If a defendant act or threatens to act outside the Member State where he is

domiciled, the language of the proceedings will be one of the languages of the

European Patent Convention as chosen by the plaintiff.

b) If the defendant is domiciled outide the EU. the rule established under a) wil

apply.

c) In proceedings with more defendants which are not all domiciled in the same

Member State the rule estblished under a) will apply.

d) The Court wil deliver a judgment in the language of the proceeings but if the
language of the proceedings is not one of the EPt languages, the Court wil also

make available a trnslation of its decision in the language in which the patent
was granted.

e) If the decision of the Court contains an amendment of the patent, the part of the
decision formulating the amendment wil be in the language in which the patent
wa granted.

ç.3
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European Patent Lawyers Association

Resolution concerning concentration and specialisøtion of national patent court

EPLA, the Europe-wide non-profit organisation of lawyers spealised in patent litgation,

Having considered the following:

that for many industrial enterprises, in partcular small and medium-sized, national and Europen
patents wil still be widely used in the future, even beside the Community patent;
that in the Community patent system itself the national court will have jurisdiction for hearing

the cases, at least in a firs period;
the wish of the indust and generally of all those involved in patent cases for specialised and
experienced judges;

the positive results in terms of quality and speed in the countries where only a limited number of
court has jurisdicton over patent cases, either by virtue of the sttutory judicial organisation (de

Jure concentration) or as a consequence of the practoners' choice to go by preference to the

court known for having experience in this field (de (act concentrtion);
that even in countres where only a small number of court deal with patent cases, the
practtioners feel the need, and express the wish, to furter reduce the number;
that the existence of a very small number of speialised national patent court would also
faciltate it to leave Europeàn and Community patent litigation of first instnce with existng
national court.

Recommends:
I) that in each European countr the number of court having jurisdiction in patent matters be

reduced to a very minimal number. in most countries to one court only, and

2) that within these court, the patent cases be brought systematically before the same chamber and

the judges be gien the possibilty to sty in offce for a reasonably long time In that chamber and

thereby to acquire experience;

3) that at least in the interim period before the esblishment of a European patent court systm
speialised national judges become more acquainted with patents and exchange their views;

4) that EPLA members in their countries work for the achievement of such concentrtion and
. specialisation.

And suggest that the appropriate Europen authorities take the necessary steps to that end with
respe to the EU member stte.

Adopte during the EPLA congress in Brussels, 21 November 2003

AA



~

, 9 )4 _ iJJy-

IEPLA-
European Patent Lawyers Association

Congrss 2004

Resolution regarding Art 22.4 of the EC 44/200 I Regulation

and cross border litigation

The European Patent lawyers Association (EPLA) the membership of which comprise the

I ¡wyers acte in patent litigation in Europe with experience In cross border litigation has, during

its annual Congress in Brussels on November 8, 2004, discussed the opinion of Advocate General

Geelhoed of September 16, 2004 in the case C - 4/ 03 of the European Court of justice.

I~embers of EPLA are alarmed by the consequences of a decision of the ECj following that

.:)pinion. because such a decision could severely restict cross border litigation, forcing an owner

of a European patent to enforce his patent separately in all States. This wil multiply the cost of

patent enforcement.
,
'.,

If such a situation arises, EPLA believes it would be necessary to change Regulation 44/200 i to

allow for cross border litigation where the defendant raises the defence of the nullty of the

patent.

Brussels, 8 November 2004

The Secrery The President

Fernand de Visscher Kevin Mooney

..ociiian curone davOC spiilis cl Ie coiciieux des brevets dinvmiion

Eurohe Veenigug de PalCirtswl

Siège : Avenue Louise, 149 (bit 20) 1050 BRUXLLES . BELGIQUE
Association san but Jucrtif (Li du 27 juin i 921)
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EPLA-
European Patent Lawyers Association

Congress 2004

Resolution regarding privilege

The European Patent Lawyers Association,

( I) considering that, in most European countries, attorneys-at-law and patent attrneys enjoy

professional priilege for the effcient representadon and protection of their clients.

p.) considering that the concept of privilege is also acknowledged at Community level,

(2:) considering that privilege is desirable in that it ensures total freedom of communication

between client and counsel, without which the latter cannot fulfill their roles,

RECOMMENDS that countries which do not recognize privilege adopt legislation grnting

privilege againsscompulsory disclosure of legal advice or request for legal advice by or to

a'~rneys-at-Iaw and patent attorneys, '., ,
.

, \ CONSIDERS that the invocation of privilege is a right and that no adverse inference should be

drawn from the exercise of this right,

t .

CONSIDERS/RECOMMENDS that wherever counsel enjoy privilege in their own countries, it

should be recognized and enforced also by foreign Court.

Brussels, 8 November 200,

The Secetary The President

i=ernand de Visscher Kevin Mooney
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of the European Patent Lawyers Association (EPLAW) to the

Questionnaire "On the patent system in Europe"

published by the European Commission on 16.01.2006

ANNEX 3

H.armonisation of Invalidity-Practice of national
courts of EPC-member states
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Paper prepared for the

Venice Forum of Patent Judges
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Hannonlsatlon of Invalidity-Practice of

national courts of EPC-member-states

1. A well known and widely discussed problem in the post-grant practice of national

courts of EPC-member-states is the need for harmonizing

divergencies of national court practices in EP-Datent-infringement cases
in the absence of a central court governing and guiding such practices.

The Amgen-decision of the House of Lords (see no. 8. a. below) and the Schneid-

messer-decision of the German Federal Supreme Court (BGH; see no. 8. a. be-

low) have contributed to narrwing the gap between the most divergent court

practices relating to the scope of protection of a European Patent (UK practice,

practice In Germany), but a certain gap stil exists (see no. 8 below).

2. A less known and rarely discussed problem in the post-grant-practce of national

courts of EPC-member-states is the need for harmonizing

divergencies of national court practices in EP-Datent-validitv cases in the
absence of a central court governing and guiding such practices.

3. The problems no. 1 and 2 can arise separatelv, if one action in one court is deal-

ing only with validity, another acton in another court (in Germany: the
Bundespatentgericht), or the same court later is dealing with infrngement. Nor-

mally, however, both problems arise iointlv. if, in an infringement action, the de-

fendant is asking not only for the rejection of the infringement-claim, but also, or

in the first place, for an invalidation of the EP or if he is raising only the defence-

argument of nullty.

4. Therefore, both problems are practically connected: The need for harmonizing

national court practices is showing itself regarding two aspects of the same pro-

cedure (validity, infringement). Hence, it is reasonable and justifed to pay atten-

tion to the harmonization of practice not only regarding the infringement side of

the case (scope of protection, equivalence; see no. 1), but also regarding the va-

lidity side (see no. 2).

5. The EPC provides binding general rules for Infringement (scope of protection,

art. 69 EPC and Protocl to art. 69 EPC) and for validity (art. 138 lit. a, refening to

art. 52 to 57 EPC; art. 54 EPC is dealing with "novelty"; Art. 56 EPC is dealing

with "inventive step") excluding the application of national rules (Swiss Fed. Court

19.08.1991, GRUR Int. 1998, 293/294 ft. - Stapelvorrchtung). These rules are

oeneral, because they seem to leave room

DL SLlB01/DUST/146269.01
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a) for the application of the general rule in one specifc case which is show-

ing itself if diferent courts of the same state (e.g.: a first Instance and a

second instance court) or the court of two member states decide difer-

ently, regarding one specific EP-patent and one specific accused fonn

("application" problem);

b) for the application of the general rule vis-à-vis a problem common to a

certain group or category of cases (problem of "sub-rules" of interpre-

tation or application) regarding such group or category (for examples

see No." 8 and 9).

6. "Harmonization" of the application problem (No. Sa) above) means finding the

(one) right decision in a specific case by diferent courts (perhaps in different

countries). It should not be called "harmonization", but "synchronisation" and

can be achieved only by a central court in the first or second instance, that is:

by organisational means as envisaged

a) by the (old) Communit Patent Treaty of 15 December 1975/21 December

1989, not ratifed by all EC-member-states, which provided for an appeal-

like instrument from the second instance of a national court to a central EC-

court dealing only with questions of validity and claim constrc-
tion/infnngement, not with the legal consequences (remedies, damages),

which were left for the national courts to decide,

b) by the project of a Community Patent with a central two Instance Commu-

nity Patent Court and

c) by the project of a European Patent litigation Agreement (EPLA) with a

concentration of first instance courts and a central appeal court.

7. Harmonization in the sense of giving guidance on a more abstract level of

rules governing court practice for a certain group or category of cases (No. 5

b) above) is possible by developing "sub-rules" to a general rule contained in

the EPC, such sub-rules governing this group or category of cases and being

followed by all national courts of all EPC-member-states. What would be the

nature of such "Sub-rules"?

The legal understanding of constant court practice differs from country to country

and from one law-school teacher to the other. There is one opinion which regards

DUSLlB01/DUST/146269.01
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these "sub-rules" only as a mode of practice, a mode of practice applied by the

EPO or by the national court. Another view on a higher level understands the

sub-rules as a mode of practice under the obligation of equal application of equal

treatment. The EPO or a court binds itself for the future, once it has established a

certin mode of practice. We could speak of self-binding modes of practice. An

even more advanced view is known from the US, were the pnncipal of "stare de-

cisis" of high court comes close to the concept of a "court-developed law". Lower

courts may deviate only after the Supreme Court has changed the mode of prac-

tice regarding a certin question. An exteme view would regard the mode of

practice, stnctly speaking, as court-developed law. For our purpose we don't have

to decide on this dogmatic question. It is suffcient to agree that the divergent

"sub-rules" listed under no. 8 and 9 below would lend themselves to become legal

rules adopted by a law-making body.

8. National courts of EPC-member-states apply "sub-rules" (No.5 b) and 7) re-

garding interpretation and infrinaement (art. 69 and Protocol to art.69 EPC)

which are partly different from each other (divergences) despite the fact that

all courts agree in pnnciple that there can be, regarding the same patent claim

and the same accused form, only one result which is "correct" under the bind-

ing rule of Art. 69 EPC and the Protocol (UK: the "Protocol Question(s)"). Ex-

amples for these divergences are:

a) The question whether patent protection is confined to an interpretation

of the patent claim, read contextually together with the description,

(EnoUsh courts: Kirin-Amgen Inc. v. Hoechst Marion Roussel,
21.10.2004, (2004) UKHL 46; Rockwater v. Techniq France SA et al.,

1.4.2004, HC 02 00 440), or whether patent protection is also granted

for means equivalent to the means proposed by the patent claim (Ger-

man courts: 5 decisions of the Federal Supreme Court-BGH-of

12.3.2002: Kunststoffhrteil, GRUR 2002, 511; Schneidmesser I,
GRUR 2002, 515; Schneidmesser II, GRUR 2002, 519; Custudioll,

GRUR 2002, 523; Custudíol II, GRUR 2002, 527; similar situation in

France ).

b) The question, whether in interpreting an EP-patent the court may take

regard of the file-history (practice in NL: Ciba Geigy AG v. Oté Optics,

Hoge Raad, 10. January 1995, NJ 1995, 391) or only in rare cases

DU~;LLB01IDUSTI146269.01
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(practice in UK: Rohm & Haas (2002) F.S.R. 28) or only in order to as-

sess the understanding of a skiled person at the priority date (practice

in: France and Germany).

c) The question of what is the reference time for the skiled person to as-

sess the scope protection (equivalence). In Germany the courts refer to

the priority date, whereas in the UK (General Tire v. Firestone (1972)

R.P.C. 451) some decisions refer to the day of publication. In the Neth-

erlands and in France court practice refer to the date of infringement.

d) The question whether, at least under special conditions, the patent cov-

ers also a partial infringement (disputed practice in France: French Su-

preme Court, decision of 28 April 1987 Equipments Automobiles Mar-

chal v. Paul Joumée; this practice is followed by no other EPC-member-

state).

e) The question whether the claims of a European patent also extend to

so-called "dependent inventions", i.e. (1) to an accsed form which adds

an inventive aspect to the patented technology, or (2) to an accused

form which uses inventive means belonging to the same family of

means as the (original) means proposed by the patent claim, this family

being equivalent to the original means (Germany: for (1) see: German

Federal Supreme Court (BGH) decision Spannschraube, GRUR 1999,

909; Bratgeschiff. GRUR 2000, 1005; for (2) see German Federal Su-

preme Court decision Kabeldurchfuhrung, GRUR 2001, 770; similar

situation for (1) in France, but with this exception, there is no such prac-

tice in other EPC-member-states).

f) The question, whether patent interpretation and protection in "equiva-

lence-cses" is to be restricted, if the accused form (1) is part of the

state of the art, or (2) is a non inventive development over the state of

the art (Germany: Formstein-defence in Germany: Federal Supreme

Court-BGH-decision Formstein, GRUR 1986, 803; Kabeldurchfuhrung

i, GRUR 1987, 454; Switzerland: Swiss Federal Court, decision Poly-

urethan-Hartschaumplatten, 16.11.1989, GRUR Int. 1991,312). There

is no such practice in other EPC-member-states.

DUSLIB01IOUST/146269.01
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9. National courts have divergent practices and they apply different "sub-rules"

(no. 5 b), 7) also regarding the validity asoects of an EP patent infringement

case (art. 138 EPC). They also differ in the "Sub-rules" they apply from the

practice of the EPO. Examples for such divergences are:

a) Interpretation of the Exclusions of Patentabiltv (art. 52 EPC), for in-

stance (1) of art. 52 (2) (c) EPC (exclusion of programs for computers

from patentabilty) to which art. 138 (1) (a) EPC refers for validity proce-

dures regarding computerMimplemented inventions, in the absence of an

EU-directive, which failed in the European Parliament in July 2005 or (2)

methods of treatment versus second medical use (restrctve oractice in

the UK compared with that of the EPO: Merck & Co. Inc's Patent (2003)

FSR 29; Bristol Myers Squibb v. Baker Norton (2001) R.P.C.).

b) "Sub-rules" conceming noveltv (art. 52 (1), art. 54 (1) and (2) EPC) may

deal with the following questions:

(1 ) is the disclosure of an older document restricted to what it says

(i.e. "photographic" notion of disclosure), only including inevitable

results (see Busse-Keukenschrijver Gemman Patent Act = BK, 6.

Ed. 2003, PatG § 3 note 103, footnote 300; this is the oosmon of

the EPO and the eractice in most of the EPC-member-states) or

does it include all infonnation which the skiled man would "read

between the lines. (oosition in Gennanv; BK PatG § 3 note 101,

footnote 273; the same situation exists in France and in the UK)?

In the UK, however, the question is asked, whether carrng out

the directions contained in the prior art wil "inevitably" result in

something being done which would constitute an infringement of

the patent (General Tire, see NO.8. c) above).

(2) Does, therefore, an "implicit" disclosure have to be taken into ac-
count (EPO: no; see BK PatG § 3 note 103, footnote 301; Ger-

many. France and the UK: ves)?

(3) Does a general tenn (e.g. vegetable) include specific sub-temms

(e.g. edible fruits), but not vice versa (i.e. a specic sub-temm does
not disclose the more general tenn), which is the Dosition of the

EPO (EPO-guidellnes C iV 7.4; BK PatG § 3 note 103, footnote

398)? The practice in Gennany (BK footnote 299) and. Dossiblv. in
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the UK is wider: The specifc sub-term may disclose the general

term.

(4) Is a disclosure regarding a greater range of values, in principle,

novelty-destroying regarding a smaller frame of values within that

range (oosition in Germanv. BGH, GRUR 2000, 591/594 - Inkrust-

ierungsinhibitoren; BK PatG § 3 note 151, 156; ENPDR, 2004,

55/57) or Is this not the case, if the smaller frame of values is lim-

ited and constitutes a selection under the aspect of a certin, new

effect (position of the EPO: T26/85; T279/89; T255/91; T 631/92

and of most of the other EPC-member-states. BK PatG § 3 note

152, footnote 470; for example UK: DuPont's Application (1982)

RSR 303)1

(5) Is a process-claim new because of a new effect under similar rules

as regarding use-claims CEPO: ves, BK § 3 note 163; Germanv:

no, BK § 3 note 163)1

c) Sub-rules conceming "inventive step"/"obviousness"

(1) Does the "skiled person" have to be selected from the same
technical field (EPO: ves, ENPDR 2004, 84; Germanv: not neces-

sanlY, ENPDR 2004, 85/87).

(2) Does the examination have to start from the closest prior art (Dosi-
tion of the EPO. ENPDR 2004, 69; BK PatG § 4 note 34, footnote

147, see also note 153; the EPO is followed bv Austna, ENPDR

2004, 70/71) or is this only a practical first step, and is it neces-

sary to include other documents which are not so close (position

in Germanv. France and UK: BK PatG § 4 note 34, footnote 148,

150)?

(3) In applying the "could-would-test' (would the skiled person do

what he could do?; EPO, ENPDR 2004, 69; followed bY Austria.

The Netherlands. Sweden: critical: Germany, BGH GRUR 2004,

47/50 - Blasenfreie Gummibahn i, different UK: "Windsuner Test",

ENPDR 2004, 70, 72 - 82) within the framework of an ex-post-

analysis, should it be asked whether there was a "reasonable ex-

pectation of success" (position of the EPO, BK PatG § 4 note 145;
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Dosition in Germany and France: expectation of success not nec-

essary, but the prior art should incite the skiled man to modify the

prior art, BK PatG § 4 note 145; DOsition in the UK: Would the

skiled person assess the likelihood of success as sufcient to

warrant actual trial? John Mansvi/le Corporation's Patent (1967)

R.P.C. 479)?

d) Sub-rules concerning

amendments of the claims after the grant of the patent

filing of auxilary requests during litigation

partial invalidity.

(1) In the Netherlands the Supreme Court (Spiro v. Flameo, Hoge

Raad 9. February 1996, NJ 1998, 2) has limited the possibilty for

amendments to cases where it is clear to the skiled man where

the limitation of the protection lies after the amendment and that

the supplement was suffciently obvious for him reading the speci-

fication.

(2) The practice of the EPO is more liberal in this respect. An amend-
ment is allowable, if its subject matter is directly and unambigu-

ously disclosed in the application as filed (Ar. 123 (2) EPC) and if

the scope of protection is not extended (Ar. 123 (3) EPC) (Ct. T

339/69 OJ EPO 1991,545; T 823/96; G 1/93 OJ EPO 1994,541).

Unlike the Dutch courts, the EPO Boards of Appeal have not es-

tablished any further requirement.

(3) Germany and Sweden are ccose to the Nl practice (for Germany:
BGH GRUR 2005.145 - Elektronisches Modut, BGH GRUR 2005,

316 - Fußbodenbe/ag, for Sweden: ENPDR 2004.247/251 ff.

(4) In the UK. even if the amendment renders the amended claims in-

ventive and novel, the Court retains discretion to refuse amend-

ment based upon the conduct of the patentee (e.g. asserting a

patent when the patentee knows it to be invalid can result in a re-

fusal to allow amendment).

DU~ìLlB01/DUST/146269.01



- 9-

10. A harmonization of the practice of national court regarding "sub-rules" for

invalidation (no. 5 b), 7, 9) is for the followlno reasons even more uroent than

a harmonization of the practice of national courts regarding the above men-

tioned infringement sub-rules (no. 5 b), 7,8).

a) Regarding infringement (no. 5. b), 7, 8), there can be only a conflict (diver-

gence) between certin practices of national courts.

b) Regarding validity, there may not only be divergent practces of national

courts, but also divergences of such national court practise as com-

pared with the practice of the EPO (see no. 9). Therefore, there may be

a double divergence.

(1) The practice of a national court differs from the practice of other
national courts;

(2) The practice of certain national court difers from the practice of
the EPO, whereas the practice of other national court follows the

practice of the EPO. Such a constellation has, from the viewpoint

of the patent applicant. a "positive" and a "negative" effect:

(a) Negative effect: Where the EPO rules are "stricter" than the

national rules, a patent wil not be granted despite "softer"

national standards.

(b) Positive effect: The EPO may grant a patent which may not

have been granted by a certin member-state and which

may be invalidated by the national courts of that member-

state in view of identical prior art but under application of dif-

ferent sub-rules, but not invalidated by the court of other

member-states following the practice (the sub-rules) of the

EPO.

11. The judicial control intended by the EPC in using national courts refers only to

patent granting decision, not to the denial of patent granting. For the denial of

patent-granting the EPO has a "monopoly" on the application of Art. 52-57

EPC. This aspect contributes to the impression of a dominant position of the

EPO regarding the interpretation and application of Art. 52-57 EPC. The par-

tial judicial control intended by the EPC in giving the national courts of mem-
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ber-states the authority to cancel European Patents granted by the EPO cer-

tainly includes the authonty to correct errors of the EPO in interpreting the

rules of the EPC (art. 52-57 EPC). If, however, there is no unanimity of na-

tional courts in that some (or even the majonty of the) national courts follow

the interpretation by the EPO, but others (perhaps a minonty) not, there is!l

clear case of an "error" of the EPO. In such cases, already from a practical

point of view, the question anses whether it would be better if the practice of

the EPO prevailed.

12. There could be a legal answer to this practical question:

a) For the interpretation of the EPC-rules and the development of sub-

rules thereto, the Vienna Convention on the law of Treaties of
23.5.1969 is relevant. This Convention coifies the general principles of

international treaty law. The relevance of the Convention to the EPC

has been recognised by the EPO (EPO G 1/83, GRUR Int. 1985,

193/194; G 1/84, GRUR Int. 1986, 123/124; J 8/82, GRUR 1984,441;

BK art. lint. PatG note 18).

(1) The Vienna Convention calls for a bona fide interpretation of inter-
national agreements "in the light of its aims and objectives" (Art.

31 (1)). There shall be taken into account subsequent "agree-
ments" (Art. 31 (3) (a)) and "subsequent practice") Art. 31 (3) (b)),

"which establishes the agreement of the parties" regarding the in-

terpretation. These rules are binding for the member states (Ger-

many: Const. Court 31.03.1987, NJW 1987, 2155/2157; Switzer-

land: BGE 122 II 234 E. 4 c.) and for the Community Institutions

(CFI 22.01.1997, T-115/94 - Opel Austta vs. Council, 1997, 11-39;

ECJ 20.11.2001, C-268/99 - AJdona, EuZ) 2002, 120/123 with

further references). See Bruchhausen, GRUR Int. 1983, 2021208

ft.; Vossius GRUR 1990, 333/335; Walter, GRUR 1998, 866 ff.

(2) Such a subsequent practice could be assumed to exist where a

sub-rule-practice of the EPO is being existent or at least is exis-

tent and is followed by a majonty of the national courts of EPC-

member-states (see no. 11 above).
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(3) This would lead to a bindina effect of an EPO-practice in case of

(2).

b) At least there is, under such circumstances, an obliaation to seek a

harmonised interoretation of the rules concerning validity. All EPC-

member-states have incorporated (by duplication or by way of referral)

Art. 138 EPC which itself refers to the patent-granting rules of art. 52 -

57 EPC. In patent literature an obligation is recognised (BenkartRoaae,

EPÜ art. 138 note 7; Swiss Fed. Court 19.08.1991, GRUR Int. 1992,

293/294 f. - Stapelvorrchtung).

to come to an interpretation in accordance with identical criteria
and not with different national legal traditions.

c) The German Federal Supreme Court (BGH) also has reconised such

an obligation to harmonise national court practice applying the patent

validity rules of the EPC. In the decision "Tollwutirus" (rabies-virus) of

12 February. 1987 (GRUR 1987, 231/233) it has said:

The EPO is ... of a diferent opinion as to the practice, until now,
of the. Senate and holds, that ... Since the harmonization of the
national and European rules on material patent-law should serve
to create a far-reaching unifed patent law, one should seek an
application which is as far as possible unitary in the national and
the international field...

Therefore, the BGH "for reasons of achieving the desired unitary appli-

cation" has seen an obligation that national practice is put in line with

the EPC and with the practice ofthe EPO.

d) Some national courts have adopted the principle that a decision of the

EPO in granting a patent should be reaarded as an expert opinion as to

how the so-called "skiled person" would understand the patent and in-

clude and understand a document of the prior art. (Germany, France,

UK, see EPO, European National Patent Decisions Report = ENPDR

2004,301 ff.).

13. It appears necessary to increase the state of Information and awareness of

national courts regarding this obligation and the divergences (no. 8 and 9) ex-

isting despite this obligation. The national court decisions which apply "sub-

rules" differently from those applied by the EPO or by other EPC-member-
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states should be brought to the attention of the EPO and of the other national

courts. There seems to be an obliaation on the side of the EPO as the admin-

istrative body of the EPC to provide for such information and transparency.

14. Despite the undeniable obligation at least to harmonise the national practice

regarding the EPC patent validity rules (No. 12 b) above) differences in the

practice of national courts and between national practices and the EPO prac-

tice may continue to exist even after further information accrding to No. 13.

Moreover the process of de-facto-harmonisation through a cooperation of na-

tional courts and judges may be very slow. Which further action would be

possible and advisable to come more rapidly to a higher degree of harmoniza-

tion regarding the "sub-rules" for patent interpretation and infringement on the

one side and for patent granting and validity on the other side?

15. Harmonization (and "synchronization" see no. 6 above) of national court prac-

tice (not necessarily between the court practice and the practice of the EPO)

would of course be possible by a central court. However, the prospects of a

Central Community Patent Court are, presently, dim. The same is true regard-

ing the EuroDean Patent Litiaation Aareement (EPLA). Even if such central

courts would be established, the time until they could decide the first relevant

cases seems too long to wait. There is need for a quicker action. Therefore,

one should look for altemative means for harmonization.

16. A second possibilty would be to amend Art. 54 and 56 EPC by sub-rules on

the problems referred to in no. 9 above and to amend Art. 69 EPC or the Pro-

tocol thereto by sub-rules on the problems referred to in no. 8 above. How-

ever, changing the EPC is a slow process (ratifcation).

17. A third alternative would be an EU-harmonization directve.

a) The European Community has already acted in the field of IP (e.g.: Bio-

tech-Directive; Draft Directive on Computer-Implemented Inventions, just

rejected by the European Parliament; Enforcement-Directive).

b) However, there is no room for a direct EU~harmonisation on the effect of

EP-Patents. since binding EPC rules already exist for (1) the interpretation

(construction) of patents and the scope of protection and (2) for the grant-

ing/revocation of patents. The EU has no authority to give further definitions

about what these EPC-rules are going to mean.
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c) The EU can only harmonize national law. Such harmonization would have

an indirect effect on EPC-patents In influencing EPO-practice. To give an

example: In the field of Biotech the EU has chosen that way (Biotech Direc-

tive) and the EPO Is following the rules of the Biotech Directive (Implement-

ing Rules 23b - 23e).

d) Does this way (EU directive) seem feasibly also regarding our problem?

The exprience with the directives referred to in No. 16 above, especially the

fate of the draft Computer Program Directive, does not invite choosing this

route. The questions at the heart of this paper are of a highly specialised

character. The creation of a directive for such questions may be a long and

diffcult task, and there is no guarantee that the result would be useful at all.

18. A fourth alternative would be that the Administrative Council of the EPO uses his

power to adopt interpretative rules on the questions discussed here.

a) The Vienna Convention (see No. 12 a)) gives preference to "later agre-

ments" (Art. 31 (3) a); Germany: BGH 10.10.2002, NJW 2003, 134/135).

This means: If an intemational agreement (as the EPC) is modified by a

later revision-agreement. this later revision-agreement must be regarded as

binding on the member states - and not the old agreement.

b) The EPO is applying this rule to implementing or interpreting decisions or

rules (Art. 33 (1) (b) EPC) of the Administrative Council (EPO J16/96, Of-

cial Journal EPO 1998, 347/353 = GRUR Int. 1998,7081709). This means:

The EPO is considenng Administrtive Council rules (Art. 33 (1) (b) EPC)

on the EPC rules as if they were "later agreements" In the meaning of the

Vienna Convention, having binding effect on EPC member states (EPO cif

nr. 3.2, referrng to Art. 31 (3) a) of the Vienna Convention).

c) Interpreting existing rules by defining sub-rules for a better practice is

clearly within the authonty of the EPO Administrative Council (Art. 33 (1)

b) EPC), since such definitions do not change the existing agreement.

Such Administrative Council decisions or rules, therefore, would fall un-

der the rule of Vienna Convention (referred to in No. 18 a)) and would

have to be observed in the spirit of bona fide interpretation (see No. 12

a)(1 )).
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d) Implementing Rules (Art. 33 (1) (b) EPC) are not confined to procedural

question. They may also give a binding interpretation regarding material

questions (see Rules 23a, 23b - 23e; BenkardSchl:fers EPU Art. 164

note 5).

e) Art. 164 (2) EPC, in the case of a conflict between an Implementing rule

and a rule of the EPC itslf, gives priority to the rule of the EPC. Theo-

retically, therefore, a national court could maintain its "sub-rule" in the

face of a different sub-rule of the Administrative Council. However, a

harmonizing sub-rule adopted by a 3/4 majority of the Council (Art. 35

(2) EPC) would carry so much weight, that the "danger" of a later devia-

tion of a national court would, indeed, be only theoreticaL.

19. The way of using Implementing Rules for hannonization of divergent national

"sub-rules" seems viable in the first place regarding the sub-rules for the

granting and for the revoction of an EP-patent (no. 9 above), because these

sub-rules concern also (mainly) the activity of EPO itself, which has a domi-

nant position in interpreting Ar. 52-57 EPC ("monopoly" on negative deci-

sions, see no. 11 above). To a lesser degree, but stil, this way would be open

for interpretative rules on the construction of the patent and on infringement,

where no divergence with an EPO-Practice can occur (see No. 10 a) and b)

above), especially interpreting the new art. 2 of the Protocol to art. 69 EPC

(version of 29.11.2000, by which the scope of protection is defined in stating

that patent protecton must take due regard of equivalents to the (original)

elements of the patent claim).

20. Therefore, a possible route on the path of harmonisation could be seen in

submitting to the Administrative Council of the EPO a draft resolution regard-

ing open questions of invalidity for which examples have been given in No. 9

above, possibly also regarding the open questions of infringement, for which

examples have been given in No. 8 above. Such a proposal in itself would al-

ready have an immediate valuable effect in reminding the courts of member-

states of their obligation to hannonize their practce and, especially, to avoid

divergences between their invalidity-practice and that of the EPO in patent-

granting (no.12 above).

21. If the route would be chosen
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the "sub.rules" on patent.granting and validity should be worked out and

drafted by way of a cooperation between the EPO and the leading na-

tional judges,

the "sub-rules" on patent interpretation and on the extent of patent pro-

tection should be worked out and drafted by way of a cooperation of the

leading national judges.
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